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501 Stipulations

501.01 In General

Subject to the approval of the Board, parties may stipulate to a wide variety of matters. For
example, parties may stipulate to extend or reopen times; that the total number of interrogatories
which one party may serve upon another party in a proceeding may exceed the limitation
specified in 37 CFR § 2.120(d)(1); that the production of documents and things under the
provisions of Fed. R. Civ. P. 34 may be made in a specified place and/or manner;' to protective
agreements;” to the facts in the case of any party;’ that the testimony of witnesses may be
submitted in affidavit form;” that a deposition may be taken at a particular place, or in a certain
manner;’ that the proceeding shall be ended in a specified way.°

501.02 Filing Stipulations

37 CFR § 2.121(d) [Assignment of times for taking testimony] When parties stipulate to the
rescheduling of testimony periods or to the rescheduling of the closing date for discovery and the
rescheduling of testimony periods, a stipulation presented in the form used in a trial order,
signed by the parties, or a motion in said form signed by one party and including a statement
that every other party has agreed thereto, shall be submitted to the Board.

Stipulations which require action or consideration by the Board, such as stipulations to extend a
defendant's time to file an answer to the complaint, stipulations to extend trial dates, stipulations
relating to the form of testimony, stipulations to end a proceeding in a specified way, must be
filed with the Board.” Some other types of stipulations, such as stipulations to extend a party's
time for responding to a request for discovery, do not necessarily have to be filed with the Board.
However, even in the case of a stipulation that does not have to be filed, the better practice is to
reduce the stipulation to writing, in order to avoid any misunderstanding between the parties as
to the existence and terms thereof.

' See 37 CFR § 2.120(d)(2).

2 See TBMP § 412.02 (Protective Orders — Upon Stipulation).
3 See 37 CFR § 2.123(b).

* See 37 CFR § 2.123(b).

> See 37 CFR § 2.123(b).

6 See TBMP § 605.03 (Settlement Agreements).

" See, for example, 37 CFR § 2.121(d).
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501.03 Form of Stipulations

A stipulation may be signed either by the parties, or by their attorneys, or other authorized
representatives.

If parties stipulate to extend or reopen a time or times, the stipulation should specify the closing
date for each rescheduled time. For example, if parties stipulate to extend or reopen a
defendant's time to file an answer to the complaint, the stipulation should specify the new due
date for the answer. A stipulation to extend time to file an answer will be approved only if the
proposed new due date for the answer is prior to the close of the discovery period. The time to
answer will not be extended beyond the close of the discovery period. Thus, any stipulation,
which would reset the time to answer beyond the date presently set for the close of discovery,
must also include a request for an extension of the discovery period. If parties stipulate to extend
or reopen testimony periods, or the discovery period and testimony periods, the stipulation
should be sglbmitted in the form used in a trial order, specifying the closing date for each period
to be reset.

The resetting, whether by stipulation or otherwise, of a party's time to respond to an outstanding
request for discovery will not result in the automatic rescheduling of the discovery and/or
testimony periods--such dates will be rescheduled only upon stipulation of the parties being
approved by the Board, or upon motion granted by the Board, or by order of the Board.’

502 Motions--In General

502.01 Available Motions

There is a wide range of motions which may be filed in inter partes proceedings before the
Board. Trademark Rule 2.116(a), 37 CFR § 2.116(a), provides that "[e]xcept as otherwise
provided, and wherever applicable and appropriate, procedure and practice in inter partes
proceedings shall be governed by the Federal Rules of Civil Procedure." Thus, many of the
motions available under the Federal Rules of Civil Procedure are also available in proceedings
before the Board.

¥ See 37 CFR § 2.121(d), and Jan Bell Marketing Inc. v. Centennial Jewelers Inc., 19 USPQ2d 1636 (TTAB 1990).

? See 37 CFR §§ 2.120(a) and 2.121(a), and TBMP § 403.04 (Extensions of Discovery Period and/or Time to
Respond to Discovery).
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However, because the Board is an administrative tribunal, its rules and procedures, and hence the
motions available in proceedings before it, necessarily differ in some respects from those
prevailing in the Federal district courts.'”

For example, the Board does not preside at the taking of testimony. Instead, all testimony is
taken out of the presence of the Board, and the written transcripts thereof, together with any
exhibits thereto, are then filed with the Board."! Further, for reasons of administrative economy,
it is the policy of the Board not to read trial testimony or examine other trial evidence prior to
final decision.'? For this reason, the Board will defer consideration of substantive objections to
trial evidence (e.g., on the grounds of hearsay, relevance, or that the evidence constitutes
improper rebuttal) until final decision.”® Therefore, except for the motions for involuntary
dismissal under Trademark Rules 2.132(a) and (b) for failure of the plaintiff to take testimony,
the Board will not entertain any motion challenging or otherwise relating to the probative value
or sufficiency of a party's trial evidence."* Motions that require examination of trial evidence
prior to final decision, such as those under Fed. R. Civ. P. 41(b) for involuntary dismissal and
under Fed. R. Civ. P. 50(a) for judgment as a matter of law (formerly known as a motion for
directed verdict), are not available in Board proceedings."

10" See TBMP §§ 102.03 (General Description of Board Proceedings) and 702 (Manner of Trial and Introduction of
Evidence).

" See 37 CFR § 2.125(c) and TBMP § 702 (Manner of Trial and Introduction of Evidence).

12 See, e.g., M-Tek Inc. v. CVP Systems Inc., 17 USPQ2d 1070, 1073 (TTAB 1990) (Board will not rule on
objections pertaining to admissibility prior to final decision).

1 See, e.g., Hilson Research Inc. v. Society for Human Resource Management, 27 USPQ2d 1423, 1426 (TTAB
1993) (contested motions to introduce discovery depositions filed with a notice of reliance deferred); Weyerhaeuser
Co. v. Katz, 24 USPQ2d 1230, 1233 (TTAB 1992) (objection to notice of reliance that the evidence is improper
rebuttal evidence will be deferred) and M-Tek Inc. v. CVP Systems, Inc., supra (motion to strike documents
submitted under a notice of reliance as hearsay and not properly authenticated deferred). See also TBMP § 707
(Objections to Evidence).

" For information concerning these motions see TBMP § 534.

' See Kasco Corp. v. Southern Saw Service Inc., 27 USPQ2d 1501, 1504 n.2 (TTAB 1993) (directed verdicts not
available); Rainbow Carpet, Inc. v. Rainbow International Carpet Dyeing & Cleaning Co., 226 USPQ 718, 718
(TTAB 1985) (to extent motion for summary judgment was intended as one for directed verdict, it is inappropriate);
Stockpot, Inc. v. Stock Pot Restaurant, Inc., 220 USPQ 52, 61 (TTAB 1983), aff’d, 737 F.2d 1576, 222 USPQ 665
(Fed. Cir. 1984) (motion for involuntary dismissal under Rule 41(b) unavailable); and Gary D. Krugman, 7/PS
FROM THE TTAB: Motions for Judgment After Commencement of Testimony Periods, 73 Trademark Rep. 76
(1983).
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Given the broad range of possible motions which might be filed in an inter partes proceeding
before the Board, this chapter discusses only the motions which most commonly arise in Board
proceedings.

502.02 Form of Motions and Briefs on Motions

37 CFR § 2.126 Form of submissions to the Trademark Trial and Appeal Board.
(a) Submissions may be made to the Trademark Trial and Appeal Board on paper where Board
practice or the rules in this part permit. A paper submission, including exhibits and depositions,
must meet the following requirements:
(1) A paper submission must be printed in at least 11-point type and double-spaced, with
text on one side only of each sheet;
(2) A paper submission must be 8 to 8.5 inches (20.3 to 21.6 cm.) wide and 11 to 11.69
inches (27.9 to 29.7 cm.) long, and contain no tabs or other such devices extending
beyond the edges of the paper;
(3) If a paper submission contains dividers, the dividers must not have any extruding tabs
or other devices, and must be on the same size and weight paper as the submission;
(4) A paper submission must not be stapled or bound;
(5) All pages of a paper submission must be numbered and exhibits shall be identified in
the manner prescribed in §2.123(g)(2),
(6) Exhibits pertaining to a paper submission must be filed on paper or CD-ROM
concurrently with the paper submission, and comply with the requirements for a paper or
CD-ROM submission.

(b) Submissions may be made to the Trademark Trial and Appeal Board on CD-ROM where the
rules in this part or Board practice permit. A CD-ROM submission must identify the parties and
case number and contain a list that clearly identifies the documents and exhibits contained
thereon. This information must appear in the data contained in the CD-ROM itself, on a label
affixed to the CD-ROM, and on the packaging for the CD-ROM. Text in a CD-ROM submission
must be in at least 11-point type and double-spaced. A brief filed on CD-ROM must be
accompanied by a single paper copy of the brief. A CD-ROM submission must be accompanied
by a transmittal letter on paper that identifies the parties, the case number and the contents of
the CD-ROM.

(c) Submissions may be made to the Trademark Trial and Appeal Board electronically via the
Internet where the rules in this part or Board practice permit, according to the parameters
established by the Board and published on the web site of the Office. Text in an electronic
submission must be in at least 11-point type and double-spaced. Exhibits pertaining to an
electronic submission must be made electronically as an attachment to the submission.

(d) To be handled as confidential, submissions to the Trademark Trial and Appeal Board that
are confidential in whole or part pursuant to §2.125(e) must be submitted under a separate
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cover. Both the submission and its cover must be marked confidential and must identify the case
number and the parties. A copy of the submission with the confidential portions redacted must
be submitted.

37 CFR § 2.127(a) Every motion must be submitted in written form and must meet the
requirements prescribed in § 2.126. It shall contain a full statement of the grounds, and shall
embody or be accompanied by a brief. Except as provided in paragraph (e)(1) of this section, a
brief'in response to a motion shall be filed within fifteen days from the date of service of the
motion unless another time is specified by the Trademark Trial and Appeal Board, or the time is
extended by stipulation of the parties approved by the Board, or upon motion granted by the
Board, or upon order of the Board. If a motion for an extension is denied, the time for
responding to the motion remains as specified under this section, unless otherwise ordered. The
Board may, in its discretion, consider a reply brief. Except as provided in paragraph (e)(1) of
this section, a reply brief, if filed, shall be filed within 15 days from the date of service of the
brief in response to the motion. The time for filing a reply brief will not be extended. No further
papers in support of or in opposition to a motion will be considered by the Board. The brief in
support of a motion and the brief in response to the motion shall not exceed twenty-five pages in
length, and a reply brief shall not exceed ten pages in length. Exhibits submitted in support of or
in opposition to a motion shall not be deemed to be part of the brief for purposes of determining
the length of the brief. When a party fails to file a brief in response to a motion, the Board may
treat the motion as conceded. An oral hearing will not be held on a motion except on order by
the Board.

* ok ok ok

(e)(1)... If no motion under Rule 56(f) is filed, a brief in response to the motion for summary
Jjudgment shall be filed within 30 days from the date of service of the motion unless the time is
extended by stipulation of the parties approved by the Board, or upon motion granted by the
Board, or upon order of the Board. ... The Board may, in its discretion, consider a reply brief. A
reply brief, if filed, shall be filed within 15 days from the date of service of the briefin response
to the motion. The time for filing a reply brief will not be extended. No further papers in support
of or in opposition to a motion for summary judgment will be considered by the Board.

502.02(a) Form of Motions

Every motion must be submitted in written form and must meet the general requirements
for submissions to the Board set forth in 37 CFR § 2.126. The requirements for paper
submissions are specified in Rule 2.126(a), the requirements for submissions made on
CD-ROM are in 2.126(b), the requirements for electronic submissions over the Internet
can be found in 2.126(c), and the requirements for confidential submissions are in
2,126(d).
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In addition, a motion should bear the name and number of the inter partes proceeding in
connection with which it is being filed, and a title describing the nature of the motion.'®
A party who files a motion that does not bear the correct proceeding number, runs the
risk that the paper will not be associated with the file of the proceeding for which it is
intended (and hence may never be considered by the Board).

A motion must be signed by the party filing it, or by the party's attorney or other
authorized representative. If a motion is unsigned, it will not be refused consideration if
a signed copy is submitted to the Board within the time limit set in the notification of this
defect by the Board."’

The certificate of mailing by first-class mail procedure provided under 37 CFR § 2.197,
and the "Express Mail" procedure provided under 37 CFR § 2.198, are both available for
the filing of motions."®

A party should file only one copy of a motion with the Board. Every motion filed with

the Board must be served upon every other party to the proceeding, and proof of such
service ordinarily must be made before the motion will be considered by the Board."

502.02(b) Briefs on Motions
Every motion must embody or be accompanied by a brief.?
Briefs on motions, and any exhibits thereto, must meet the general requirements for

submissions to the Board set forth in 37 CER § 2.126.%' In addition, a brief filed on CD-
ROM must be accompanied by a single paper copy of the brief. %

1 See TBMP § 106.01 (Identification of Submissions).

17 See 37 CFR § 2.119(e), and TBMP § 106.02 (Signature of Submissions).

'8 See 37 CFR §§ 2.197 and 2.198, and TBMP §§ 110 (Certificate of Mailing or Transmission Procedure) and 111
("Express Mail" Procedure).

"% See 37 CFR §§ 2.119(a) and 2.119(b), and TBMP § 113 (Service of Papers).

0 See 37 CFR § 2.127(a).

1 See TBMP § 106.03 (Form of Submissions).

22 See 37 CFR 2.126(b).
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Briefs on motions are also subject to page limitations and time requirements.” Briefs in
support of and in response to a motion may not exceed 25 pages in length and a reply
brief may not exceed 10 pages.”* Exhibits submitted with the brief are not counted in
determining the length of the brief.

A brief in response to a motion, except a motion for summary judgment, must be filed
within 15 days from the date of service of the motion (20 days if service of the motion
was made by first class mail, "Express Mail," or overnight courier).”” When a motion for
summary judgment is filed, a brief in response, or a motion for 56(f) discovery under the
Federal Rules of Civil Procedure, must be filed within 30 days from the date of service of
the summary judgment motion (35 days if 37 CFR. § 2.119(c) applies).”® The time for
filing a responsive brief may be extended, but the time for filing, in lieu thereof, a motion
for 56(f) discovery will not be extended.”’

These time periods for responding to motions shall apply unless another time is specified
by the Board; or the time is extended by stipulation of the parties approved by the Board
or by order of the Board on motion for good cause; or the time is reopened by stipulation
of the parties approved by the Board or by order of the Board on motion showing
excusable neglect.”® If a motion for an extension of time to respond to a motion is
denied, the time for responding to the motion remains as specified under 37 CFR §
2.127(a), unless otherwise ordered.”

The Board may, in its discretion, consider a reply brief in support of a motion.”® A reply
brief, if filed, including a reply brief for a summary judgment motion, shall be filed

3 See 37 CFR § 2.127.

** See 37 CFR § 2.127(a). See also Ron Cauldwell Jewelry, Inc. v. Clothestime Clothes, Inc., 63 USPQ2d 2009
(TTAB 2002) (reply brief was untimely and exceeded page limit) and Estate of Shakur v. Thug Life Clothing Co., 57
USPQ2d 1095, 1096 (TTAB 2000) (filing of two briefs in an attempt to circumvent page limitation improper).

» See 37 CFR § 2.119(c).

% See 37 CFR § 2.127(e). See also TBMP § 528.02 for further information regarding the time for filing a motion
for summary judgment.

7 See TBMP § 528.06 (Request for Discovery to Respond to Summary Judgment).

* See Fed. R. Civ. P. 6(b) and TBMP § 509 (Motion to Extend Time; Motion to Reopen Time).

¥ See 37 CFR § 2.127(a).

% See 37 CFR § 2.127(a). See also, e.g., Seculus da Amazonia S/S v. Toyota Jidosha Kabushiki Kaisha, 66
USPQ2d 1154, n.4 (TTAB 2003) (reply brief considered because it clarified the issues under consideration); Harjo

v. Pro-Football, Inc., 45 USPQ2d 1789, 1791 (TTAB 1998) (motion to strike reply brief denied); and DAK
Industries Inc. v. Daiichi Kosho Co., 35 USPQ2d 1434, 1436 n.4 (TTAB 1995).
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within 15 days from the date of service of the brief in response to the motion (20 days if
37 CFR § 2.119(c) applies). The time for filing a reply brief will not be extended.’’ No
further papers (including surreply briefs) will be considered by the Board, and any such
papers filed in violation of this rule may be returned to the filing par‘[y.32 The filing of
reply briefs is discouraged, as the Board generally finds that reply briefs have little
persuasive value and are often a mere reargument of the points made in the main brief.”
Thus, it remains within the Board’s discretion whether to consider a reply brief.**

502.02(c) Confidential Information

Except for materials filed under seal pursuant to a protective order, the files of
applications and registrations which are the subject matter of pending proceedings before
the Board and all pending proceeding files and exhibits thereto are available for public
inspection and copying.>> Therefore, only the particular portion of a motion that
discloses confidential information should be filed under seal pursuant to a protective
order. If a party submits a motion containing confidential information under seal, the
party must also submit for the public record a redacted version of the motion.*

Confidential information filed in the absence of a protective order is not regarded as
confidential and will not be kept confidential by the Board.”” To be handled as
confidential, and kept out of the public record, submissions to the Board must be filed

31 See 37 CFR § 2.127(a). See also Ron Cauldwell Jewelry, Inc. v. Clothestime Clothes, Inc., supra (approval of
consented motion to extend time to file reply brief vacated).

32 See No Fear Inc. v. Rule, 54 USPQ2d 1551, 1553 (TTAB 2000).

3 See No Fear Inc. v. Rule, supra at 1553 and Johnston Pump/General Valve Inc. v. Chromalloy American Corp.,
13 USPQ2d 1719, 1720 n.3 (TTAB 1989) ("The presentation of one's arguments and authority should be presented
thoroughly in the motion or the opposition brief thereto").

** See No Fear Inc. v. Rule, supra at 1553 (TTAB 2000) (reply brief reviewed, but given no consideration).

¥ See, e.g., Harjo v. Pro-Football, Inc., 50 USPQ2d 1705, 1714 (TTAB 1999) (Board agreed to hold exhibits
marked confidential for thirty days pending receipt of a motion for a protective order but cautioned that in the
absence of such motion, the exhibits would be placed in the proceeding file), rev'd on other grounds, 284 F. Supp.
2d 96, 68 USPQ2d 1225 (D.D.C. 2003).

3% See 37 CFR §§ 2.27(d) and (e), and 2.126(d); Duke University v. Haggar Clothing Co., 54 USPQ2d 1443, 1445
(TTAB 2000); and Rany L. Simms, 7/PS FROM THE TTAB: Stipulated Protective Agreements, 71 Trademark Rep.
653 (1981).

37 See Harjo v. Pro-Football, Inc., supra (Board agreed to hold exhibits marked confidential for thirty days pending
receipt of a motion for a protective order but cautioned that in the absence of such motion, the exhibits would be
placed in the proceeding file).
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under a separate cover. Both the submission and its cover must be marked confidential
and must identify the case number and the parties. A copy of the submission with the
confidential portions redacted must also be

submitted.*®

For further information regarding confidential materials, see TBMP §§ 120.02 and 412.

502.03 Oral Hearings on Motions

An oral hearing is not held on a motion except by order of the Board.” 1t is the practice of the
Board to deny a request for an oral hearing on a motion unless, in the opinion of the Board, an
oral hearing is necessary to clarify the issue or issues to be decided. Ordinarily, arguments on a
motion are, and should be, adequately presented in the briefs thereon, and therefore the Board
rarely grants a request for an oral hearing on a motion.*

502.04 Determination of Motions

37 CFR § 2.127(a) ... When a party fails to file a brief in response to a motion, the Board may
treat the motion as conceded. ...

37 CFR § 2.127(c) Interlocutory motions, requests, and other matters not actually or potentially
dispositive of a proceeding may be acted upon by a single Member of the Trademark Trial and
Appeal Board or by an Attorney-Examiner of the Board to whom authority so to act has been
delegated.

Motions fall into three categories: consented, uncontested, and contested. If the nonmoving
party has consented to a motion, the motion may be filed either as a stipulation with the signature
of both parties, or as a consented motion in which the moving party states that the nonmoving
party has given its oral consent thereto (unless written consent is required under the provisions of
37 CFR §§ 2.106(c), 2.114(c), 2.134(a), or 2.135). Ordinarily, the Board will grant a consented
motion.

¥ See 37 CFR § 2.126(d).
3 See 37 CFR § 2.127(a).

% See The Scotch Whiskey Association v. United States Distilled Products Co., 13 USPQ2d 1711 (TTAB 1989),
recon. denied, 17 USPQ2d 1240 (TTAB 1990), dismissed, 18 USPQ2d 1391 (TTAB 1991) (issues on motion to
dismiss not so extraordinary to warrant an oral hearing), rev'd on other grounds, 952 F.2d 1317, 21 USPQ2d 1145
(Fed. Cir. 1991); and TBC Corp. v. Grand Prix Ltd., 12 USPQ2d 1311 (TTAB 1989) (exception to usual practice is
not warranted). Compare Federal Trade Commission v. Formica Corp., 200 USPQ 182 (TTAB 1978) (oral hearing
on motion allowed in view of importance and novelty of issue).

500 - 14



Chapter 500
STIPULATIONS AND MOTIONS

If the nonmoving party has not given its consent to a motion, but does not file a brief in
opposition thereto during the time allowed therefor, the Board, in its discretion, may grant the
motion as conceded.*! However, the Board, in its discretion, may also decline to treat an
uncontested motion as conceded, and may grant or deny the motion on its merits.**

If a motion is contested by the nonmoving party, the Board will decide the motion on its merits.

Interlocutory motions that are not actually or potentially dispositive of a proceeding may be
acted upon by a single Board administrative trademark judge, or by a single interlocutory
attorney to whom such authority has been delegated.” A panel of at least three Board judges
determines contested motions that are actually or potentially dispositive of a proceeding.**
Stipulations or consented (or uncontested) motions to dispose of the proceeding in a certain
manner may be determined under the authority of the Board.

For information concerning the remedies available to a party that is dissatisfied with a decision
on a motion, see TBMP § 518. See also TBMP § 905.

When a motion other than a motion to extend has been filed, a party should not presume that the
Board would automatically reset trial dates when it determines the pending motion. When the
Board determines a pending motion, and there is no motion to extend trial dates, the Board, in
the exercise of its discretion, may or may not reset trial dates. A party that wishes to have trial
dates reset upon the determination of a particular motion should file a motion requesting such
action, and specifying the dates which it wishes to have reset.

1 See 37 CFR § 2.127(a). See also Chesebrough-Pond's Inc. v. Faberge, Inc., 618 F.2d 776, 205 USPQ 888, 891
(CCPA 1980) (treating motion for summary judgment as conceded was proper); Central Manufacturing Inc. v. Third
Millennium Technology, Inc., 61 USPQ2d 1210, 1211 (TTAB 2001) (motion to dismiss treated as conceded); and
Boston Chicken Inc. v. Boston Pizza International Inc., 53 USPQ2d 1053, 1054 (TTAB 1999).

2 See, e.g., Boyds Collection Ltd. v. Herrington & Co., 65 USPQ2d 2017, 2018 (TTAB 2003) (motion to suspend
for civil action not treated as conceded where potentially dispositive motion was pending when motion to suspend
was filed); Baron Philippe de Rothschild S.A. v. Styl-Rite Optical Mfg. Co., 55 USPQ2d 1848, 1854 (TTAB 2000)
(cross-motion for judgment not treated as conceded in view of its potentially dispositive nature); Hartwell Co. v.
Shane, 17 USPQ2d 1569 (TTAB 1990) (uncontested motion to dismiss decided on merits) and Western Worldwide
Enterprises Group Inc. v. Qingdao Brewery, 17 USPQ2d 1137 (TTAB 1990).

# See 37 CFR § 2.127(c), and TBMP § 102.03 (General Description of Board Proceedings).

# See TBMP § 102.03 (General Description of Board Proceedings).
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502.05 Attorneys' Fees, etc., on Motions

The Board will not hold any person in contempt, or award attorneys' fees, other expenses, or
damages to any party.*’

502.06 Telephone and Pre-Trial Conferences

502.06(a) Telephone Conferences

37 CFR § 2.120(i)(1) Whenever it appears to the Trademark Trial and Appeal Board that
a motion filed in an inter partes proceeding is of such nature that its resolution by
correspondence is not practical, the Board may, upon its own initiative or upon request
made by one or both of the parties, resolve the motion by telephone conference.

When it appears to the Board that a motion filed in an inter partes proceeding may be
resolved by a telephone conference call involving the parties or their attorneys and an
interlocutory attorney, or an administrative trademark judge, of the Board, the Board
may, upon its own initiative or upon request made by a party, resolve the motion by
telephone conference.*® Immediately after the resolution of a motion by telephone
conference, the Board will issue a written order confirming its decision on the motion.

Board attorneys retain discretion to decide whether a particular matter can be heard or
disposed of by telephone. There is no formal limit as to the type of matters that can be
handled through telephone conferences,*” but the Board will not decide by telephone

# 37 CFR § 2.127(f). See, for example, Central Manufacturing Inc. v. Third Millennium Technology Inc., 61
USPQ2d 1210, 1213 (TTAB 2001) and Duke University v. Haggar Clothing Co., 54 USPQ2d 1443, 1445 n.3
(TTAB 2000). See also 37 CFR §§ 2.120(f) and 2.120(g)(1). Note, however, that conduct in violation of the
Canons and Disciplinary Rules set forth in 37 CFR part 10 may be referred to the Office of Enrollment and
Discipline for appropriate action. See 37 CFR §§ 10.18(d) and 10.20, et.seq.

% See 37 CFR § 2.120(i)(1). See also Duke University v. Haggar Clothing Co., 54 USPQ2d 1443, 1446 (TTAB
2000); Luemme Inc. v. D.B. Plus Inc., 53 USPQ2d 1758, 1761 (TTAB 1999); Electronic Industries Association v.
Potega, 50 USPQ2d 1775 (TTAB 1999); Hewlett-Packard Co. v. Healthcare Personnel Inc., 21 USPQ2d 1552
(TTAB 1991); Health-Tex Inc. v. Okabashi (U.S.) Corp., 18 USPQ2d 1409 (TTAB 1990); and the Official Gazette
notice entitled Teleconferencing on Cases Before the TTAB (June 20, 2000), 1235 TMOG . The notice is posted
on the USPTO home page, and is accessible via www.uspto.gov. under the Official Gazette Notices (item #9 of the
June 20, 2000 notice).

47 See, for example, Duke University v. Haggar Clothing Co., supra at 1446 (consented request to stay opposer's
rebuttal testimony period pending ruling on opposer's motion to quash); Electronic Industries Association v. Potega,
supra (motion to quash and motion for discovery sanctions); Hewlett-Packard Co. v. Healthcare Personnel Inc.,
supra (motion to attend testimony deposition by telephone); and Health-Tex Inc. v. Okabashi (U.S.) Corp., supra
(uncontested motion to extend testimony period and motion for a protective order).
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conference any motion which is potentially dispositive, that is, a motion which, if
granted, would dispose of a Board proceeding. The telephone conference procedure is
particularly useful for resolving motions where time is of the essence, such as a motion to
quash a notice of deposition.**

Telephone conferences are not a substitute for stipulated written motions. Parties are
encouraged to file stipulated motions rather than call the Board for an order that can be
agreed upon without the Board’s involvement.*” Moreover, telephone conferences may
not be used as a means to supplement a motion or a related brief, and are not an
opportunity to present oral arguments in support of fully briefed written motions.™

Requesting a telephone conference:51 A party may request a telephone conference from
the responsible Board attorney before it files the underlying motion. The initial contact
will be limited to a simple statement of the nature of the issues proposed to be decided by
telephone conference, with no discussion of the merits. A party served with a written
motion may request a telephone conference by contacting the responsible Board attorney
soon after it receives the service copy of the motion. A party may not request a telephone
conference at or near the end of its time to respond to the motion, so as to avoid or delay
its response to the motion.

During the initial contact, the Board attorney will decide whether any party must file a
motion or brief or written agenda to frame the issues for the conference and will issue
instructions.

When the Board grants a party’s request for a telephone conference, the requesting party
is responsible for scheduling the conference at a time agreeable to all parties and the
Board attorney. The party must arrange the conference call. When the Board initiates a
telephone conference, the Board attorney will schedule the conference. If a response to a
pending motion has not yet been filed, the non-moving party should be prepared to make
an oral response to the motion during the telephone conference. Any other instructions
regarding filing of briefs or serving copies will be provided. To expedite matters, the
moving party may hand deliver its motion, at the offices of the Board, to the Board

* See, for example, Electronic Industries Association v. Potega, supra; Luemme Inc. v. D.B. Plus Inc., supra (to the
extent time was of the essence, party could have contacted the Board and requested that the motion to extend
discovery be resolved on an expedited basis or by telephone conference); and cases cited in previous note. See also
TBMP § 521 regarding motions to quash a notice of deposition.

¥ See, generally, Official Gazette notice entitled Teleconferencing on Cases Before the TTAB, supra.

500 -17



Chapter 500
STIPULATIONS AND MOTIONS

attorney to whom the case is assigned. Alternatively, the moving party may call the
Board attorney and request permission to fax a copy of the motion to the Board.”

Denial of a request for a telephone conference is without prejudice on the merits of the
motion or other matter sought to be heard by telephone. If the request is denied, the
Board attorney will provide instructions to the party or parties regarding requirements for
filing the motion or briefs required to have the matter decided on the papers.

Conduct of conference.”® The telephone conference will be limited to the issues defined
by the Board prior to, or at the commencement of, the conference. The Board will not
record the conference nor may the parties record the contents of the telephone
conference. The Board attorney may make rulings at the conclusion of the conference or
may take the parties’ arguments under advisement. If the Board attorney determines
during the telephone conference that the motion or matter should be decided on the
written record, the Board attorney may halt the telephone conference and direct the filing
of a motion or response to a motion, or both.

Parties must conduct themselves with appropriate decorum. Interruptions are to be
avoided. The Board attorney conducting the conference generally will signal that a party
may make an argument or presentation by inviting the party to do so or by inviting a
response to an argument or presentation made by another.

Participation.”® Failure to participate in a scheduled telephone conference may result in
the motion being denied with prejudice or the motion being treated as conceded.

Issuance of Rulings.”> The Board attorney may make rulings at the conclusion of a
telephone conference or may take the parties’ arguments under advisement. In every
instance, after the resolution of a motion or matter by telephone conference, the Board
attorney will issue a written order containing all rulings. In most instances, the Board’s
written order will consist of only a brief summary of the issues and the resulting decision;
generally, the order will not include a recitation of the parties’ arguments. The decision
will be forwarded to the parties by fax or mail.

The filing of a request for reconsideration under 37 CFR § 2.127(b) or the filing of a
petition under 37 CFR § 2.146(e)(2) will not, in the usual case, result in a stay of

% See TBMP § 107 (How and Where to File Papers).

3 See, generally, Official Gazette Notice entitled Teleconferencing on Cases Before the TTAB, supra.
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proceedings. Any discovery, trial dates, or other deadlines set by the Board will
ordinarily remain as set, notwithstanding the request for reconsideration or petition. The
Board may, however, reset dates, as appropriate, if either a request for reconsideration or
a petition is granted.

502.06(b) Pre-trial Conferences

37 CFR § 2.120(i)(2) Whenever it appears to the Trademark Trial and Appeal Board that
questions or issues arising during the interlocutory phase of an inter partes proceeding
have become so complex that their resolution by correspondence or telephone conference
is not practical and that resolution would be likely to be facilitated by a conference in
person of the parties or their attorneys with a Member or Attorney-Examiner of the
Board, the Board may, upon its own initiative or upon motion made by one or both of the
parties, request that the parties or their attorneys, under circumstances which will not
result in undue hardship for any party, meet with the Board at its offices for a pre-trial
conference.

Because the pre-trial conference procedure necessarily involves expense for the parties, it
is rarely used by the Board. However, it may be advantageous in cases where numerous

complex motions are pending or where attorneys or parties are unable to work out a
resolution of any of their differences.’®

502.07 Fed. R. Civ. P. 11 Applicable

For information concerning the applicability of the provisions of Fed. R. Civ. P. 11 to motions
filed in proceedings before the Board, see TBMP § 527.02.

503 Motion to Dismiss for Failure to State a Claim
503.01 Time for Filing
When the defense of failure to state a claim upon which relief can be granted is raised by means

of a motion to dismiss, the motion must be filed before, or concurrently with, the movant's
answer.”” When the motion is directed to an amended pleading, it must be filed before, or

%% See Abraham Bogorad, The Impact of the Amended Rules Upon Discovery Practice Before the Trademark Trial
and Appeal Board, 66 Trademark Rep. 28, 37 (1976).

°7 See Fed. R. Civ. P. 12(b) and Hollowform Inc. v. Delma Aeh, 180 USPQ 284 (TTAB 1973), aff’d, 515 F.2d 1174,
185 USPQ 790 (CCPA 1975). Compare Wellcome Foundation Ltd. v. Merck & Co., 46 USPQ2d 1478 n.1 (TTAB
1998) (untimeliness waived where 12(b)(6) motion filed three weeks after answer, but plaintiff responded to motion
on the merits).
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concurrently with, the movant's answer to the amended pleading.’®

The filing of a motion to dismiss for failure to state a claim upon which relief can be granted
tolls the time for filing an answer.” If the motion is filed before the movant's answer, and is
denied, the Board will reset the time for filing an answer.

The defense of failure to state a claim upon which relief can be granted may be raised after an
answer is filed, provided that it is raised by some means other than a motion to dismiss. For
example, the defense may be raised, after an answer is filed, by a motion for judgment on the
pleadings, or by a motion for summary judgment.®

503.02 Nature of Motion

A motion to dismiss for failure to state a claim upon which relief can be granted is a test solely of
the legal sufficiency of a complaint.®" In order to withstand such a motion, a pleading need only
allege such facts as would, if proved, establish that the plaintiff is entitled to the relief sought,
that is, that (1) the plaintiff has standing to maintain the proceeding, and (2) a valid ground exists
for denying the registration sought (in the case of an opposition), or for canceling the subject
registration (in the case of a cancellation proceeding).”

% See William & Scott Co. v. Earl's Restaurants Ltd., 30 USPQ2d 1870 (TTAB 1994).
%9 See Hollowform, Inc. v. Delma Aeh, supra (motion for default judgment for failure to answer denied).

8 See Fed. R. Civ. P. 12(h)(2), and Wright & Miller, Federal Practice and Procedure: Civil 2d §1357 (1990). See
also DAK Industries Inc. v. Daiichi Kosho Co., 35 USPQ2d 1434 (TTAB 1995) and Western Worldwide Enterprises
Group Inc. v. Qingdao Brewery, 17 USPQ2d 1137 (TTAB 1990) (construed as motion for judgment on the
pleadings). Compare, Order of Sons of Italy in America v. Profumi Fratelli Nostra AG, 36 USPQ2d 1221, 1222
(TTAB 1995) (Rule 12(b)(6) permits defendant to assert in answer "defense" of failure to state a claim thereby
allowing plaintiff to test sufficiency of defense by moving under 12(f) to strike the defense).

S See, for example, Advanced Cardiovascular Systems Inc. v. SciMed Life Systems Inc., 988 F.2d 1157, 26 USPQ2d
1038, 1041 (Fed. Cir. 1993) (Rule 12(b)(6) challenges the legal theory of the complaint not the sufficiency of the
evidence that might be adduced); Space Base Inc. v. Stadis Corp., 17 USPQ2d 1216 (TTAB 1990); and
Consolidated Natural Gas Co. v. CNG Fuel Systems, Ltd., 228 USPQ 752 (TTAB 1985).

62 See Young v. AGB Corp., 152 F.3d 1377, 47 USPQ2d 1752, 1754 (Fed. Cir. 1998); Lipton Industries, Inc. v.
Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982); Cineplex Odeon Corp. v. Fred Wehrenberg
Circuit of Theaters, 56 USPQ2d 1538 (TTAB 2000); Kelly Services Inc. v. Greene's Temporaries Inc., 25 USPQ2d
1460 (TTAB 1992); Hartwell Co. v. Shane, 17 USPQ2d 1569 (TTAB 1990), Consolidated Natural Gas Co. v. CNG
Fuel Systems, Ltd., supra; Intersat Corp. v. International Telecommunications Satellite Organization, 226 USPQ
154 (TTAB 1985); and Springs Industries, Inc. v. Bumblebee Di Stefano Ottina & C.S.A.S., 222 USPQ 512 (TTAB
1984).
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Therefore, a plaintiff served with a motion to dismiss for failure to state a claim upon which
relief can be granted need not respond by submitting proofs in support of its pleading. Whether a
plaintiff can actually prove its allegations is a matter to be determined not upon motion to
dismiss, but rather at final hearing or upon summary judgment, after the parties have had an
opportunity to submit evidence in support of their respective positions.*

For purposes of determining a motion to dismiss for failure to state a claim upon which relief can
be granted, all of the plaintiff's well-pleaded allegations must be accepted as true, and the
complaint must be construed in the light most favorable to the plaintiff.** Dismissal for
insufficiency is appropriate only if it appears certain that the plaintiff is entitled to no relief under
any set of facts that could be proved in support of its claim.®

Whenever the sufficiency of any complaint has been challenged by a motion to dismiss, it is the
duty of the Board to examine the complaint in its entirety, construing the allegations therein
liberally, as required by Fed. R. Civ. P. 8(f), to determine whether it contains any allegations,
which, if proved, would entitle the plaintiff to the relief sought.®®

503.03 Leave to Amend Defective Pleading

A plaintiff may amend its complaint once as a matter of course at any time before an answer
thereto is served, and may amend its complaint thereafter with the written consent of every
adverse party or by leave of the Board, which is freely given when justice so requires.’” Thus,
plaintiffs to proceedings before the Board ordinarily can, and often do, respond to a motion to
dismiss by filing, inter alia, an amended complaint. If the amended complaint corrects the

3 Cf. Flatley v. Trump, 11 USPQ2d 1284 (TTAB 1989) (leave to amend pleading granted over objection that there
was no evidence to prove the ground to be added). See also Caron Corp. v. Helena Rubinstein, Inc., 193 USPQ 113
(TTAB 1976); Anheuser-Busch, Inc. v. Martinez, 185 USPQ 434 (TTAB 1975); and Syndicat de la Parfumerie
Francaise v. Scaglia, 173 USPQ 383 (TTAB 1972).

% See Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d 1023, 1027 (Fed. Cir. 1999); Young v. AGB Corp., supra;
and Intellimedia Sports Inc. v. Intellimedia Corp. 43 USPQ2d 1203 (TTAB 1997). See also Advanced
Cardiovascular Systems Inc. v. SciMed Life Systems Inc., supra; and Stanspec Co. v. American Chain & Cable
Company, Inc., 531 F.2d 563, 189 USPQ 420 (CCPA 1976).

5 See Young v. AGB Corp., supra; Advanced Cardiovascular Systems Inc. v. SciMed Life Systems Inc., supra; and
Kelly Services Inc. v. Greene's Temporaries Inc., supra.

8 See Cineplex Odeon Corp. v. Fred Wehrenberg Circuit of Theaters, supra; Intellimedia Sports Inc. v.
Intellimedia Corp., supra; Miller Brewing Co. v. Anheuser-Busch Inc., 27 USPQ2d 1711 (TTAB 1993); and Kelly
Services Inc. v. Greene's Temporaries Inc., supra. See also Delta Tire Corp. v. Sports Car Club of America, Inc.,
186 USPQ 431 (TTAB 1975) and National Semiconductor Corp. v. Varian Associates, 184 USPQ 62 (TTAB 1974).

67 See TBMP § 507.02 (Amendments — General Rule — Fed. R. Civ. P. 15(a)).
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defects noted by the defendant in its motion to dismiss, and states a claim upon which relief can
be granted, the motion to dismiss normally will be moot.

If no amended complaint is submitted in response to a motion to dismiss for failure to state a
claim upon which relief can be granted, and the Board finds, upon determination of the motion,
that the complaint fails to state a claim upon which relief can be granted, the Board generally
will allow the plaintiff an opportunity to file an amended pleading.®®

However, in appropriate cases, that is, where justice does not require that leave to amend be
given, the Board, in its discretion, may refuse to allow an opportunity, or a further opportunity,
for amendment.®

503.04 Matters Outside the Pleading Submitted on Motion to Dismiss

If, on a motion to dismiss for failure to state a claim upon which relief can be granted, matters
outside the pleading are submitted and not excluded by the Board, the motion will be treated as a
motion for summary judgment under Fed. R. Civ. P. 56." Ordinarily, the parties to the
proceeding will be notified that the motion to dismiss is being treated as a motion for summary
judgment, and the responding party will be given reasonable opportunity to present all material
made pertinent to such a motion by Fed. R. Civ. P. 56."!

88 See, for example, Intellimedia Sports Inc. v. Intellimedia Corp., 43 USPQ2d 1203, 1208 (TTAB 1997) (allowed
time to perfect fraud claim); Miller Brewing Co. v. Anheuser-Busch Inc., 27 USPQ2d 1711 (TTAB 1993)
(particularly where challenged pleading is the initial pleading); and Intersat Corp. v. International
Telecommunications Satellite Organization, 226 USPQ 154 (TTAB 1985). See also Pure Gold, Inc. v. Syntex
(U.S.A.) Inc., 221 USPQ 151 (TTAB 1983), aff'd, 739 F.2d 624, 222 USPQ 741 (Fed. Cir. 1984).

% See, for example, Fed. R. Civ. P. 15(a); Institut National des Appellations d'Origine v. Brown-Forman Corp., 47
USPQ2d 1875, 1896 (TTAB 1998) (amendment would be futile because opposers cannot prevail on claim as a
matter of law); McDonnell Douglas Corp. v. National Data Corp., 228 USPQ 45 (TTAB 1985) (plaintiff had
already been allowed two opportunities to perfect its pleading); and Pure Gold, Inc. v. Syntex (U.S.A.) Inc., supra
(amendment would serve no useful purpose).

Cf. Trek Bicycle Corp. v. StyleTrek Ltd., 64 USPQ2d 1540 (TTAB 2001) (where proposed pleading of dilution
was legally insufficient, leave to re-plead not allowed in view of delay in moving to amend); Midwest Plastic
Fabricators Inc. v. Underwriters Laboratories Inc., 5 USPQ2d 1067 (TTAB 1987) (motion to amend to add claim
or defense which is legally insufficient will be denied); American Hygienic Labs, Inc. v. Tiffany & Co., 228 USPQ
855 (TTAB 1986) (would serve no useful purpose); and TBMP § 507.02 (regarding motions to amend pleading).

"0 See Wellcome Foundation Ltd. v. Merck & Co., 46 USPQ 1478, 1479 n.2 (TTAB 1998) (matters excluded) and
Internet Inc. v. Corporation for National Research Initiatives, 38 USPQ2d 1435, 1436 (TTAB 1996) (matters
excluded).

' See, for example, Fed. R. Civ. P. 12(b); Advanced Cardiovascular Systems Inc. v. SciMed Life Systems Inc., 988
F.2d 1157, 26 USPQ2d 1038 (Fed. Cir. 1993); Selva & Sons, Inc. v. Nina Footwear, Inc., 705 F.2d 1316, 217 USPQ
641, 646 (Fed. Cir. 1983) (Board erred in treating motion to dismiss as a motion for summary judgment without
notifying adverse party); Libertyville Saddle Shop Inc. v. E. Jeffries & Sons Ltd., 22 USPQ2d 1594 (TTAB 1992),
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Such notice may be dispensed with as unnecessary, however, where the parties themselves
clearly have treated a motion to dismiss as a motion for summary judgment, and the nonmoving
party has responded to the motion on that basis.”*

504 Motion for Judgment on the Pleadings

504.01 Time for Filing

After the pleadings are closed, but within such time as not to delay the trial, any party to an inter
partes proceeding before the Board may file a motion for judgment on the pleadings.” In Board
inter partes proceedings, the taking of testimony depositions during the assigned testimony
periods corresponds to the trial in court proceedings, and the trial period commences with the
opening of the first testimony period.”* Thus, to be timely, a motion for judgment on the
pleadings must be filed after the pleadings are closed, but prior to the opening of the first
testimony period, as originally set or as reset.””

When a motion to dismiss for failure to state a claim upon which relief can be granted is filed
after the answer, but prior to trial, the motion may be construed by the Board as a motion for
judgment on the pleadings.”

summ. judgment granted, 24 UspQ2d 1376 (TTAB 1992); and Wells Fargo & Co. v. Lundeen & Associates, 20
USPQ2d 1156 (TTAB 1991) (not an appropriate case to treat as summary judgment; extrinsic matters excluded).
See also Pegasus Petroleum Corp. v. Mobil Oil Corp., 227 USPQ 1040 (TTAB 1985); and Exxon Corp. v. National
Foodline Corp., 196 USPQ 444 (TTAB 1977), aff'd, 579 F.2d 1244, 198 USPQ 407 (CCPA 1978).

Cf. Dunkin' Donuts of America Inc. v. Metallurgical Exoproducts Corp., 840 F.2d 917, 6 USPQ2d 1026 (Fed.
Cir. 1988) (motion for judgment on the pleadings properly treated as motion for summary judgment).

* See Institut National Des Appellations d’Origine v. Brown-Forman Corp., 47 USPQ2d 1875, 1876 n.1 (TTAB
1998) (both parties submitted evidentiary materials outside the pleadings). Cf. Selva & Sons, Inc. v. Nina Footwear,
Inc., supra (nonmoving party expected only that sufficiency, not merits of case would be decided).

7 See Fed. R. Civ. P. 12(c).

™ See 37 CFR § 2.116(e); Von Schorlemer v. Baron Herm. Schorlemer Weinkellerei GmbH, 5 USPQ2d 1376
(TTAB 1986); and La Maur, Inc. v. Bagwells Enterprises, Inc., 193 USPQ 234 (Comm'r 1976).

> Cf. 37 CFR § 2.127(e)(1); Von Schorlemer v. Baron Herm. Schorlemer Weinkellerei GmbH, supra,; Lukens Inc. v.
Vesper Corp., 1 USPQ2d 1299 (TTAB 1986), aff'd, 831 F.2d 306 (Fed. Cir. 1987); Rainbow Carpet, Inc. v.
Rainbow International Carpet Dyeing & Cleaning Co., 226 USPQ 718 (TTAB 1985); Buffett v. Chi Chi's, Inc., 226
USPQ 428 (TTAB 1985); La Maur, Inc. v. Bagwells Enterprises, Inc., supra; Peterson's Ltd. v. Consolidated Cigar
Corp., 183 USPQ 559 (TTAB 1974); and Curtice-Burns, Inc. v. Northwest Sanitation Products, Inc., 182 USPQ 572
(Comm'r 1974).

76 See Internet Inc. v. Corporation for National Research Initiatives, 38 USPQ2d 1435, 1438 (TTAB 1996); DAK

Industries Inc. v. Daiichi Kosho Co., 35 USPQ2d 1434 (TTAB 1995); and Western Worldwide Enterprises Group
Inc. v. Qingdao Brewery, 17 USPQ2d 1137 (TTAB 1990) (since motion based on defense that petition fails to state
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504.02 Nature of Motion

A motion for judgment on the pleadings is a test solely of the undisputed facts appearing in all
the pleadings, supplemented by any facts of which the Board will take judicial notice.”’

For purposes of the motion, all well pleaded factual allegations of the nonmoving party must be
accepted as true, while those allegations of the moving party which have been denied (or which
are taken as denied, pursuant to Fed. R. Civ. P. 8(d), because no responsive pleading thereto is
required or permitted) are deemed false. Conclusions of law are not taken as admitted.”® All
reasonable inferences from the pleadings are drawn in favor of the nonmoving party.”’

A judgment on the pleadings may be granted only where, on the facts as deemed admitted, there
is no genuine issue of material fact to be resolved, and the moving party is entitled to judgment,
on the substantive merits of the controversy, as a matter of law.*

A party may not obtain a judgment on the pleadings if the nonmoving party's pleading raises

issues of fact, which, if proved, would establish the nonmoving party's entitlement to judgment.®’

504.03 Matters Outside the Pleadings Submitted on Motion for Judgment on
Pleadings

If, on a motion for judgment on the pleadings, matters outside the pleading are submitted and not
excluded by the Board, the motion will be treated as a motion for summary judgment under Fed.

claim, standard for adjudicating motion for judgment on pleading is same as Rule 12(b)(6)). Cf. TBMP § 503.01
(Time for Filing Motion to Dismiss).

1" See The Scotch Whisky Association v. United States Distilled Products Co., 13 USPQ2d 1711, 1714 n.1 (TTAB
1989), recon. denied, 17 USPQ2d 1240 (TTAB 1990), dismissed, 18 USPQ2d 1391 (TTAB 1991 ), rev'd on other
grounds, 952 F.2d 1317, 21 USPQ2d 1145 (Fed. Cir. 1991).

8 See Baroid Drilling Fluids Inc. v. Sun Drilling Products, 24 USPQ2d 1048 (TTAB 1992); International
Telephone and Telegraph Corp. v. International Mobile Machines Corp., 218 USPQ 1024, 1026 (TTAB 1983); and
Wright & Miller, Federal Practice and Procedure: Civil 2d § 1367 et seq. (1990).

" See Baroid Drilling Fluids Inc. v. Sun Drilling Products, supra; CBS Inc. v. Mercandante, 23 USPQ2d 1784
(TTAB 1992); and Wright & Miller, supra § 1367 et seq.

8 See Baroid Drilling Fluids Inc. v. Sun Drilling Products, supra; CBS Inc. v. Mercandante, supra; International
Telephone and Telegraph Corp. v. International Mobile Machines Corp., supra; and Wright & Miller, supra § 1367

et seq.

81 See Baroid Drilling Fluids Inc. v. Sun Drilling Products, supra and Wright & Miller, supra § 1368 (1990).
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R. Civ. P. 56.* Ordinarily, the parties to the proceeding will be notified that the motion for
judgment on the pleadings is being treated as a motion for summary judgment, and they will be
given a reasonable opportunity to present all material made pertinent to such a motion by Fed. R.
Civ. P. 56.%

Such notice may be unnecessary, however, in those cases where the parties themselves clearly
have treated a motion for judgment on the pleadings as a motion for summary judgment, and the
nonmoving party has responded to the motion on that basis.**

505 Motion for a More Definite Statement

505.01 Nature of Motion

If, in an inter partes proceeding before the Board, a pleading to which a responsive pleading must
be made is so vague or ambiguous that a party cannot reasonably be required to frame a
responsive pleading, the responding party may move for a more definite statement.® The motion
must point out the defects complained of, specify the details which the movant desires to have
pleaded, and indicate that the movant is unable to frame a responsive pleading without the
desired information.*

A motion for a more definite statement is appropriate only in those cases where the pleading
states a claim upon which relief can be granted, but is so vague or ambiguous that the movant
cannot make a responsive pleading in good faith or without prejudice to itself.*” If the movant

82 See Wellcome Foundation Ltd. v. Merck & Co., 46 USPQ2d 1478, 1479 n.2 (TTAB 1998) (matters outside the
pleading excluded) and DAK Industries Inc. v. Daiichi Kiosho Co., 35 USPQ2d 1434, 1436 (TTAB 1995) (exhibits
excluded).

3 See Fed. R. Civ. P. 12(c). Cf. Selva & Sons, Inc. v. Nina Footwear, Inc., 705 F.2d 1316, 217 USPQ 641 (Fed.
Cir. 1983) (Board erred in treating motion to dismiss as motion for summary judgment without notifying nonmoving
party); Western Worldwide Enterprises Group Inc. v. Qingdao Brewery, 17 USPQ2d 1137 (TTAB 1990); Pegasus
Petroleum Corp. v. Mobil Oil Corp., 227 USPQ 1040 (TTAB 1985); International Telephone and Telegraph Corp.
v. International Mobile Machines Corp., 218 USPQ 1024 (TTAB 1983), and Exxon Corp. v. National Foodline
Corp., 196 USPQ 444 (TTAB 1977), aff'd, 579 F.2d 1244, 198 USPQ 407 (CCPA 1978).

% Compare Selva & Sons, Inc. v. Nina Footwear, Inc., supra at 646 (nonmoving party did not expect Rule 12(b)(6)
motion to be treated as one for summary judgment).

% See Fed. R. Civ. P. 12(e), and Wright & Miller, Federal Practice and Procedure: Civil 2d § 1376 (1990). Cf.
CBS Inc. v. Mercandante, 23 USPQ2d 1784, 1787 n.8 (TTAB 1992) (answer to a counterclaim is not a pleading to
which a responsive pleading is permitted).

% See Fed. R. Civ. P. 12(e) and Wright & Miller, supra at § 1378.

87 See Wright & Miller, supra at § 1376-1377.
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believes that the pleading does not state a claim upon which relief can be granted, its proper
remedy is a motion under Fed. R. Civ. P. 12(b)(6) to dismiss for failure to state a claim upon
which relief can be granted, not a motion for a more definite statement.*®

A motion for a more definite statement may not be used to obtain discovery. The only
information that a movant may obtain by this motion is that which it needs to make its
responsive pleading.®

505.02 Time for Filing

A motion for a more definite statement, if filed, must be filed within the time for, and before, the
moving party's responsive pleading.”® An extension of time to file a responsive pleading
automatically extends the time to file a motion for a more definite statement, unless the Board
orders otherwise.

505.03 Failure to Obey Order for More Definite Statement

If the Board, upon motion, issues an order for a more definite statement, and the order is not
obeyed within the time specified by the Board, the Board may strike the pleading to which the
motion was directed, or make such order as it deems just.”’

506 Motion to Strike Matter From Pleading
506.01 Nature of Motion
Upon motion, or upon its own initiative, the Board may order stricken from a pleading any
insufficient defense or any redundant, immaterial, impertinent, or scandalous matter.”” The

Board also has the authority to strike an impermissible or insufficient claim (or portion of a
claim) from a pleading.”

8 See Wright & Miller, supra at § 1376.

% See Wright & Miller, supra at § 1376-1377.

% See Fed. R. Civ. P. 12(e).

1 See Fed. R. Civ. P. 12(e).

%2 See Fed. R. Civ. P. 12(f).

% See Ohio State University v. Ohio University, 51 USPQ2d 1289, 1293 (TTAB 1999) (motion to strike certain
allegations in the counterclaim) and Western Worldwide Enterprises Group Inc. v. Qingdao Brewery, 17 USPQ2d

1137 (TTAB 1990) (motion to strike allegations of geographic descriptiveness asserted against registration over five
years old granted).

500 - 26



Chapter 500
STIPULATIONS AND MOTIONS

Motions to strike are not favored, and matter will not be stricken unless it clearly has no bearing
upon the issues in the case.”® The primary purpose of pleadings, under the Federal Rules of Civil
Procedure, is to give fair notice of the claims or defenses asserted.” Thus, the Board, in its
discretion, may decline to strike even objectionable pleadings where their inclusion will not
prejudice the adverse party, but rather will provide fuller notice of the basis for a claim or
defense.”® A defense will not be stricken as insufficient if the insufficiency is not clearly
apparent, or if it raises factual issues that should be determined on the merits.”’

Nevertheless, the Board grants motions to strike in appropriate cases.”®

% See Ohio State University v. Ohio University, supra; Harsco Corp. v. Electrical Sciences Inc., 9 USPQ2d 1570
(TTAB 1988); Leon Shaffer Golnick Advertising, Inc. v. William G. Pendill Marketing Co., 177 USPQ 401 (TTAB
1973); and Wright & Miller, Federal Practice and Procedure: Civil 2d § 1380 (1990).

% See TBMP §§ 309.03 (Substance of Complaint) and 311.02 (Substance of Answer); Harsco Corp. v. Electrical
Sciences Inc., supra; and McDonnell Douglas Corp. v. National Data Corp., 228 USPQ 45 (TTAB 1985). See also
Beth A. Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, 81 Trademark Rep. 302 (1991).

% See Ohio State University v. Ohio University, supra at 1294-95; Order of Sons of Italy in America v. Profumi
Fratelli Nostra AG, 36 USPQ2d 1221, 1223 (TTAB 1995) (amplification of applicant's denial of opposer's claims);
Textron, Inc. v. Gillette Co., 180 USPQ 152, 153 (TTAB 1973) (applicant's affirmative defense amplifies denial of
likelihood of confusion); and Harsco Corp. v. Electrical Sciences Inc., supra at 1571 (reasonable latitude permitted
in statement of claims).

7 See Wright & Miller, supra at § 1381.

% See, for example, Ohio State University v. Ohio University, supra at 1292 and 1295 n.16 (estoppel may not be
asserted as a defense against claims of mere descriptiveness or geographic descriptiveness; laches may not be
maintained against fraud); Order of Sons of Italy in America v. Profumi Fratelli Nostra AG, supra (defense stricken
as redundant, that is, as nothing more than a restatement of a denial in the answer and does not add anything to that
denial); American Vitamin Products, Inc. v. Dow Brands Inc., 22 USPQ2d 1313 (TTAB 1992) (insufficient
affirmative defenses stricken); Western Worldwide Enterprises Group Inc. v. Qingdao Brewery, supra (ground for
cancellation not available for registration over five years old); Harsco Corp. v. Electrical Sciences Inc., supra
(immaterial allegation stricken); Continental Gummi-Werke AG v. Continental Seal Corp., 222 USPQ 822 (TTAB
1984) (affirmative defense stricken because identical to counterclaim ); W. R. Grace & Co. v. Arizona Feeds, 195
USPQ 670 (Comm'r 1977) (affirmative defenses stricken as redundant because same allegations formed basis for
counterclaim ); Isle of Aloe, Inc. v. Aloe Creme Laboratories, Inc., 180 USPQ 794 (TTAB 1974) (complaint stricken
for failure to comply with requirement of Rule 10(b) that each numbered paragraph be limited to a single set of
circumstances); Textron, Inc. v. Gillette Co., supra at 154 (allegations in answer which merely reiterated denial of
likelihood of confusion without adding anything of substance thereto stricken as redundant); Gould Inc. v. Sanyo
Electric Co., 179 USPQ 313 (TTAB 1973) (affirmative defense attacking validity of plaintiff's pleaded registration
stricken); S. C. Johnson & Son, Inc. v. GAF Corp., 177 USPQ 720 (TTAB 1973) (affirmative defense of failure to
state a claim upon which relief can be granted stricken since complaint did state such a claim); and McCormick &
Co. v. Hygrade Food Products Corp., 124 USPQ 16 (TTAB 1959) (recital of evidentiary material, namely, list in
defendant's pleading of asserted third-party registrants and users, stricken).

Cf. Leon Shaffer Golnick Advertising, Inc. v. William G. Pendill Marketing Co., 177 USPQ 401 (TTAB 1973)
(allegations pertinent to the issues in the case not stricken).
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506.02 Time for Filing

A motion to strike matter from a pleading should be filed within the time for, and before, the
moving party's responsive pleading.”” If a motion to strike matter from a complaint is filed with
an answer to the complaint, the motion to strike is construed by the Board as having been filed
first.

If no responsive pleading is required, the motion should be filed within 20 days after service
upon the moving party of the pleading that is the subject of the motion (25 days, if service of the
pleading was made by first-class mail, "Express Mail," or overnight courier--see 37 CFR §
2.119(c)).'

However, the Board, upon its own initiative, and at any time, may order stricken from a pleading
any insufficient defense or any redundant, immaterial, impertinent, or scandalous matter.'"!
Thus, the Board, in its discretion, may entertain an untimely motion to strike matter from a
pleading.'*

506.03 Exhibits Attached to Pleadings

The Board will not strike exhibits submitted with pleadings since they are clearly contemplated
by 37 CFR §§ 2.105(c), 2.113(c), and 2.122(c). However, except for status and title copies of a
plaintiff's pleaded registrations filed by the plaintiff with its complaint pursuant to 37 CFR §
2.122(d)(1), exhibits attached to pleadings are not evidence on behalf of the party to whose
pleading they are attached unless they are identified and introduced in evidence as exhibits
during the testimony period.'®

% See Fed. R. Civ. P. 12(f) and Western Worldwide Enterprises Group Inc. v. Qingdao Brewery, 17 USPQ2d 1137
(TTAB 1990).

10" See Fed. R. Civ. P. 12(f). See also American Vitamin Products, Inc. v. Dow Brands Inc., 22 USPQ2d 1313
(TTAB 1992).

%1 See Fed. R. Civ. P. 12(f).
192 See Wright & Miller, Federal Practice and Procedure: Civil 2d § 1380 (1990); Order of Sons of Italy in
America v. Profumi Fratelli Nostra AG, 36 USPQ2d 1221, 1222 (TTAB 1995); American Vitamin Products, Inc. v.

Dow Brands Inc., supra; and Western Worldwide Enterprises Group Inc. v. Qingdao Brewery, supra.

193 See 37 CFR § 2.122(c), and TBMP § 317 (Exhibits to Pleadings).
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507 Motion to Amend Pleading
507.01 In General

Fed. R. Civ. P. 15(a) Amendments. A party may amend the party's pleading once as a matter of
course at any time before a responsive pleading is served or, if the pleading is one to which no
responsive pleading is permitted and the action has not been placed upon the trial calendar, the
party may so amend it at any time within 20 days after it is served. Otherwise a party may amend
the party's pleading only by leave of court or by written consent of the adverse party, and leave
shall be freely given when justice so requires. A party shall plead in response to an amended
pleading within the time remaining for response to the original pleading or within 10 days after
service of the amended pleading, whichever period may be the longer, unless the court otherwise
orders.

(b) Amendments to Conform to the Evidence. When issues not raised by the pleadings are tried
by express or implied consent of the parties, they shall be treated in all respects as if they had
been raised in the pleadings. Such amendment of the pleadings as may be necessary to cause
them to conform to the evidence and to raise these issues may be made upon motion of any party
at any time, even after judgment; but failure so to amend does not affect the result of the trial of
these issues. If evidence is objected to at the trial on the ground that it is not within the issues
made by the pleadings, the court may allow the pleadings to be amended and shall do so freely
when the presentation of the merits of the action will be subserved thereby and the objecting
party fails to satisfy the court that the admission of such evidence would prejudice the party in
maintaining the party's action or defense upon the merits. The court may grant a continuance to
enable the objecting party to meet such evidence.

37 CFR § 2.107 Amendment of pleadings in an opposition proceeding.

(a) Pleadings in an opposition proceeding against an application filed under section 1 or 44 of
the Act may be amended in the same manner and to the same extent as in a civil action in a
United States district court, except that, after the close of the time period for filing an opposition
including any extension of time for filing an opposition, an opposition may not be amended to
add to the goods or services opposed.

(b) Pleadings in an opposition proceeding against an application filed under section 66(a) of the
Act may be amended in the same manner and to the same extent as in a civil action in a United
States district court, except that, once filed, the opposition may not be amended to add to the
grounds for opposition or to add to the goods or services subject to opposition.

37 CFR 2.115 Amendment of pleadings in a cancellation proceeding. Pleadings in a

cancellation proceeding may be amended in the same manner and to the same extent as in a civil
action in a United States district court.
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The primary purpose of pleadings, under the Federal Rules of Civil Procedure, is to give fair
notice of the claims or defenses asserted.'” Claims or defenses that are not asserted in the
pleadings as originally filed, or as amended or deemed amended, will not be entertained by the
Board.'”

Amendments to pleadings in inter partes proceedings before the Board are governed by Fed. R.
Civ. P. 15.'"% Amendments in general are governed by Fed. R. Civ. P. 15(a). Amendments to
conform the pleadings to trial evidence are governed by Fed. R. Civ. P. 15(b).

As a general rule, pleadings in an inter partes proceeding before the Board may be amended in
the same manner and to the same extent as in a civil action in a United States district court. The
exception to this rule is that an opposition against an application filed under Section 66(a) of the
Act, 15 U.S.C. § 1141f, may not be amended to add a new ground for opposition.'”” Thus, an
opposition against a Section 66(a) application may not be amended to add an entirely new claim
or a claim based on an additional registration in support of an existing Section 2(d) claim.'®®
Other amendments, such as those that would amplify or clarify the grounds for opposition, are
not prohibited by this rule.'”

A signed copy of the proposed amended pleading should accompany a motion for leave to
amend a pleading.""

507.02 Amendments--General Rule—Fed. R. Civ. P. 15(a)

A party to an inter partes proceeding before the Board may amend its pleading once as a matter
of course at any time before a responsive pleading is served. If the pleading is one to which no

1% See TBMP §§ 309.03(a) (Substance of Complaint - In General), 311.02 (Substance of Answer), 506.01 (Nature
of Motion to Strike Matter from Pleading), and cases cited in the foregoing sections. See also Beth A. Chapman,
TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, 81 Trademark Rep. 302 (1991).

195 See TBMP § 314 (Unpleaded Matters) and cases cited therein.

1% See 37 CFR §§ 2.107, 2.115, and 2.116(a).

197" See 37 CFR § 2.107(b).

108 See Rules of Practice for Trademark-Related Filings Under the Madrid Protocol Implementation Act; Final Rule,
published in the Federal Register on September 26, 2003 at 68 FR 55748, specifically, summary of amendments at
55757.

19" See, for example, Rules of Practice for Trademark-Related Filings Under the Madrid Protocol Implementation
Act; Final Rule, supra.

1 See Beth A. Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, supra.
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responsive pleading is permitted, it may be amended once as a matter of course at any time
within 20 days after it is served.''! An amendment filed as a matter of course need not be
accompanied by a motion for leave to amend.'"?

Thereafter, a party may amend its pleading only by written consent of every adverse party or by
leave of the Board; leave must be freely given when justice so requires.'"” In view thereof, the
Board liberally grants leave to amend pleadings at any stage of a proceeding when justice so
requires, unless entry of the proposed amendment would violate settled law or be prejudicial to
the rights of the adverse party or parties.''* This is so even when a plaintiff seeks to amend its
complaint to plead a claim other than those stated in the original complaint,'"® including a claim
based on a registration issued to or acquired by plaintiff after the filing date of the original
complaint.''® However, the plaintiff in an opposition against a 66(a) application may not amend

" See Fed. R. Civ. P. 15(a).

"2 See Beth A. Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, 81 Trademark Rep. 302
(1991).

3 See Fed. R. Civ. P. 15(a).

"4 See, for example, Polaris Industries v. DC Comics, 59 USPQ2d 1789 (TTAB 2001); Boral Ltd. v. FMC Corp.,
59 USPQ 1701 (TTAB 2000); Commodore Electronics Ltd. v. CBM Kabushiki Kaisha, 26 USPQ2d 1503 (TTAB
1993); United States Olympic Committee v. O-M Bread Inc.,26 USPQ2d 1221, 1222 (TTAB 1993); Space Base Inc.
v. Stadis Corp., 17 USPQ2d 1216, 1217 n.1 (TTAB 1990); Marmark Ltd. v. Nutrexpa S.A., 12 USPQ2d 1843
(TTAB 1989); See's Candy Shops Inc. v. Campbell Soup Co., 12 USPQ2d 1395 (TTAB 1989); and Beth A.
Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, 81 Trademark Rep. 302 (1991).

See also Focus 21 International Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 USPQ2d 1316 (TTAB 1992);
Estate of Biro v. Bic Corp., 18 USPQ2d 1382 (TTAB 1991); Huffy Corp. v. Geoffirey, Inc., 18 USPQ2d 1240
(Comm'r 1990); Microsoft Corp. v. Qantel Business Systems Inc., 16 USPQ2d 1732 (TTAB 1990); Flatley v. Trump,
11 USPQ2d 1284 (TTAB 1989); Fioravanti v. Fioravanti Corrado S.R.L., 230 USPQ 36 (TTAB 1986), recon.
denied, 1 USPQ2d 1304 (TTAB 1986); American Hygienic Labs, Inc. v. Tiffany & Co., 228 USPQ 855 (TTAB
1986); Buffett v. Chi-Chi's, Inc., 226 USPQ 428 (TTAB 1985); Caron Corp. v. Helena Rubenstein, Inc., 193 USPQ
113 (TTAB 1976); Anheuser-Busch, Inc. v. Martinez, 185 USPQ 434 (TTAB 1975); Cool-Ray, Inc. v. Eye Care,
Inc., 183 USPQ 618 (TTAB 1974); Mack Trucks, Inc. v. Monroe Auto Equipment Co., 182 USPQ 511 (TTAB
1974); Johnson & Johnson v. Cenco Medical/Health Supply Corp., 177 USPQ 586 (Comm'r 1973); and American
Optical Corp. v. American Olean Tile Co., 168 USPQ 471 (TTAB 1971).

5 See, for example, Boral Ltd. v. FMC Corp., supra at 1702. See also Marmark Ltd. v. Nutrexpa S.A., supra;
Fioravanti v. Fioravanti Corrado S.R.L., 230 USPQ 36 (TTAB 1986), recon. denied, 1 USPQ2d 1304 (TTAB
1986); American Hygienic Labs, Inc. v. Tiffany & Co. supra; Pegasus Petroleum Corp. v. Mobil Oil Corp., 227
USPQ 1040 (TTAB 1985); Buffett v. Chi Chi's, Inc., supra; Gemini Engine Co. v. Solar Turbines Inc., 225 USPQ
620 (TTAB 1985); Mack Trucks, Inc. v. Monroe Auto Equipment Co., supra; and Johnson & Johnson v. Cenco
Medical/Health Supply Corp., supra.

16 See, for example, Van Dyne-Crotty Inc. v. Wear-Guard Corp., 926 F.2d 1156, 17 USPQ2d 1866, 1867 (Fed. Cir.
1991) (amendment to add later-acquired registration to tack on prior owner's use); Space Base Inc. v. Stadis Corp.,
supra at 1217 (notice of opposition amended during testimony period to add claim of ownership of newly issued
registration); Marmark Ltd. v. Nutrexpa S.A., supra; and Cudahy Co. v. August Packing Co., 206 USPQ 759 (TTAB
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the pleading to add an entirely new claim or seek to rely on an additional registration in support
of an existing Section 2(d) claim.'’

A proposed amendment need not of itself set forth a claim or defense; a proposed amendment
may serve simply to amplify allegations already included in the moving party's pleading.''®
However, where the moving party seeks to add a new claim or defense, and the proposed
pleading thereof is legally insufficient, or would serve no useful purpose, the Board normally
will deny the motion for leave to amend.'"” On the other hand, whether or not the moving party
can actually prove the allegation(s) sought to be added to a pleading is a matter to be determined

1979); and Huffy Corp. v. Geoffrey, Inc., 18 USPQ2d 1240 (Comm'r 1990) (opposer’s motion to amend to join party
and claim ownership of registration granted).

17" See Rules of Practice for Trademark-Related Filings Under the Madrid Protocol Implementation Act; Final Rule,
published in the Federal Register on September 26, 2003 at 68 FR 55748, 55757.

"8 See Avedis Zildjian Co. v. D. H. Baldwin Co., 180 USPQ 539 (TTAB 1973) (allegations amplified). See also,
Microsoft Corp. v. Qantel Business Systems Inc., 16 USPQ2d 1732, 1734 (TTAB 1990) (petitioner permitted to add
allegation concerning respondent's assertion of infringement to support standing). [NOTE: This case was overruled
by Eurostar Inc. v. "Euro-Star" Reitmoden GmbH & Co. KG, 34 USPQ2d 1266 (TTAB 1994), to the extent it held
that Section 18 of the trademark Act may be invoked only when tied to a properly pleaded ground for opposition or
cancellation. ]

9" See Octocom Systems Inc. v. Houston Computer Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir. 1990)
(motion to amend to restrict goods would serve no purpose); Enterprise Rent-A-Car Co. v. Advantage Rent-A-Car
Inc., 62 USPQ2d 1857, 1858 (TTAB 2002) (amendment denied because Board has no jurisdiction to decide issues
arising under state dilution laws), aff’d, 300 F.3d 1333, 66 USPQ2d 1811 (Fed. Cir. 2003); Leatherwood Scopes
International Inc. v. Leatherwood, 63 USPQ2d 1699 (TTAB 2002) (proposed amended pleading of abandonment
insufficient and leave to amend denied as futile where opposer asserted applicant's lack of exclusive rights in the
mark but failed to include allegation that mark had lost all capacity to act as a source indicator for applicant's
goods); Polaris Industries v. DC Comics, supra at 1799 (where proposed pleading of dilution was legally
insufficient, leave to re-plead allowed); Trek Bicycle Corp. v. StyleTrek Ltd., 64 USPQ2d 1540 (TTAB 2001) (where
proposed pleading of dilution was legally insufficient, leave to re-plead not allowed in view of delay in moving to
amend); Phonak Holding AG v. ReSound GmbH, 56 USPQ2d 1057 (TTAB 2000) (motion to add counterclaim
denied where mere allegation that opposer did not submit copy of foreign registration at time of examination is
insufficient to state claim); Institut National des Appellations d'Origine v. Brown-Forman Corp., 47 USPQ2d 1875,
1896 (TTAB 1998) (opposers could not prevail on res judicata claim as a matter of law); Commodore Electronics
Ltd. v. CBM Kabushiki Kaisha, supra at 1506 (claim of lack of bona fide intent to use found legally sufficient); CBS
Inc. v. Mercandante, 23 USPQ2d 1784 (TTAB 1992) (opposer’s attempt to amend answer to add counterclaim
denied as inconsistent with notice of opposition); Midwest Plastic Fabricators Inc. v. Underwriters Laboratories
Inc., 5 USPQ2d 1067, 1069 (TTAB 1987) (defense of unclean hands insufficient because allegations were either
unclear, non-specific, irrelevant to the defense or merely conclusory; defense of laches not available where ground is
failure to control use of a certification mark); American Hygienic Labs, Inc. v. Tiffany & Co., 228 USPQ 855, 859
(TTAB 1986) (proposed amendment to add 2(d) claim denied as legally insufficient); and W.R. Grace & Co. v.
Arizona Feeds, 195 USPQ 670 (Comm'r 1977). Cf. TBMP § 503.03 (Leave to Amend Defective Pleading).
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after the introduction of evidence at trial or in connection with a proper motion for summary
. 120
judgment.

Generally, an amended pleading, if allowed, will supercede any prior pleadings, particularly an
amended pleading which is complete in itself and does not adopt or make any reference to the
earlier pleadings.''

507.02(a) Timing of Motion to Amend Pleading — In General
The timing of a motion for leave to amend under Fed. R. Civ. P. 15(a) plays a large role

in the Board's determination of whether the adverse party would be prejudiced by
allowance of the proposed amendment.'** A long and unexplained delay in filing a

120" See Focus 21 International Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 USPQ2d 1316, 1318 (TTAB 1992),
and Flatley v. Trump, 11 USPQ2d 1284, 1286 (TTAB 1989).

121 See Jet Inc. v. Sewage Aeration Systems, 223 F.3d 1360, 55 USPQ2d 1854, 1858 (Fed. Cir. 2000) (citing, inter
alia, Kelley v. Crosfield Catalysts, 135 F.3d 1202 (7™ Cir. 1998)) and, e.g., Michael S. Sachs Inc. v. Cordon Art
B.V.,56 USPQ2d 1132, 1136 n.10 (TTAB 2000). See also Beth A. Chapman, TIPS FROM THE TTAB: Amending
Pleadings: The Right Stuff, 81 Trademark Rep. 302 (1991).

122 See International Finance Corporation v. Bravo Co., 64 USPQ2d 1597, 1604 (TTAB 2002) (motion denied
where although discovery still open, movant provided no explanation for two-year delay in seeking to add new
claim); Trek Bicycle Corp. v. StyleTrek Ltd., 64 USPQ2d 1540, 1541 (TTAB 2001) (motion to amend opposition
denied where it was filed eight months after filing of notice of opposition, with no explanation for the delay, and
appeared to be based on facts within opposer’s knowledge at the time opposition was filed); Boral Ltd. v. FMC
Corp., 59 USPQ2d 1701, 1703-04 (TTAB 2000) (no undue delay because motion to add claim of dilution was
promptly filed after such claim became available, albeit over two years after commencement of proceeding);
Penguin Books Ltd. v. Eberhard, 48 USPQ2d 1280, 1286-87 (TTAB 1998) (request raised for the first time in reply
brief on counterclaim to further restrict pleaded registration denied since opposer had no notice of this issue);
Capital Speakers Inc. v. Capital Speakers Club of Washington D.C. Inc., 41 USPQ2d 1030, 1033 (TTAB 1996)
(motion to add claim of fraud denied where petitioner was fully aware of all the facts it needed to add such claim
over three years before filing motion to amend), Metromedia Steakhouses Inc. v. Pondco II Inc., 28 USPQ2d 1205
(TTAB 1993) (motion filed after close of discovery to assert claim of res judicata based on a judgment entered in
another case after the filing of opposition permitted since applicant was afforded adequate notice and no further
discovery would be necessary); Commodore Electronics Ltd. v. CBM Kabushiki Kaisha, 26 USPQ2d 1503 (TTAB
1993) (no undue delay in view of pending motion for summary judgment and discovery was still open when motion
was filed); United States Olympic Committee v. O-M Bread Inc., 26 USPQ2d 1221 (TTAB 1993) (proceeding still in
pre-trial stage and discovery had been extended); Focus 21 International Inc. v. Pola Kasei Kogyo Kabushiki
Kaisha, 22 USPQ2d 1316, 1318 (TTAB 1992) (motion to amend filed prior to opening of petitioner's testimony
period permitted); Space Base Inc. v. Stadis Corp., 17 USPQ2d 1216 (TTAB 1990) (opposer's motion to amend its
pleading during its testimony period granted in the interests of justice and judicial economy and since any prejudice
could be mitigated by reopening discovery solely for applicant); Marshall Field & Co. v. Mrs. Field's Cookies, 17
USPQ2d 1652 (TTAB 1990) ("concept of 'undue delay' is inextricably linked with the concept of prejudice to the
non-moving party"); .Microsoft Corp. v. Qantel Business Systems Inc., 16 USPQ2d 1732 (TTAB 1990) (proceeding
still in the discovery stage and no undue prejudice shown); Flatley v. Trump, 11 USPQ2d 1284 (TTAB 1989)
(proceedings still in the discovery stage); Buffett v. Chi Chi's, Inc., 226 USPQ 428 (TTAB 1985) (no substantial
prejudice to applicant by allowance of amendment where proceeding remained in a fairly early stage); Caron Corp.
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motion to amend a pleading (when there is no question of newly discovered evidence)
may render the amendment untimely.'*

In order to avoid any prejudice to the adverse party when a motion for leave to amend
under Fed. R. Civ. P. 15(a) is granted, the Board may, in its discretion, reopen the
discovery period to allow the adverse party to take discovery on the matters raised in the
amended pleading.'**

507.02(b) Timing of Motion to Amend to Add Counterclaim

The timing of a motion for leave to amend is particularly important in the case of a
motion for leave to amend to assert a counterclaim for cancellation of one or more of the
plaintiff's pleaded registrations. Counterclaims to cancel pleaded registrations in Board
proceedings are governed by 37 CFR §§ 2.106(b)(2)(i) and 2.114(b)(2)(1).'* As

v. Helena Rubenstein, Inc., 193 USPQ 113 (TTAB 1976) (neither party had as yet taken testimony); Anheuser-
Busch, Inc. v. Martinez, 185 USPQ 434 (TTAB 1975) (proceeding was still in the pre-trial stage); Cool-Ray, Inc. v.
Eye Care, Inc., 183 USPQ 618 (TTAB 1974) (trial period had not yet commenced and no prejudice to applicant);
Mack Trucks, Inc. v. Monroe Auto Equipment Co., 182 USPQ 511 (TTAB 1974) (no testimony had as yet been
taken); American Optical Corp. v. American Olean Tile Co., 168 USPQ 471 (TTAB 1971) (applicant's motion to
amend its pleading after the close of opposer's testimony period, but before the opening of applicant's testimony
period, permitted); and Beth A. Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, 81
Trademark Rep. 302 (1991).

Cf. Midwest Plastic Fabricators Inc. v. Underwriters Laboratories Inc., 12 USPQ2d 1267 (TTAB 1989), aff'd,
906 F.2d 1568, 15 USPQ2d 1359 (Fed. Cir. 1990) (where plaintiff moved to amend after close of its testimony
period, motion denied as untimely to extent it sought amendment under Rule 15(a)); and Long John Silver's, Inc. v.
Lou Scharf Inc., 213 USPQ 263 (TTAB 1982) (opposer's motion to amend to rely on eight additional marks, shortly
after the close of the discovery period, denied where opposer knew, or should have known, of the existence of the
marks at the time the opposition was filed, and the discovery period had already been extended several times at
opposer's request).

12 See M. Aron Corporation v. Remington Products, Inc., 222 USPQ 93, 96 (TTAB 1984) (plaintiff should plead
any registrations it wishes to introduce as soon as possible after the omission, or newly issued registration, comes to
plaintiff's attention). See also International Finance Corporation v. Bravo Co., supra at 1604 (motion denied where
although discovery still open, movant provided no explanation for two-year delay in seeking to add new claim).

2% See Boral Ltd. v. FMC Corp., 59 USPQ2d 1701 (TTAB 2000) (reopened for limited purpose of conducting
discovery on new claim); Space Base Inc. v. Stadis Corp., 17 USPQ2d 1216 (TTAB 1990) (reopened solely for
applicant’s benefit); Buffett v. Chi Chi's, Inc., 226 USPQ 428 (TTAB 1985) (applicant to advise whether it would
need additional discovery); and Beth A. Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff,
81 Trademark Rep. 302 (1991).

123 See 37 CFR §§ 2.106(b)(2)(i) and 2.114(b)(2)(i). See also TBC Corp. v. Grand Prix Ltd., 12 USPQ2d 1311,
1313 (TTAB 1989) (although parties referred to the "when justice requires” element of Fed. R. Civ. P. 13(f),
counterclaims to cancel pleaded registrations in oppositions are governed by 2.106(b)(2)(i)). But see See's Candy
Shops Inc. v. Campbell Soup Co., 12 USPQ2d 1395, 1397 (TTAB 1989) (applied 13(f) "when justice requires"
standard where grounds for counterclaim were known at time of answer).
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provided therein, if grounds for the counterclaim are known to the defendant when its
answer to the complaint is filed, the counterclaim should be pleaded with or as part of the
answer. If, during the proceeding, the defendant learns of grounds for a counterclaim to
cancel a registration pleaded by the plaintiff, the counterclaim should be pleaded
promptly after the grounds therefor are learned.'*®

507.03 Amendments to Conform to the Evidence -- Fed. R. Civ. P. 15(b)

507.03(a) During Trial After Objection to Trial Evidence

If evidence is objected to at trial on the ground that it is not within the issues raised by the
pleadings, the Board, upon motion, may allow the pleadings to be amended (except as
prohibited by 37 CFR § 2.107)'*" and will do so freely when the presentation of the
merits of the case will be subserved thereby and the objecting party fails to satisfy the
Board that the admission of such evidence would prejudice it in maintaining its action or
defense upon the merits.'*®

The motion for leave to amend should be filed promptly after the objection is made.'*’ If
the motion is granted, the Board may extend the objecting party's testimony period, or
reopen discovery for that party, if necessary, to enable the objecting party to meet the
evidence which was the subject of the objection."*’

126 See 37 CFR §§ 2.106(b)(2)(i) and 2.114(b)(2)(i); TBMP § 313.04 (Compulsory Counterclaims) and cases cited
therein; and Beth A. Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, supra. See also
Vitaline Corp. v. General Mills Inc., 891 F.2d 273, 13 USPQ2d 1172, 1174 (Fed. Cir. 1989) (asserting claim as
separate petition to cancel rather than counterclaim does not obviate timeliness requirements of 2.114(b)(2)(i));
Capital Speakers Inc. v. Capital Speakers Club of Washington D.C. Inc., 41 USPQ2d 1030, 1033 (TTAB 1996);
Libertyville Saddle Shop Inc. v. E. Jeffries & Sons Ltd., 22 USPQ2d 1594, 1596 (TTAB 1992) (filing of an answer is
not a condition precedent to operation of Trademark Rule 2.106(b)(2)(i) where grounds are learned during course of
proceeding), sum. Judgment granted, 24 USPQ2d 1376 (TTAB 1992); and Marshall Field & Co. v. Mrs. Field's
Cookies, 17 USPQ2d 1652 (TTAB 1990) (counterclaim was pleaded promptly after defendant obtained information
through discovery concerning possible fraud).

127 See TBMP § 507.01 regarding amendment of pleadings in an opposition against a 66(a) application.

128 See Fed. R. Civ. P. 15(b), and Ercona Corp. v. JENAer Glaswerk Schott & Gen., 182 USPQ 573 (TTAB 1974).
See also TBMP § 315 (Amendment of Pleadings).

12 See Beth A. Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, 81 Trademark Rep. 302
(1991).

B0 See Fed. R. Civ. P. 15(b). Cf. Buffett v. Chi Chi's, Inc., 226 USPQ 428 (TTAB 1985); Anheuser —Busch, Inc. v.

Martinez, 185 USPQ 434 (TTAB 1975); and American Optical Corp. v. American Olean Tile Co., 168 USPQ 471
(TTAB 1971).
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507.03(b) To Add Issues Tried by Express or Implied Consent

When issues not raised by the pleadings are tried by the express or implied consent of the
parties, unless prohibited by 37 CER § 2.107,"! the Board will treat them in all respects
as if they had been raised in the pleadings. Any amendment of the pleadings necessary to
cause them to conform to the evidence and to raise the unpleaded issues may be made
upon motion of any party at any time, even after judgment, but failure to so amend will
not affect the result of the trial of these issues.'*?

Implied consent to the trial of an unpleaded issue can be found only where the
nonoffering party (1) raised no objection to the introduction of evidence on the issue, and
(2) was fairly apprised that the evidence was being offered in support of the issue.'*?
Inasmuch as the Board does not read trial testimony or examine other trial evidence prior
to final hearing, it is the practice of the Board, when confronted with a Fed. R. Civ. P.

B See TBMP §§ 315 and 507.01 regarding amendment of pleadings in an opposition against a 66(a) application.

B2 See, for example, Fed. R. Civ. P. 15(b); Colony Foods, Inc. v. Sagemark, Ltd., 735 F.2d 1336, 222 USPQ 185,
187 (Fed. Cir. 1984) (motion to amend to add abandonment submitted after filing of trial briefs denied because the
issue had not been tried); Time Warner Entertainment Co. v. Jones, 65 USPQ2d 1650, 1653 n.2 (TTAB 2002)
(opposition deemed amended to include opposer's claim of ownership of previously unpleaded registrations where
opposer filed notice of reliance on those registrations at trial and applicant did not object thereto); Linville v. Rivard,
41 USPQ2d 1731, 1735 n.9 (TTAB 1996) (certain abandonment issues while not pleaded were clearly tried by the
parties and argued in their trial briefs), aff'd, 133 F.3d 1446, 45 USPQ2d 1374 (Fed. Cir. 1998); Kasco Corp. v.
Southern Saw Service Inc., 27 USPQ2d 1501, 1504 (TTAB 1993) (functionality was tried by implied consent, such
consent having been given by defendant prior to trial); Riceland Foods Inc. v. Pacific Eastern Trading Corp., 26
USPQ2d 1883, 1884 (TTAB 1993) (no express or implied consent to try certain issues); Reflange Inc. v. R-Con
International, 17 USPQ2d 1125 (TTAB 1990) (permitted to amend answer after trial to add an affirmative defense
that was in fact tried); Laboratoires du Dr. N.G. Payot Etablissement v. Southwestern Classics Collection Ltd., 3
USPQ2d 1600 (TTAB 1987) (motion to amend at time of final briefing granted); and Beth A. Chapman, 7/PS
FROM THE TTAB: Amending Pleadings: The Right Stuff, 81 Trademark Rep. 302 (1991).

13 See, for example, Time Warner Entertainment Co. v. Jones, supra at 1653 n.2 (where opposer, during trial, filed
notice of reliance on seven unpleaded registrations and where applicant did not object thereto, Board found parties
had tried by implied consent, any issues arising from those registrations); Micro Motion Inc. v. Danfoss A/S, 49
USPQ2d 1628, 1629 (TTAB 1998) (applicant did not object to testimony but was not fairly apprised that evidence,
which also related to existing claim, was being offered in support of unpleaded claim); Levi Strauss & Co. v. R.
Josephs Sportswear, Inc., 28 USPQ2d 1464 (TTAB 1993), recon. denied, 36 USPQ2d 1328 (TTAB 1994) (party
was not fairly apprised that evidence used for a pleaded claim of descriptiveness was also being offered in support of
unpleaded 2(d) claim); Kasco Corp. v. Southern Saw Service Inc., supra at 1504 (defendant raised no objection to
evidence on unpleaded issue but was fairly apprised of its purpose); Laboratoires du Dr. N.G. Payot Etablissement

v. Southwestern Classics Collection Ltd.., supra (applicant sufficiently apprised that issue was being litigated where
applicant's answers to discovery requests on unpleaded issue were made of record by opposer, and where applicant
did not object to the cross-examination on this issue and moreover attempted to clarify a matter related to the issue);
Devries v. NCC Corp., 227 USPQ 705 (TTAB 1985) (stipulation of evidence relating to chain of title of mark and
registration was insufficient to put respondent on notice of additional claims of lack of ownership); and Beth A.
Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, 81 Trademark Rep. 302 (1991).
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15(b) motion to amend the pleadings to include an issue assertedly tried by express or
implied consent, to defer determination of the motion until final hearing.'**

508 Motion for Default Judgment for Failure to Answer

If a defendant fails to file an answer to a complaint during the time allowed therefor, the Board,
on its own initiative, may issue a notice of default allowing the defendant 20 days from the
mailing date of the notice in which to show cause why default judgment should not be entered
against it. If the defendant fails to file a response to the notice, or files a response that does not
show good cause, default judgment may be entered against it."*

The issue of whether default judgment should be entered against a defendant when it fails to file
a timely answer to the complaint may also be raised by means other than the Board's issuance of
a notice of default. For example, the plaintiff, realizing that the defendant is in default, may file
a motion for default judgment (in which case the motion may serve as a substitute for the Board's
issuance of a notice of default); or the defendant itself, realizing that it is in default, may file a
motion asking that its late-filed answer be accepted. However the issue is raised, the standard for
determining whether default judgment should be entered against the defendant, for its failure to
file a timely answer to the complaint, is the Fed. R. Civ. P. 55(c) standard, which requires that
the defendant show good cause why default judgment should not be entered against it. '*°

If a plaintiff files a motion for default judgment for failure of the defendant to file a timely
answer to the complaint, and the defendant fails to file a brief in opposition to the plaintiff's
motion, default judgment may be entered against defendant."®’

If a defendant files an answer after the due date therefor, but before the issuance by the Board of
a notice of default, and also files a motion asking that the late-filed answer be accepted, and the
plaintiff fails to file a brief in opposition to the defendant's motion, the motion may be granted as
conceded.'®

1% See Micro Motion Inc. v. Danfoss A/S, supra; Devries v. NCC Corp., supra. See also Marcal Paper Mills, Inc.
v. American Can Co., 212 USPQ 852 (TTAB 1981); New York State Office of Parks and Recreation v. Atlas
Souvenir & Gift Co., 207 USPQ 954 (TTAB 1980); Plus Products v. Redken Laboratories, Inc., 199 USPQ 111
(TTAB 1978); and Beth A. Chapman, TIPS FROM THE TTAB: Amending Pleadings: The Right Stuff, supra. Cf.
TBMP § 502.01 (Available Motions).

1% See 37 CFR §§ 2.106(a) and 2.114(a); Fed. R. Civ. P. 55(a) and 55(b) and TBMP § 312 (Default). See also, for
example, DeLorme Publishing Co., Inc. v. Eartha's, Inc. 60 USPQ2d 1222, 1223-24 (TTAB 2000) (good cause not
shown where failure to answer was based on belief that notice of opposition was "incomplete").

1% See TBMP § 312 (Default) and authorities cited therein.

7 See Fed. R. Civ. P. 55(b) and 55(c), and 37 CFR § 2.127(a).

138 See 37 CFR § 2.127(a), and TBMP § 502.02(b) (Briefs on Motions).
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For further information concerning default judgment for failure of the defendant to file a timely
answer to the complaint, see TBMP § 312.

509 Motion to Extend Time; Motion to Reopen Time

Fed. R. Civ. P. 6(b) Enlargement. When by these rules or by a notice given thereunder or by
order of court an act is required or allowed to be done at or within a specified time, the court for
cause shown may at any time in its discretion (1) with or without motion or notice order the
period enlarged if request therefor is made before the expiration of the period originally
prescribed or as extended by a previous order, or (2) upon motion made after the expiration of
the specified period permit the act to be done where the failure to act was the result of excusable
neglect; but it may not extend the time for taking any action under Rules ... 60(b) ... except to the
extent and under the conditions stated in them.

37 CFR § 2.120(a) [Discovery] In general. ... The Trademark Trial and Appeal Board will
specify the opening and closing dates for the taking of discovery. The trial order setting these
dates will be mailed with the notice of institution of the proceeding. The discovery period will be
set for a period of 180 days. The parties may stipulate to a shortening of the discovery period.
The discovery period may be extended upon stipulation of the parties approved by the Board, or
upon motion granted by the Board, or by order of the Board. If a motion for an extension is
denied, the discovery period may remain as originally set or as reset. Discovery depositions
must be taken, and interrogatories, requests for production of documents and things, and
requests for admission must be served, on or before the closing date of the discovery period as
originally set or as reset. Responses to interrogatories, requests for production of documents
and things, and requests for admission must be served within 30 days from the date of service of
such discovery requests. The time to respond may be extended upon stipulation of the parties, or
upon motion granted by the Board, or by order of the Board. The resetting of a party’s time to
respond to an outstanding request for discovery will not result in the automatic rescheduling of
the discovery and/or testimony periods, such dates will be rescheduled only upon stipulation of
the parties approved by the Board, or upon motion granted by the Board, or by order of the
Board.

37 CFR § 2.121(a)(1) [Assignment of times for taking testimony| The Trademark Trial and
Appeal Board will issue a trial order assigning to each party the time for taking testimony. No
testimony shall be taken except during the times assigned, unless by stipulation of the parties
approved by the Board, or, upon motion, by order of the Board. Testimony periods may be
rescheduled by stipulation of the parties approved by the Board, or upon motion granted by the
Board, or by order of the Board. If a motion to reschedule testimony periods is denied, the
testimony periods may remain as set. The resetting of the closing date for discovery will result in
the rescheduling of the testimony periods without action by any party.

k ko ok
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(c) A testimony period which is solely for rebuttal will be set for fifteen days. All other testimony
periods will be set for thirty days. The periods may be extended by stipulation of the parties
approved by the Trademark Trial and Appeal Board, or upon motion granted by the Board, or by
order of the Board. If a motion for an extension is denied, the testimony periods may remain as
set.

(d) When parties stipulate to the rescheduling of testimony periods or to the rescheduling of the
closing date for discovery and the rescheduling of testimony periods, a stipulation presented in
the form used in a trial order, signed by the parties, or a motion in said form signed by one party
and including a statement that every other party has agreed thereto, shall be submitted to the
Board.

37 CFR § 2.127(a) [Motions] ... If a motion for an extension is denied, the time for responding
to the motion remains as specified under this section, unless otherwise ordered.

509.01 Nature of Motions

Pursuant to Fed. R. Civ. P. 6(b), made applicable to Board proceedings by 37 CFR § 2.116(a), a
party may file a motion for an enlargement of the time in which an act is required or allowed to
be done."*® If the motion is filed prior to the expiration of the period as originally set or
previously extended, the motion is a motion to extend, and the moving party need only show
good cause for the requested extension. If, however, the motion is not filed until after the
expiration of the period as originally set or previously extended, the motion is a motion to
reopen, and the moving party must show that its failure to act during the time allowed therefor
was the result of excusable neglect.'*’

509.01(a) Motions to Extend Time

A motion to extend must set forth with particularity the facts said to constitute good
cause for the requested extension; mere conclusory allegations lacking in factual detail
are not sufficient.'"!

39" Compare, however, 37 CFR § 2.127(e)(1) ("The time for filing a motion under [Fed. R. Civ. P.] 56(f) will not be
extended").

140 See Fed. R. Civ. P. 6(b).

41 See, e.g., Fairline Boats plc v. New Howmar Boats Corp., 59 USPQ2d 1479, 1480 (TTAB 2000) (motion denied
where party failed to provide detailed information regarding apparent difficulty in identifying and scheduling its
witnesses for testimony and where sparse motion, containing vague reference to possibility of settlement,
demonstrated no expectation that proceedings would not move forward during any such negotiations); Instruments
SA Inc. v. ASI Instruments Inc., 53 USPQ2d 1925, 1927 (TTAB 1999) (cursory or conclusory allegations that were
denied unequivocally by the nonmovant and were not otherwise supported by the record did not constitute a
showing of good cause); Luemme, Inc. v. D. B. Plus Inc., 53 USPQ2d 1758 (TTAB 1999) (sparse motion contained
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Moreover, a party moving to extend time must demonstrate that the requested extension
of time is not necessitated by the party’s own lack of diligence or unreasonable delay in
taking the required action during the time previously allotted therefor.'** The Board will
“scrutinize carefully” any motion to extend time, to determine whether the requisite good
cause has been shown.'*’

For further information concerning good cause for a motion to extend, see the cases cited
: 144
in the note below.

insufficient facts on which to find good cause); and Johnston Pump/General Valve Inc. v. Chromalloy American
Corp., 13 USPQ2d 1719, 1720 n.3 (TTAB 1989) (“The presentation of one’s arguments and authority should be
presented thoroughly in the motion or the opposition brief thereto.”).

42 See Luemme, Inc. v. D. B. Plus Inc., supra 1760-61 (diligence not shown; discovery requests not served until last
day of the discovery period); and Baron Philippe de Rothschild S.A. v. Styl-Rite Optical Mfg. Co., 55 USPQ2d 1848,
1851 (TTAB 2000) (applicant’s motion to extend discovery denied when counsel knew of unavailability of witness
a month before, yet delayed until last day to seek an agreement on an extension of time).

% See Miscellaneous Changes to Trademark Trial and Appeal Board Rules, 63 FR at 48086 (1998), 1214 TMOG
at 149 (September 29, 1998). See also Luemme, Inc. v. D. B. Plus Inc., supra.

144 Societa Per Azioni Chianti Ruffino Esportazione Vinicola Toscana v. Colli Spolentini Spoletoducale SCRL, 59
USPQ2d 1383, 1383-84 (TTAB 2001) (the press of other litigation may constitute good cause to extend but alleged
deficiencies in discovery responses not good cause to extend discovery where timely motion to compel was not
filed); Procyon Pharmaceuticals Inc. v. Procyon Biopharma Inc., 61 USPQ2d 1542, 1543-44 (TTAB 2001)
(petitioner failed to explain how activity of rearranging its laboratory facilities during relevant time period prevented
taking testimony; no detailed information regarding petitioner's apparent difficulty in preparing and submitting its
evidence or why petitioner waited until the last day of its testimony period to request the extension); SFW Licensing
Corp. and Shoppers Food Warehouse Corp. v. Di Pardo Packing Limited, 60 USPQ2d 1372 (TTAB 2001)
(attorney’s unwarranted and untimely request for permission to withdraw from representation of party viewed as bad
faith attempt to obtain an extension of time); Baron Philippe de Rothschild S.A. v. Styl-Rite Optical Mfg. Co., supra
(while maternity leave may constitute good cause, in this case defendant’s counsel knew that defendant would not
be able to comply with deadline, yet waited until penultimate day of response period to file unconsented motion to
extend time); Fairline Boats plc v. New Howmar Boats Corp., supra (mere existence of settlement negotiations or
proposals, without more, would not justify delay in proceeding with testimony); Instruments SA Inc. V. ASI
Instruments, Inc., supra (plaintiff’s claim of ongoing bilateral settlement negotiations was rebutted by defendant,
and no other reason for plaintiff’s failure to proceed with discovery was shown); Luemme, Inc. v. D.B. Plus Inc.,
supra (plaintiff failed to set forth detailed facts concerning the circumstances -- plaintiff’s allegedly busy travel
schedule -- which necessitated the extension, and record showed that need for extension in fact resulted from
plaintiff’s delay and lack of diligence during previously-set discovery period); Luehrmann v. Kwik Kopy Corp., 2
USPQ2d 1303 (TTAB 1987) (desire to conduct follow-up discovery is not good cause for extension of discovery
period where party seeking extension did not serve initial discovery requests until late in discovery period)

and Sunkist Growers, Inc. v. Benjamin Ansehl Company, 229 USPQ 147 (TTAB 1985) (opposer's motion to compel
having been granted, it was reasonable to allow additional time, albeit less than requested, for opposer to complete
discovery before proceeding with testimony).

See also Chesebrough-Pond's Inc. v. Faberge, Inc., 618 F.2d 776, 205 USPQ 888 (CCPA 1980); Johnston
Pump/General Valve Inc. v. Chromalloy American Corp., 10 USPQ2d 1671, 1676 (TTAB 1988); Consolidated
Foods Corp. v. Ferro Corp., 189 USPQ 582 (TTAB 1976); Neville Chemical Co. v. Lubrizol Corp., 184 USPQ 689
(TTAB 1975); and Ortho Pharmaceutical Corp. v. Schattner, 184 USPQ 556 (TTAB 1975).
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If a motion to extend the time for taking action is denied, the time for taking such action
may remain as previously set.'*’

While the time for filing a brief in response to a motion for summary judgment may be
extended, the time for filing, in lieu thereof, a motion for discovery under Fed. R. Civ. P.
56(f) will not be extended.'*®

509.01(b) Motions to Reopen Time

509.01(b)(1) In General

Where the time for taking required action, as originally set or as previously reset,
has expired, a party desiring to take the required action must file a motion to
reopen the time for taking that action. The movant must show that its failure to
act during the time previously allotted therefor was the result of excusable
neglect. See Fed. R. Civ. P. 6(b).

The analysis to be used in determining whether a party has shown excusable
neglect was set forth by the Supreme Court in Pioneer Investment Services
Company v. Brunswick Associates Ltd. Partnership, 507 U.S. 380 (1993), adopted
by the Board in Pumpkin Ltd. v. The Seed Corps, 43 USPQ2d 1582 (TTAB 1997).
These cases hold that the excusable neglect determination must take into account
all relevant circumstances surrounding the party’s omission or delay, including
(1) the danger of prejudice to the nonmovant, (2) the length of the delay and its
potential impact on judicial proceedings, (3) the reason for the delay, including
whether it was within the reasonable control of the movant, and (4) whether the
movant acted in good faith.'’

4 See, e.g., Trademark Rules 2.120(a) (discovery period); 2.121(a)(1) (testimony period); 2.127(a) (time for
responding to a motion); and 2.127(e)(1) (time for responding to a summary judgment motion). See also Fairline
Boats plc v. New Howmar Boats Corp., supra at 1479; Baron Philippe de Rothschild S.A. v. Styl-Rite Optical Mfg.
Co., supra; Luemme Inc. v. D.B. Plus Inc., supra; and Procyon Pharmaceuticals Inc. v. Procyon Biopharma Inc.,
supra at 1544 (petitioner's testimony period consequently expired where motion to extend testimony period was
denied and dates were left as originally set).

Compare C.H. Stuart Inc. v. Carolina Closet, Inc., 213 USPQ 506, 507(TTAB 1980) (three-day testimony
period for opposer reset “putting opposer in the same position it would have been in had no motion to compel been
filed.”). In addition, see Notice of Final Rulemaking, published in the Federal Register on September 9, 1998 at 63
FR 48081, specifically, comments and responses published in the notice at 48091, 1214 TMOG at 149.

140 See TBMP § 528.06 (Request for Discovery to Respond to Summary Judgment).
"7 Pioneer Investment Services Company v. Brunswick Associates Ltd. Partnership, supra at 395 and Pumpkin Ltd.

v. The Seed Corps, supra at 1586. See also cases cited throughout this section and in TBMP §§ 534.02 regarding
motions to dismiss under 37 CFR § 2.132, and 544 regarding motions for relief from final judgment.
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The “prejudice to the nonmovant” contemplated under the first Pioneer factor
must be more than the mere inconvenience and delay caused by the movant’s
previous failure to take timely action, and more than the nonmovant’s loss of any
tactical advantage which it otherwise would enjoy as a result of the movant’s
delay or omission. Rather, “prejudice to the nonmovant” is prejudice to the
nonmovant’s ability to litigate the case, e.g., where the movant’s delay has
resulted in a loss or unavailability of evidence or witnesses which otherwise
would have been available to the nonmovant.'**

It has been held that the third Pioneer factor, i.e., “the reason for the delay,
including whether it was within the reasonable control of the movant,” may be
deemed to be the most important of the Pioneer factors in a particular case.'*
Additionally, although many excusable neglect decisions which were issued prior
to the Board’s 1997 Pumpkin decision may no longer be controlling under the
somewhat more flexible excusable neglect standard set out in Pioneer and
Pumpkin (e.g., decisions holding that a failure to act due to counsel’s docketing
errors is, per se, not the result of excusable neglect), they nonetheless may be
directl?lsgelevant to the Board’s analysis under the third Pioneer excusable neglect
factor.

'8 See Pumpkin Ltd. v. The Seed Corps, supra at 1587, citing Pratt v. Philbrook, 109 F.3d 18 (1* Cir. 1997) and
Paolo’s Associates Ltd. Partnership v. Bodo, 21 USPQ2d 1899, 1904 (Comm’r 1990).

199 See Pumpkin Ltd. v. The Seed Corps, supra at n.7 and cases cited therein. See also Baron Philippe de Rothschild
S.A. v. Styl-Rite Optical Mfg. Co., 55 USPQ2d 1848, 1851 (TTAB 2000) (counsel’s press of other business,
docketing errors and misreading of relevant rule are circumstances wholly within counsel’s control); Gaylord
Entertainment Co. v. Calvin Gilmore Productions Inc., 59 USPQ2d 1369 (TTAB 2000) (failed to provide specific
reasons for former counsel's inaction); HKG Industries Inc. v. Perma-Pipe Inc., 49 USPQ2d 1156, 1158 (TTAB
1998) (failed to provide evidence linking the reason for the delay with the expiration of movant's testimony period);
and Atlanta-Fulton County Zoo Inc. v. De Palma, 45 USPQ2d 1858 (TTAB 1998) (failure to timely move to extend
testimony period was due to counsel’s oversight and mere existence of settlement negotiations did not justify

party’s inaction or delay).

130 See Pumpkin Ltd. v. The Seed Corps., supra at 1586-87 and at n.8. Such pre-Pioneer cases include, e.g.,
Hewlett-Packard Co. v. Olympus Corp., 931 F.2d 1551, 18 USPQ2d 1710, 1712 (Fed. Cir. 1991) (no excusable
neglect where plaintiff’s counsel unreasonably relied on defendant’s counsel to sign and file plaintiff’s proposed
stipulated motion to extend trial dates); American Vitamin Products Inc. v. Dow Brands Inc., 22 USPQ2d 1313
(TTAB 1992) (defendant’s desire to take follow-up discovery and its uncertainty regarding status of plaintiff’s
pending motion to strike affirmative defenses did not excuse respondent’s neglect in failing to file timely motion to
extend discovery); Hobie Designs Inc. v. Fred Hayman Beverly Hills Inc., 14 USPQ2d 2064, 2065 (TTAB 1990)
(no excusable neglect where defendant’s failure to timely respond to certain discovery requests was due to
defendant’s oversight or lack of care in reading discovery requests); Consolidated Foods Corp. v. Berkshire
Handkerchief Co., Inc., 229 USPQ 619 (TTAB 1986) (no excusable neglect where defendant’s failure to timely
respond to summary judgment motion was due to counsel’s press of other litigation); and Coach House Restaurant,
Inc. v. Coach and Six Restaurants, Inc.,223 USPQ 176 (TTAB 1984) (same).

For additional cases involving the excusable neglect standard, see TBMP §§ 534 (Motion for Judgment for
Plaintiff’s Failure to Prove Case) and 544 (Motion for Relief from Final Judgment).
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Chapter 500
STIPULATIONS AND MOTIONS

A party moving to reopen its time to take required action must set forth with
particularity the detailed facts upon which its excusable neglect claim is based,
mere conclusory statements are insufficient."”'

In addition, for purposes of making the excusable neglect determination, it is
irrelevant that the failure to timely take the required action was the result of the
party’s counsel’s neglect and not the neglect of the party itself. Under our system
of representative litigation, a party must be held accountable for the acts and
omissions of its chosen counsel.'”

509.01(b)(2) To Introduce Newly Discovered Evidence

If a party files a motion to reopen its testimony period to introduce newly
discovered evidence, the moving party must show not only that the proposed
evidence has been newly discovered, but also that the evidence could not have
been discovered earlier through the exercise of reasonable diligence.'> However,
even if a sufficient showing of due diligence has been made, the Board will not
automatically reopen a party’s testimony period for introduction of the new
evidence. The Board must also consider such factors as the nature and purpose of
the evidence sought to be brought in, the stage of the proceeding, and prejudice to
the n