The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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ON REQUEST FOR REHEARI NG

This is in response to the appellants' request for
rehearing® of our decision mailed August 16, 1999, wherein we
affirmed the exam ner's rejection of clainms 36 to 41 under

35 US.C § 1083.

We have carefully considered the argunents rai sed by the

appel lants in their request for rehearing, however, those
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argunents do not persuade us that our decision was in error in

any respect.

The first issue (pp. 1-2) raised by the appellants is that
the Board's affirmance of the rejection of clains 36 to 41 under
35 US.C 8§ 103 relied upon an entirely new interpretation of the
"positioning said nozzle a distance above said bed" step of claim
36, and therefore should have been made as a new ground of

rejection pursuant to 37 CFR § 1.196(b).

In our view, our affirmance of the rejection of claim36
under 35 U.S.C. 8 103 did not rely upon an entirely new
interpretation of the "positioning said nozzle a distance above
said bed" step. |In that regard, our interpretation of the
"positioning said nozzle a distance above said bed" step of claim
36 set forth on pages 7-8 of our August 16, 1999 decision is
consistent with the examner's interpretation of this step as set
forth in the first paragraph of the response to argunent section

of the answer (p. 5). Thus, designating our affirmance of claim
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The second issue (pp. 2-3) raised by the appellants is that
the Board's construction of the "positioning said nozzle a
di stance above said bed" step of claim36 is unreasonably broad.

We do not agree.

I n proceedi ngs before it, the United States Patent and
Trademark O fice (USPTO applies to the verbiage of the clains
before it the broadest reasonable neaning of the words in their
ordi nary usage as they would be understood by one of ordinary
skill in the art, taking into account whatever enlightennent by
way of definitions or otherwi se that may be afforded by the
written description contained in the appellants' specification.

In re Morris, 127 F.3d 1048, 1054, 44 USPQ2d 1023, 1027 (Fed.

Cr. 1997). See also In re Sneed, 710 F.2d 1544, 1548, 218 USPQ

385, 388 (Fed. GCir. 1983). Moreover, limtations are not to be

read into the clains fromthe specification. 1n re Van Geuns,

988 F.2d 1181, 1184, 26 USPQd 1057, 1059 (Fed. Gir. 1993) citing
In re Zletz, 893 F.2d 319, 321, 13 USPQd 1320, 1322 (Fed. Gir.

1989) .
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36 is net by Cousineau. Fromthe above-noted teachi ngs of
Cousi neau and the conmon sense® of the artisan, we concl ude
that to have reached the position of the nozzles 18 shown in
Figure 6, the nozzles at sone point in tinme would have had
to be positioned above the bed (i.e., |ake bottom 20).

In our view, the appellants' argunent as to why the Board's
construction of the "positioning said nozzle a di stance above
said bed" step of claim36 is unreasonably broad woul d i nproperly
read [imtations fromthe specification into claim36. Moreover,
t he appel | ants have not furnished any evi dence® that our
construction of the positioning step of claim36 would be
consi dered unreasonabl e by one of ordinary skill in the art when
taki ng i nto account whatever enlightennent by way of definitions
or otherwi se that may be afforded by the witten description

contained in the appellants' specification.

® An artisan is presunmed to know somet hing about the art
apart fromwhat the references disclose (see In re Jacoby, 309
F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962)) and the concl usion
of obvi ousness may be made from "common know edge and common
sense" of the person of ordinary skill in the art (see Inre




Appeal No. 1999-2034 Page 5
Application No. 08/718,573

The third and final issue (pp. 3-4) raised by the appellants
is that the Board should include a statenment pursuant to 37 CFR
8§ 1.196(c) that claim36 would be all owabl e upon the appellants
anending claim 36 as set forth on page 4 of the request for
rehearing. W decline to include such a statenent since the
i nclusion of such a statenent is wthin the discretion of the
Board and this panel of the Board chooses not to exercise such

di scretion.?

In light of the foregoing, the appellants' request for
rehearing is granted to the extent of reconsidering our decision,

but is denied with respect to maki ng any change thereto.
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No period for taking any subsequent action in connection

with this appeal nmay be extended under 37 CFR 8§ 1.136(a).

REQUEST FOR REHEARI NG - DENI ED

JEFFREY V. NASE
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
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