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Appellants request rehearing under 37 CFR § 1.197(b) (1997) of our decision dated February
29, 2000 (Paper No. 27) affirming the examiner’ s rgection of gppeadled claims 1 through 20 under 35
U.S.C. 8 103 as being unpatentable over Gamble in view of Morgan. Appellants contend (1) that our
opinion includes new grounds of rgection of (a) clams 5 and 6, because the examiner “did not rely on
‘admitted prior art’ to rgject” these claims, and (b) of claim 18, because the examiner “did not rely on
‘overlapping subject matter’ to rgect” this claim, that were not designated as such under 37 CFR §
1.196(b) (1997); and (2) that we must reverse the ground of regection of record because we gave “the

clamed phrase‘inaresin’ . . . an unreasonable interpretation” in our opinion (request, page 1).
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Appdlants submit, with repect to their first contention, that the “ Courts have recognized
Appelants’ right to respond to new grounds of rejection advanced for the first timein adecison on
apped” (id., page 2). We agree with appdlants that thisis the case if anew ground of rgection wasin
fact made in adecision on gpped. Indeed, the issue presented here is whether our opinion in support of
our affirmance of clams 5 and 6 and of claim 18 included a new ground of regjection of these two
groupsof clams. With respect to whether anew ground of regjection wasin fact made in adecison on
appedl, the predecessor court to our reviewing court set forth the generd proposition that “the ultimate
criterion of whether argection is consdered ‘new’ in adecison by the board is whether gppellants
have had fair opportunity to react to the thrust of the rgjection.” Inre Kronig, 539 F.2d 1300, 1302-
03, 190 USPQ 425, 426-427 (CCPA 1976) (“In affirming, the board used the same basis, but without
disagreeing with the examiner’ s gpproach, limited its discussion to the evidence contained” in three of
the four cited references, relying thereon for the same evidence used by the examiner, such that
“[h]aving compared the rationale of the rgection advanced by the examiner and the board on this
record, we are convinced that the basic thrust of the rejection at the examiner and the board level was
the same.”); see also Inre Boon, 439 F.2d 724, 727-28, 169 USPQ 231, 234 (CCPA 1971) (Even
though the board’ s apinion included “amplified reasons’ in support of the affirmance of the examiner’s
regjection that were based on * additiond facts, not previoudy in the record, of which the board took
notice,] . . . we are satisfied from our review of the record thet, even when such facts are included, the
‘evidentiary scheme’ supporting the board’ s position on this rgjection does not differ in substance from
thet of the examiner,” as“the fact so noticed plays aminor role, serving only ‘to fill in the ggps which
might exist in the evidentiary showing made by the examiner . . . . [Inre Ahlert, 424 F.2d 1088, 165
USPQ 418 (JCCPA] 1970)]. Under such circumstances, as we held in Ahlert, an gpplicant must be
given the opportunity to chalenge ether the correctness of the fact asserted or the notoriety or repute of
the reference cited in support of the assartion,” which challenge must “ contain adequate information or
argument so that on itsface it creates a reasonable doubt regarding the circumstances judtifying the
judicid notice.”).

With respect to clams 5 and 6, appellants submit that our reliance on admitted prior art set forth
in gppdlants specificationin affirming the examiner’ s ground of rgection condtituted “a different
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rationale and different evidence’ than advanced by the examiner in the answer because the examiner
relied “only on Gamble combined with Morgan throughout the prosecution “without any mention of any
aleged prior art admissions’ (request, pages 3-5). While we agree that the examiner did not rely on
admitted prior art in the ground of rejection, we cannot agree that appellants andyss adequatdly
reflects the record.

Appeded clam 5 modifies *[t|he method of clam 1, wherein the applying step comprises
Soraying the coating materia on the subgtrate” while cdlam 6 modifies “[t]he method of claim 1, wherein
the gpplying step is carried out with an ar nozzle spray gun.” In explaining the ground of rgection in the
answer (pages 4-5), the examiner stated that “Morgan teaches that resin/fiber mixtures used as EMI
shidds can be gpplied by spraying” in taking the position that one of ordinary skill in this art would have
reasonably expected “that the resin/fiber mixture of Gamble could be successfully applied by
spraying based on the combined teachings of Gamble and Morgan” (emphasis supplied). In
response to gppelants argumentsin their principa brief specificdly directed to clams5and 6, i.e,
“Morgan fails to provide the necessary incentive or motivation to modify Gamble in a manner which
would result in a coating gpplied to a substrate much less gpplying the coating by spraying,” (page 14),
the examiner stated (answer, page 9; emphasis supplied):

Claim 5 recites spraying. Morgan clearly teaches spraying.

Claim 6 recites that the applying step is carried out using an air nozzle spray gun. Morgan is
slent regarding the type of spray gun to be used. Since Morgan is sllent with respect to the
type of spray gun to be used, the skilled artisan would have to turn to the prior art to find a
suitable spray gun to use. Air nozzle spray guns are conventional and commonplace in the
coating art and the skilled artisan would have had a reasonable expectation that an air
nozze spray gun would successfully function as the generic spray gun of Morgan.

Intheir reply brief (page 9), appellants point out in argument with respect to clams 3 and 4 that
“the fact that Morgan fals to disclose how the spraying is performed cannot possibly be a disclosure of
pressurizing a container,” and Sate that “[t]he same reasoning gpplies to Claim 6 which recites that the
applying step is carried out with an air nozzle spray gun, afeature not taught or suggested by Morgan.”
The examiner sated in the supplementa answer (page 3), that the limitations of clam 6 “were
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thoroughly addressed” in the section of the answer we set forth above. Appdlants did not respond
further with repect to this matter in their supplementd reply brief.
In consdering clams 5 and 6, we stated in our origind opinion (pages 10-11):

With respect to clams 5 and 6, we find that gppe lants admit that coating materid
compositions comprising &t least fibers contained in aresin matrix were known in the art to
be gpplied to a subgtrate by “spraying” with an “ar nozzle sporay gun” in disclosing that

standard top-feed pressure-pot spray systems with either external- or internal-mix
needle valve spray guns have been found to promote fiber clumping and breakage
snce they do not provide a smooth, unrestricted passage for the fiber containing
matrix. [Page 4, lines 7-10; emphasis supplied.]

We point out with respect to this disclosure thet there is no limitation in the appedled cdlaims
which specifies the condition of the fibersin the soray nozzle during the spraying action (see
supra pp. 5-6). Evenif the clams contained such alimitation, the sdlection of solventswhich
facilitate spraying of an EMI coating compaosition that can contain conductive fibers was
within the ordinary skill in the art as seen from the teachings of Morgan (e.g., cal. 4, line 45,
col. 5, lines 26-42, cal. 6, lines 7-15 and 30-44).

Furthermore, in addition to appellants admission, we find that Morgan would have
reasonably suggested to one of ordinary skill in this art that coating material compogtions,
such as those taught in Gamble, can be applied to a substrate by spraying because Morgan
teaches that this method is one of anumber of conventiona coating techniques which can be
used with coating compositions containing fibers and resin (eg., cal. 4, line 45, and cal. 6,
lines 7-11) and, as we found above, discloses that the solvent used in the compostions
should be sdlected accordingly. Indeed, Gamble does not limit the manner in which the
compositions disclosed therein can be gpplied to a substrate and further discloses that
“[v]arious chemicd additives’ can be added to these compositions “for their art-recognized
purposes’ (col. 6, lines 35-40). Thus, the compositions of Gamble can contain the same
solvents as contained by the compositions of Morgan, which compostions would fal within
those used in the claimed methods of the gppeded clams. Accordingly, one of ordinary kil
in this art following the combined teachings of Gamble and Morgan in light of the knowledge
in the art as admitted by gppellants, prima facie, would have gpplied the compositions of
Gamble to a substrate using conventiona spraying methods with the reasonable expectation
of forming a coating on the substrate. [Citations omitted.]

In congdering appdlant’ s arguments, we referred to the limitation “to a gpecific type of spray gun (clam
6, dependent on claim 1) (seereply brief, page 9)” (opinion, page 12).

Onthisrecord, it is gpparent that the issue of whether the “applying step is carried out with an
ar nozzle gun” islimited to clam 6 as this limitation does not gppear in dam 5. 1t is further apparent
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from the record that issues raised by the examiner of whether “[a]ir nozzle spray guns are conventiona
and commonplace in the coating art” and whether “the skilled artisan would have had a reasonable
expectation that an air nozzle spray gun would successfully function as the generic spray gun of Morgan”
as0 were made with respect to claim 6 and were a least noticed by appedlantsin their reply brief with
respect to clam 6. Thus, these issues were placed squarely before appellants in the answer and in the
supplementa answer, providing gppellants with the opportunity to respond to the examiner’ sfindingsin
the answer in their reply brief and in their supplementd brief. Appelants did not chalenge the
examing’ sfindingsin ether of these briefs, noting only in the former thet the limitation of dam 6is“a
feature not taught or suggested by Morgan.” Because appellants did not take either opportunity to
chdlenge the examiner’ s natice that “[&ir nozzle spray guns are conventiona and commonplace in the
coating art,” we consdered the examiner’ s findings to be conclusive, dthough we did not expresdy so
datein our opinion. See generally, Inre Ahlert, 424 F.2d 1088, 1091-92, 165 USPQ 418, 420-21
(CCPA 1970).

Following the lead of the examiner that “[a]ir nozzle spray guns are conventiona and
commonplace in the coating art,” we pointed out in the section of our origina opinion set forth above, to
the admission in gppellants specification that “coating materia compositions comprising at leest fibers
contained in aresin matrix were known in the art to be applied to a subgtrate by ‘ soraying’ with an ‘air
nozzle spray gun.”” We then separately discussed the issue of whether “Morgan would have reasonably
suggested to one of ordinary skill in thisart that coating material compositions, such asthose taught in
Gamble, can be applied to a subgtrate by soraying,” and concluded on the combined teachings of
Gamble and Morgan, dong with the admisson asto clam 6, that “prima facie, would have gpplied the
compoasitions of Gamble to a subgtrate using conventiona spraying methods with the reasonable
expectation of forming a coating on the substrate,” which did not emphasize the issue of the
conventiondity of “ar nozzle goray guns”

Thus, while we recognized that appelants disclosure contained an acknowledgement that “air
nozzle spray guns’ were known in the art, as noticed by the examiner, it is gpparent that the position
advanced by the examiner was indeed the basis for the ground of reection on appeal with respect to

clams 5 and 6 and our affirmance thereof with respect to these clams. Therefore, we did no morein
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our opinion than further note the conventiondity of “air nozzle spray guns’ with the additiona
particularity of pointing to the admission in appdlants specification.

Thus, upon reconsideration of our decison to affirm the examiner’s ground of rgjection with
respect to clams5 and 6 in light of gppdlants arguments and authority advanced in their request, on
this record, we cannot discern that we have changed the thrust of the examiner’s ground of rgection, or,
in other words, the evidentiary scheme that we have described in our opinion with the amplified
reasoning set forth therein based on facts of record does not differ in substance from that set forth by
the examiner in his answer. Indeed, it is gpparent that appelants had ample “fair opportunity” to react
to the thrust or evidentiary scheme of the rejection with respect to claim 6 based on the examine’s
natice of the conventiondity of “ar nozzle oray guns’ even in view of our opinion. Kronig, supra; cf.
Boon, supra; In re Waymouth, 486 F.2d 1058, 1060-61,179 USPQ 627, 629 (CCPA 1973).

Accordingly, we decline to designate our affirmance of the examiner’ s rgection of clams5 and
6 as anew ground of rgection under 37 CFR § 1.196(b) (1997).

With respect to claim 18, gppellants submit that “it is clear [from the answer] that the Examiner
did not reject claim 18 on the basis of ‘ overlapping subject matter’ between the claimed range and the
range disclosed in Gamble’ and “it is clear [from the answer and supplementa answer] that the
Examiner considered the range sat forth in claim 18 to be different from, not overlgpping, the rangein
Gamble’ while we stated in our opinion that the teachings of Gamble “overlgps’ the range specified in
thisclam. Thus, appdlants argue that “the Board adopted a different line of reasoning than the
Examiner in afirming the rgection of claim 18 (request, pages 5-7). We cannot subscribe to
gopdlants pogtion.

Claim 18 modifies “[t]he method of claim 1, wherein the fibers comprise less than 0.2% by
weight of the coating.” In the answer, the examiner, in consdering claim 7, stated that “ Gamble teaches
that the fibers make up 1 to 45% of the coating” (page 9) and, found with respect to claim 18 thet “[i]t
would have been obvious to the skilled artisan, in the absence of a showing of criticality, to have
determined the optimum amount of fibers to be added to the resin through routine experimentation”
(pages 10-11). After urging the separate patentability of claim 18 soldly on the bass that “the fibers
comprise less than 0.2% by weight of the coating” in the principd brief (pages 14-15), appd lants argue
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inther reply brief that “Gamble prefers 2 to 20%” and thus “teaches awvay from the claimed invention
snce the unpreferred 1% lower limit of Gamble sfibersis sill 500% greater than the upper limit recited
inclam 18" (page 10). The examiner points out in the supplementa answer that “the actud difference
between the two vauesis 0.8 wt % and this smal difference is consdered to be an obvious
modification of [Gamble] in the absence of a showing of criticaity” (page 4). In their supplementa reply
brief, under the heading “ Albsence of overlapping subject matter negates Examiner’ s requirement for
‘showing of criticality’” (page 1), gppdlants argue that “[t]he Examiner has provided absolutely no
reasoning to support the assartion that it would have been obvious to lower the lower limit of the fiber
content in the composite of Gamble to within the range set forth in Claim 18" and thus “ has failed to
establish a primafacie case of obviousness with respect to” this clam (page 5).
In consdering claim 18, we stated in our origind opinion (pages 14-15; italic emphasisin

origind; underline emphass supplied):

Aswe st forth above (see supra p. 11), Gamble would have taught one of ordinary kill in

this art that the selection of these materidsis based on the desred EMI characteristics of the

shield to be prepared. We are not persuaded otherwise by the limitations with respect to the

amount of fiber which is specified in unrelated dependent dlaims 7['] and 18. In this respect,

we fall to find any teaching in Gamble which would place alower limit on the amount of

fibers, conductive (claims 7 and 18) and non-conductive (claim 18), that can be dispersed in

the resin matrix. Indeed, Gamble discloses that the conductive fiber, such as those specified

inclam 7 (cal. 4, line 30, and col. 4, line 30, to cal. 5, line 5), “ advantageousy comprises . .

.about 1. .. percent by weight of the EMI shidd” (cal. 5, lines 9-11; emphasis supplied),

which disclosure in view of the term “about” would have been considered one of by ordinary

kill in this art to reasonably encompass fiber “in an amount less than 1 wt % of the coating”

as specified in dlam 7. We are further of the opinion that this disclosure of Gamble along

with the further teaching that any amount of non-conductive fiber could be used (cal. 6, lines

46-54), would also have suggested to one of ordinary skill in this art thet an even smdler

amount of fibers may be present, including a content of “less than 0.2% by weight of the

coating” as pecified in clam 18. Thus, we agree with the examiner that the range of the

percent by weight of fiber, conductive and non-conductive, which can be contained in the
compositions of the claims, overlaps with the range of such fibersin Gamble. Indeed, in

! We obsarve that daim 7, which was not include in the request, modifies “[tlhe method of daim 1,
wherein . . . the fibers comprisng metal-coated didectric or semiconductive fibers in an amount of less
than 1 wt % of the coating” and thus would encompass methods that utilize a least part of the types of
fibers and the amount thereof as specified for methods encompassed by claim 18.
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view of the teaching in the reference that the amount of fiber employed depends on the
desired properties, the absence of alower limit for the fiber in Gamble would have
reasonably suggested to one of ordinary skill in the art that the fibers can be used in an
amount which encompasses the claimed ranges. Under these circumstances, the burden is
on gppelants to demondtrate the criticality of the clamed ranges. Inre Geider, 116 F.3d
1465, 1470, 43 USPQ2d 1362, 1365 (Fed. Cir. 1997); In re Woodr uff, 919 F.2d 1575,
1577-78, 16 USPQ2d 1934, 1936-37 (Fed. Cir. 1990); In re Aller, 220 F.2d 454, 456,
105 USPQ 233, 235 (CCPA 1955).

We must agree with appe lants that we incorrectly attributed to the examiner our finding that the
teachings of Gamble “ overlaps’ with the methods of claim 18. In addition to this characterization of the
teachings of Gamble vis-a-vis the methods of claim 18, we aso expressed the opinion that “in view of
the teaching in the reference that the amount of fiber employed depends on the desired properties, the
absence of alower limit for the fiber in Gamble would have reasonably suggested to one of ordinary
kill in the art that the fibers can be used in an amount which encompasses the claimed ranges” While
our findings present amore comprehensive review of the teachings of Gamble vis-& vis the methods of
clam 18 than that presented by the examiner in ating that Gamble teaches that the fibers can be
present in an amount of 1 wt %, we consider our finding that the teachings of “Gamble would have
reasonably suggested to one of ordinary skill in the art that the fibers can be used in an amount which
encompasses the claimed ranges’ to be essentidly the same as the examiner’ s findings that one of
ordinary sill in the art would “have determined the optimum amount of fibersto be added to theresin
through routine experimentation” and that “the actud difference between [1 wt % and less than 0.2 wt
%) is 0.8 wt % and this small difference is considered to be an obvious modification of [Gamble].” We
agreed with the examiner that the finding of prima facie obviousness of the amount of “fibers
comprising less than 0.2% by weight of the coating” in claim 18 over the teachings of Gamble, which
does not disclose that amount per se, was such asto shift the burden to appellants to demondtrate the
criticality of the amount of fibers specified in thet dlaim.

On thisrecord, it is gpparent that our affirmance of the examiner’s ground of rgection with
respect to clam 18 was not based solely on the finding of an “overlgp” between the amount of fibers
according to the teachings of Gamble and the amount specified in claim 18. Indeed, we know of no
authority which holds that a prima facie case of obviousnessis established only when thereisan
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“overlgp” in the claimed and prior art ranges of a particular process parameter or ingredient. Rather, a
prima facie case of obviousness is dependent on whether one of ordinary skill in the art would have
reasonably expected that the proportion or range of the clamed invention encompassed by the
gppeded clams would result in the same properties or achieve the same results as the proportion or
range of the applied prior art. See generally, Haynes Int’l, Inc. v. Jessop Seel Co., 8 F.3d 1573,
1577 n.3, 28 USPQ2d 1652, 1655 n.3 (Fed. Cir. 1993) (* The Board' s position was consonant with
this court’ s precedent holding that when the difference between the claimed invention and the prior art is
the range or vaue of a particular variable, then a prima facie rgjection is properly established when the
differencein range or vaue isminor. In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936
(Fed. Cir. 1990); Titanium Metals Corp. of America v. Banner, 778 F.2d 775,783, 227 USPQ
773, 779 (Fed. Cir. 1985).").

Thus, upon reconsderation of our decison to affirm the examiner’ s ground of rgection with
respect to clam 18 in light of appellants arguments advanced in their request, on this record, we find
that we cannot discern that we have changed the thrust of the examiner’ s grounds of rgjection, or, in
other words, the evidentiary scheme that we have described in our opinion with the amplified reasoning
st forth therein based on facts of record does not differ in substance from that set forth by the examiner
inthe answer. Indeed, it is apparent that gppellants had ample “fair opportunity” to react to the thrust or
evidentiary scheme of the regjection with respect to clam 18 based on the examiner’ s finding that the
differences between the teachings of Gamble and the limitation of clam 18 was such asto require
gppellants to establish the criticdity of the daimed amount of fibers even in view of our opinion.

Kronig, supra; cf. Boon, supra; In re Waymouth, supra.

Accordingly, we decline to designate our affirmance of the examiner’ srgection of claim 18 asa
new ground of rglection under 37 CFR § 1.196(b) (1997).

Appelants second contention is that we must reverse the ground of rejection of record because
we gave “the claimed phrase ‘in a[sc, the] resin’ . . . an unreasonable interpretation by reading the
claimed phrase on an agueous suspension of fibers and powder resin” in our opinion (request, pages 1
and 7-10). The subject phrase gppearsin the first and second specified steps of the claimed method
encompassed by claim 1 (emphasis supplied):
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1. A method of dispersing fibersin an €ectromagnetic- attenuating coating and gpplying the
codting to a substrate, comprising steps of:

mixing a coaing materia comprising fibers and resin in a container by shaking the container
such that the fibers are uniformly dispersed in the resin without bresking the fibers;

feeding the coating materia from the container while maintaining the fibers uniformly
dispersed in the resin and without bresking the fibers, and

applying the coating materia to the subdtrate.

According to appe lants, we improperly read “the claimed phrase on an agueous suspension of
fibers and powder resns’ and thus “on Gambl€e' s ‘ papermaking’ process’ shown in Gamble Example I”
that involves “dirring adurry of . . . duminum coated glass fibersand . . . high density polyethylene
powdersin . . . water,” which “mixesfibersin water, notin aresin, asclamed” (request, page 7).
Appelants contrast this result with the “ method wherein the fibers are mixed in amolten resin,” dting
Gamble, cal. 7, lines 14-25, which process they aso describe as“digpersaing fibersin aresin matrix,”
citing Gamble, cal. 5, lines 6-15 (id., page 8). In other words, appellants alege that “the Board
confuses ‘mixing fibersin an agueous durry’ with ‘mixing fibersinaresn’™ (id., n.4; see aso page 9).
Thus, theissue of clam interpretation involves essentialy the first stated step of the claimed method
encompassed by claim 1.

The difficulty that we have with appdlants positionisthat (1) they have not stated why our
interpretation of the terms of claim 1 which lead usto gpply the teachings of Gamble thereto as st forth
inour origind opinion is unressonable in light of the specification as it would be interpreted by one of
ordinary kill in thisart; (2) they have not expressly stated their interpretation of the cited clamed phrase
in the context in which it gopearsin dam 1 but imply in their argument only that under their definition,
the fibers can be uniformly dispersed by shaking “in amolten resin” or “in aresin matrix,” the latter term
undefined, but not in aresin when durried with other ingredients in an agueous medium; and (3) they
have not expresdy stated the basis for the interpretation implied in their argument in their specification as
it would be interpreted by one of ordinary skill in this art.

Aswe recognized in our origina opinion (page 3), the interpretation of the scope of the
appeded clams requires that the broadest reasonable interpretation must be given to the terms thereof
consgstent with gppdlants specification asit would be interpreted by one of ordinary kill inthis art, see
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Inre Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027 (Fed. Cir. 1997) (*[T]he PTO
appliesto the verbiage of the proposed claims the broadest reasonable meaning of the words in their
ordinary usage as they would be understood by one of ordinary skill in the art, taking into account
whatever enlightenment by way of definitions or otherwise that may be afforded by the written
description contained in the gpplicant’ s specification.”), without reading into these daims any limitation
or particular embodiment which is disclosad in the specification. See Inre Zletz 893 F.2d 319, 321-
22, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989), citing In re Prater, 415 F.2d 1393, 1404-05, 162
USPQ 541, 550-51 (CCPA 1969); In re Priest, 582 F.2d 33, 37, 199 USPQ 11, 15 (CCPA 1978),
ating Prater, 415 F.2d at 1405, 162 USPQ at 551. Thus, the termsin the appealed claims must be
given their ordinary meaning unless another meaning is intended by appellants as established in their
specification. See, e.g., Morris, supra; Zletz, supra (“During patent prosecution the pending clams
must be interpreted as broadly as their terms reasonably alow. When the gpplicant Sates the meaning
that the clam terms are intended to have, the claims are examined with that meaning, in order to achieve
acomplete exploration of the gpplicant’ s invention and its relation to the prior art. [Citations omitted.]”).
When the specification does not contain an express definition, we can arrive a areasonable, supported
interpretation of the gppeded clamsthat differs from that urged by applicants and determine the
patentability of the clams on that basis. Morris, 127 F.3d at 1055-56, 44 USPQ2d at 1028-30
(“Absent an express definition in their specification, the fact that gppellants can point to definitions or
usages that conform to their interpretation does not make the PTO’ s definition unreasonable when the
PTO can point to other sources that support itsinterpretation.”). Therefore, “[i]t is the applicants
burden to precisdly define the invention, not the PTO’s. See 35 U.S.C. § 112 { 2 [datute omitted].”
Morris, supra.

We did not specificdly interpret dl or any part of the phrase “fibers are uniformly dispersed in
the resin” (emphasis supplied) appearing in the first specified step of clam 1 in our origind opinion.
We did interpret the trangtiona term “comprising” in the preamble to “ open the clamed method to
include other steps,” on the authority of In re Baxter, 656 F.2d 679, 686-87, 210 USPQ 795, 802-03
(CCPA 1981) (opinion, page 4). We further interpreted the phrase “coating materid comprisng fibers

and resn” in view of the open-ended term “comprising” to
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further include any manner of ingredients, such as viscosty modifiers, solvents or flocculaing
agents, which would facilitate or otherwise affect the uniform distribution of any fiber
in the resin and/or the gpplication of the mixed coating material composition on a substrate
(specification, eg., page 4, lines 16-19, and page 6, lines 17-24). Baxter, supra. [1d.;
emphasis supplied ]

Thus, we found thet mixing fiberswith resn in water in Gamble Example | resulted in auniform
digtribution of fibersintheresn (id., pages 6-9).

We have not found a definition for the daim phrase “fibers are uniformly dispersed in the resn”
per seinour review of gopellants specification. Nor have we found any disclosure which would
provide a definition for any part thereof, including “in the resn” and “resn.” The disclosurewhich
appears to pertain to the firgt step of the claimed method encompassed by claim 1 isthat “[t]he
successful utilization of artificid diglectric coatings requires a uniform dipersion of fibersin aresin matrix
and then applying the fiber-containing resin matrix onto a substrate in such manner asto provide random
fiber placement and uniform thickness control” (page 3). It would thus appear that the art recognized
requirement is “a uniform diperdgon of fibersin aresn matrix” which can be gpplied to asubstratein a
“manner as to provide random fiber placement and uniform thickness control.” Indeed, the specification
(e.g., pages 4-6) provides no further processing information other than the nature of the fibers, the
physica manipulation by which the fibers and resin are mixed and, with respect to the “resin,” that

[t]he fibers are uniformly dispersed in alightly loaded didectric matrix materid. The matrix
materia comprises aresn materid which preferably is a non-thermoplastic materid. For

instance, the resin can comprise a thermosetting polymer materid such as dllicone. [Id., page
6.]

Thereis no definition of “matrix” in the specification. The gpecification concludes with a statement that
the disclosure is non-limiting (id.).

On thisrecord, we interpret the bare term “resn” in gppedled clam 1 to have the customary,
ordinary meaning of a polymeric resnous materid recognized in the art of eectromagnetic- atenuating
coatings. We further find that the polymeric resnous materid must be cgpable of forming a*“matrix,” as
thisterm is ordinarily defined, within which fibers can be contained in acoating materia such that the
coating materid will form a coating containing the fibers when applied to asubsirate. Thereisno
limitation in daim 1 which would limit the “resin” other than its capability to form the stated coeting.
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Thus, we arrive at the point where our interpretation of claim 1 differs from that apparently
urged by appdlants. The ordinary meaning of “matrix” is“A . . . surrounding substance within which
something originates, develops or is contained.” See, e.g., The American Heritage Dictionary
Second College Addition 772-73 (Boston, Houghton Mifflin Company, 1982). We have found no
ordinary definition of the term “matrix” which requires that the “surrounding substance” must necessarily
be asolid. The interpretation apparently urged by gppellantsis that the resin would form a solid
“matrix,” but they have not pointed to the basis in the specification asit would be interpreted by one of
ordinary skill inthe art or elsawhere for thar interpretation.

Therefore, on this record, we find it reasorgble to interpret the daim phrase “fibers are
uniformly dispersed in the resn” to encompass fibers uniformly dispersed in aresin matrix wherein the
resn surrounding the fibersisin particulate form. Indeed, such amixture of fibers uniformly dispersed in
amatrix of particulate resn would form a coating or sheet in which the fibers would be randomly
oriented in the manner required for “successful utilization of artificia didlectric coatings” as stated in
gppellants specification (page 3), and, in our view, as shown by Gamble (e.g., cal. 2, line 64, to col. 3,
line7, col. 6, line 60, to cal. 7, line 5, and Example 1). We are not persuaded otherwise by the use of
water by Gamble to disperse the fibersin aresn matrix. Indeed, as we noted above, we interpreted the
clamed phrase “coating materiad comprisng fibersand resin” in our origind opinion to further comprise
any materia “which would facilitate or otherwise affect the uniform distribution of any fiber in the resn.”
This would include water.

Accordingly, because appellants have not established that, on this record, our interpretation of
the dam terms of daim 1 is unreasonable, Morris, supra, we decline to reverse our affirmance of the
examiner’s ground of rejection.

We have granted gppellant's request to the extent that we have reconsidered our decision of
February 29, 2000, but we deny the request with respect to making any changes therein.

No time period for taking any subsequent action in connection with this gppea may be extended
under 37 CFR 8 1.136(a).

DENIED
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