The opinion in support of the decision being entered
today was not witten for publication and is not
precedent of the Board.

Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DOUGLAS R PETERSON

Appeal No. 1998-2516
Application 08/422, 440

ON BRI EF

Bef ore THOVAS, JERRY SM TH and BARRETT, Adni nistrative Patent
Judges.

JERRY SM TH, Adm ni strative Patent Judge.

ON REQUEST FOR REHEARI NG

Appel l ant has filed a paper under 37 37 CFR § §
1.197(b) requesting that we reconsi der our decision of QOctober
27, 2000 wherein we affirned the rejection of clainms 1-3, 12,

13, 16, 17 and 20 as unpatentable under 35 U. S.C. § 103.
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Appel | ant points to page 7 of the original decision
wherein the Board stated that “Smth suggests that the common
node problemin Jove can be solved by connecting a
control l able current sink across the MR el enent” [Request,
page 2]. Appellant essentially argues that this conclusion by
the Board is unwarranted by anything stated or shown in the
Smith reference. Appellant also presents an analysis of the
proposed nodi fication of Jove and asserts that the proposed
nodi fication either would not work at all or would seriously
degrade the performance of the Jove anplifier [id., pages 3-
6] .

We have reconsidered our decision of October 27, 2000
in light of appellant’s comments in the request for rehearing,
and we find no error therein. W, therefore, decline to nake
any changes in our prior decision for the reasons which
fol | ow.

The majority of appellant’s request for rehearing
rai ses factual questions resulting fromthe examner’s and the
Board’s nodification of Jove using the teachings of Smth.
These factual questions are being raised for the first time in
this request for rehearing and have not been considered by the
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exam ner. Since appellant never raised these factual
guestions with the exam ner, we do not have the benefit of
the exam ner’s position on these questions of fact. A new
argunment advanced in a request for rehearing but not advanced
in the brief or reply brief! is not properly before the Board
because an argunment advanced in such a manner has not afforded
t he exam ner an opportunity to respond to the new argunent.

Not e Ex parte Hindersinn, 177 USPQ 78

(Bd. App. 1971). Consequently, we will not consider these new
argunments of fact as a basis for changing our prior decision
in this case.

The only question properly raised by the request for
rehearing is the assertion by appellant that Smth does not
support the Board's statenent that Smith suggests that the
conmon node problemin Jove can be solved by connecting the
controllable current sink across the MR element. As noted in
the original decision, Smith specifically refers to the Jove

patent relied on and notes the problem caused by conmmon node

1 The two reply briefs filed in this case were not
entered by the exam ner and, consequently, were not considered
by the Board.
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DC and | ow frequency conponents [Smith, colum 2, line 62 to
colum 3, line 17]. Smth notes that the arrangenent in Jove
still requires coupling capacitors to connect the Jove

anplifier to other amplification circuitry.
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Smith describes a solution to Jove’'s probl em caused by
common node DC and | ow frequency conponents. This solution is
achi eved by coupling a controllable current sink to one end of
the MR element. Smith discloses that the feedback | oop
conprising the controllable current sink controls conmon node
DC and | ow frequency conponents, and effectively perforns the
function of a coupling capacitor [colum 11, lines 15-23].
Thus, the second feedback | oop of Smth functions as a
repl acenent for the coupling capacitor alleged to be necessary
in Jove while still controlling conmon node DC and | ow
frequency conponents.

Qur inquiry in the original decision and our inquiry
now only concerns the nonobvi ousness of the invention as
broadly recited in claim12. W still agree with the exani ner
that the broad nodification of Jove to include a feedback | oop
conprised of a controllable current sink to solve the
recogni zed probl em caused by common nmode DC and | ow frequency
conponents woul d have been obvious to the artisan based on the

suggestions of Smith. The argunents of appellant properly

2 The rest of the appealed clains stand or fall together
as a single group with claim 1.
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raised in the brief and considered in our original decision
are not convincing of error in the examner’s rejection.

We have carefully considered the argunents raised by
appellant in the request for rehearing, but we can find no
errors in our original decision. W are still of the view
that the invention set forth in claim1l would have been
obvi ous within the neaning of 35 U S.C. § 103 in view of the
col |l ective teachings of Jove and Smth.

We have granted appellant’s request to the extent that
we have reconsi dered our decision of October 27, 2000, but we
deny the request with respect to maki ng any changes therein.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 C. F. R
§ 1.136(a).

REHEARI NG DENI ED

JAMES D. THOVAS
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND

N N N N N N N
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) | NTERFERENCES
)
)

LEE E. BARRETT )

Adm ni strative Patent Judge )

KI NNEY & LANGE, P. A

THE KI NNEY & LANGE BUI LDI NG
312 SOUTH THI RD STREET

M NNEAPOLI'S, MN 55415-1002
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