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THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PAUL D. CASE
and ALAN G STEPHENSON

Appeal No. 97-0292
Application 07/814, 7791

HEARD: Decenber 11, 1997

Bef ore COHEN, MElI STER and CRAWFORD, Admni ni strative Patent
Judges.

MEI STER, Adm ni strative Patent Judge.

ON REQUEST FOR REHEARI NG
The appel | ants request we reconsi der our decision nailed
on Decenber 31, 1997, wherein we affirnmed the examner’s

rejections of (1) clainms 1, 4-6, 8, 12-23, 26 and 29-31 as

! Application for patent filed Decenber 30, 1991. According to
appel lants, this application is a continuation of Application 07/541, 861,
filed June 21, 1990, now abandoned.
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bei ng unpatent-able over Cine in view of Hanpl and (2) d ains
9-11 as being unpatentable over Cine in view of Hanpl and
Mont oya. W have carefully reconsidered our decision in |ight
of the argunments advanced; however, we decline to alter our
decision in any respect.

The appel lants note that on page 6 of our decision we
quoted colum 2, lines 39-43, of Cine wherein it is stated
t hat :

The magnesi um oxi de nay be used as the sole filler

for the paper or it may be used in conbination with

the other conventional fillers such as cal ci um

carbonate provided at |east 15% by wei ght of the

wr apper i s magnesi um oxi de. [Enphasis added. ]
The appel l ants on page 3 of the request thereafter state that
(1) “[t]his one statenment in Cine, taken independently from
the remai nder of the reference, nay appear to the Board to
teach what the Board alleges” and (2) “if the Board actually

had considered the reference as a whole, they would have noted

in the paragraph directly after this statenent . . . that
Cline contradicts the Board’ s interpretation.” |n support of
this position the appellants reference colum 2, |line 65,
t hrough colum 3, line 20, of Cine wherein it is stated:
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Nei t her magnesi um oxi de nor the chem cal

adj uvant salts when used alone as a filler or

coating in snoking article wappers substantially

reduce visible sidestream snoke. . . . The amounts

of magnesi um oxi de and chem cal adjuvant enployed in

the wapper are critical and it has been found that

anount s of magnesi um oxi de | ess than 15% and of

chem cal adjuvant salt of less than 0.5% by wei ght

are ineffective in conbination to achieve the

desired reduction in visible sidestream snoke.

Preferably and for maxi mum si destream snoke

reductions, the wapper should contain at |east 35%

magnesi um oxi de and at | east 2.0% of the chem cal

adj uvant salt.

We nust point out, however, the fact that Cine subse-
quently states that (1) magnesi um oxi de when used al one does
not “substantially reduce” visible sidestream snoke and (2)
“preferably” the wapper should contain at |east 35% nmagnesi um
oxi de, does not “contradict” what has previously been stated
in lines 39-43 of colum 2 as the appellants allege. Wile,
of course, that portion of Cline noted by the appellants
i ndi cates that magnesi um oxi de when used alone is ineffective
or unsatisfactory and that the “preferred” enbodi nent is one
whi ch contains at | east 35% magnesi um oxi de, all of the
teachings of a particular reference nmust be eval uated for what
they fairly teach one of ordinary skill in the art, including

t hose teachings that are “phrased in terns of a non-preferred
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enbodi nent or as being unsatisfactory for the intended
pur pose” (enphasis ours). In re Boe, 355 F.2d 961, 965, 148

USPQ 507, 510 (CCPA 1966). W al so observe that what Cine
considers “ineffective” vis-a-vis what the appellants consider
“ineffective” is not clear.

Moreover, we did not sinply rely on lines 39-43 of col umm
2 of Cdine as the appellants inply. |In our decision we also
made note of the fact that in dine:

the first line of the Abstract and colum 2, |ines

17-27, state that the invention is for a wapper

having “at |east 15% by wei ght nagnesi um oxide in

conmbination with at | east 0.5% by wei ght of a

specific chem cal adjuvant,” w thout making any

menti on what soever of “other convention fillers”

bei ng used. Equally significant is the fact that in

i ndependent claiml1l Cine sets forth that the

wr apper contains “at |east 15% magnesi um oxi de and

at least 0.5%of a chem cal adjuvant salt,” w thout

setting forth that the wapper contains “other

conventional fillers.” [Page 6.]

The appellants also urge that they are the “ones” skilled
inthe art and inply that, as such, their interpretation of
Cline should be dispositive. However, as the court stated in

In re Vanto Mach. & Tool, Inc., 752 F.2d 1564, 1575, 24 USPQd

617, 623 (Fed. Cir. 1985): “W too can read this patent and

under stand what it describes.”
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The appellants also note that “there is no clear teaching
in the exanples of Cine utilizing 15% sole total filler or
anything renotely cl ose” (request, page 3) and contend that
the “exanples in dine, however, have been wholly overl ooked
by the Board” (request, page 4). Wile it is true that there
is no specific exanple in Cine of utilizing 15% sole tota
filler, a reference
nmust be evaluated for all it teaches and is not limted to its
specific exanples. In re Snow, 471 F.2d 1400, 1403, 176 USPQ
328, 329 (CCPA 1973).

The appellants’ request is granted to the extent of
reconsi dering our decision, but is denied with respect to
maki ng any changes therein.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

DENI ED
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Adm ni strative Patent Judge
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