TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 150

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

BENJAM N S. TI NG
Juni or Party,!?
V.

THOVAS A. KEAN,

Senior Party.?

Patent Interference No. 103, 833

JUDGMVENT UNDER 37 CFR § 1.640(e)

! lnvolved on two cases:
(1) Patent No. 5,457,410, issued October 10, 1995, based
on Application Serial No. 08/101, 197, filed August 3, 1993.
Assigned to
BTR, INC.; and
(2) Application Serial No. 09/028,769, filed February
24, 1998, for reissue of Patent No. 5,457, 410.

2 Application Serial No. 08/623,715, filed March 29, 1996.
Assigned to XILINX, INC. Accorded the benefit with respect to
Count 1 of: U. S. application Serial No. 08/486, 464, filed June 7,
1995 (now Patent No. 5,552,722); U. S. application Serial No.

08/ 148,793, filed Novenmber 5, 1993 (now Patent No. 5,469,003); and
UK application No. 92 232 26.3, filed Novenber 5, 1992.
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Before METZ, PATE, and MARTIN, Adninistrative Patent Judges.

MARTI N, Adnministrative Patent Judge.

Page 62 of the "DECI SIONS ON MOTI ONS, ETC. "
(hereinafter "Decision") mailed May 24, 2000, 3 states:

Because all of Ting' s involved clains have been
determ ned to be unpatentable for the reasons given
in the above decisions on notions, Ting is hereby
ordered pursuant to 8 1.640(d)(1) to show cause why
j udgnment shoul d not be entered against his patent
claims 1-40 and his reissue clains 1, 3-32, and 35-
40 on the grounds for unpatentability set forth in
Kean's noti ons.

In the event Ting fails to file a "paper"” in
response to the show cause order, Kean has 20 days
fromthe date of the due date [sic] for Ting's
response in which to file a paper explaining why
j udgnment shoul d not be entered against his clains
54-66, 71-73, and
75-82 as unpatentable for the reasons given in the
f oregoi ng deci sions on notions.

Repl acenents for pages 57-61 were faxed to the parties on
May 30, 2000 (paper No. 145). The cover sheet of that paper
changed the due date for Ting's response to the show cause
order to June 30, 2000.

Ti ng responded on June 30, 2000, by filing a
"provisional" request for a final hearing (paper No. 149) to

review t he deci sions on four of Ting' s notions, which request

3 Paper No. 143.
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was indicated to be "provisional to the extent that Party Ting
only requests a final hearing to review the foregoing notions
in the event that Party Kean requests a final hearing on any
of Kean's notions that have been deni ed" (Request at 2). Kean
filed a paper (No. 148%) stating that "the party Kean does not
request a final hearing and is willing to have the board
termnate the interference in accordance with Judge Martin's
decision.™ Accordingly, judgnent is being entered below in
accordance with the show cause order

1. Ting's clains

Pursuant to 37 CFR 8 1.640(e), judgnent is hereby
entered against Ting' s involved patent clains 1-40 (all of the
patent clainms) and agai nst reissue application clains 1, 3-32,
and 35-40 (all of the pending reissue clains) on the follow ng
grounds:

(a) patent clainms 1-40 are unpatentabl e under 35
US C 8§ 112 (Decision at 21, discussing Kean's Mtion Nos. 1-

3);

4 Filed July 6, 2000.
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(b) reissue clains 3, 26,° and 31 are unpatentable
under 8 112 (Decision at 27-39, discussing Kean's Mtion Nos.
15 and 16);

(c) reissue clains 9-11 are unpatentabl e under § 251
(Decision at 40-41, discussing Kean's Mtion No. 19);

(d) patent clainms 1-40 and reissue clainms 1, 3-32,
and 35-40 are unpatentable over Canarota et al. U S. Patent
5,144,166 (Camarota) and El Gamal et al. U S. Patent No.
5,187,393 (EI Ganmal) (Decision at 49-51, discussing Kean's
Motion Nos. 7 and 8); and

(e) reissue clains 1, 3-8, 11, 12, 20-24, 27-29, and
35-38 are unpatentabl e for obviousness over Camarota in view
of Kean's International Publication No. WO 90/11648 (Deci sion

at 53-56, discussing Kean's Mtion No. 17).

> Caim26 is incorrectly identified as claim36 at page 27
of the decision. It is clear fromthe discussion at pages 35-36
that claim 26 was intended.
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2. Kean's cl ai ns

Judgnent is hereby entered agai nst Kean's invol ved
application clains 43-66, 71-73, and 75-82 on the foll ow ng
grounds:

(a) clainms 43-52 and 54 are unpatentable for
anticipation by Camarota and claim53 is unpatentable for
obvi ousness over Camarota in view of El Gamal (Decision at 44-
45, discussing Ting's Mition C); and

(b) clainms 55-66, 71-73, and 75-82 are unpatentable
for obvi ousness over Camarota in view of El Gamal (Decision at
45- 49, discussing Ting's Mtion E)

Judgnent is, however, entered in favor of Kean's

i nvolved clainms 67 and 68, which were not held unpatentable in
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the Decision. Consequently, on the record before us Kean is

entitled to a patent including those clains.?®

)
)
ANDREW H. METZ )
Adm ni strative Patent Judge)
)
) BOARD
OF
) PATENT
APPEALS
WLLI AM F. PATE, 111 ) AND
Adm ni strative Patent Judge) | NTERFERENCES
)
)
)
JOHN C. MARTI N )

Adm ni strative Patent Judge)

6 Kean's pending clains 69, 70, and 74 are not involved in
the interference.
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CC:

Edward E. Kubasiew cz, Esq.
McDernmott, WIIl & Emery
600 13th Street, N W

Washi ngton, DC  20005- 3096

Charles L. Ghol z, Esaq.

ol on, Spivak, Mdelland,
Mai er & Neust adt

1755 Jefferson Davis H ghway

Sui te 400, 4th Fl oor

Arlington, VA 22202



