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The subject matter of this interference is a drive
rivet, i.e., a rivet which carries a pin that when driven home
forces the rivet into aligned holes in two or more members to be
joined together and then causes the entry end of the rivet,
divided into quadrants, to spread apart and fix the rivet in
place. The drive rivet disclosed in each party's involved
application has a shank consisting of two cylindrical shank
portions of different diameters Jjoined together by a tapered
shank portion.

A. The count

Count 1, which is a copy of Henry's claim 1, is
reproduced below with the numbers of the corresponding elements
of Ellis et al.'s (Ellis's) disclosed rivet indicated in
brackets:

Count 1
A rivet comprising:
a body having a head [14] at [sic, with]

an outer peripheral surface spaced from a

central axis of said head by a first radius;
a relatively large outer diameter

portion [18] positioned on said body axially

inwardly of said head, said relatively large

outer diameter portion having an outer

peripheral surface spaced from said axis by a

second radius which is less than said first

radius;

‘arelatively small outer dianeter
portion [22] positioned on said body spaced

axially inwardly fromsaid relatively |arge
outer dianmeter portion, said relatively snall
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outer dianeter portion having an outer

peri pheral portion spaced fromsaid axis by a
third radius which is |l ess than said second
radi us;

a pin [32] extending axially through a
bore [24] in said body, and at least through
a portion of said relatively great [sic,
large] outer diameter portion [18], said pin
being movable further axially inwardly
relative to said body;

at least said relatively small outer
diameter portion [22] being formed of a
plurality of quadrants [l6a-16d] separated by
slots [unnumbered] extending to an end of
said small outer diameter portion [22], and
said pin being movable axially inwardly
relative to said relatively small outer
diameter portion and through said small outer
diameter portion to force said quadrants to
bend radially outwardly and set said rivet
body in a hole; and

blocking portions [unnumbered] extending
radially inwardly into said bore such that
they are at least partially coaxial with said
pin when said pin has not been forced axially
into said head.

B. The issue

The only issue before us is priority. Because the
parties' involved applications are copending, Junior Party Ellis
has the burden of proving priority by a preponderance of the
evidence. 37 CFR § 1.657(b).

Only Ellis submitted priority evidence, which consists
of declaration testinmony and exhibits by inventors Thomas Ellis
and Janes Vickers and by a nunber of noninventors: Paul O Rourke,

Wl liam Franme, Mark Rayne, and Ednund Koza. Henry has not
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chal | enged any of the testinony or exhibits of the inventors as
| acki ng corroboration.
C. Findings of Fact

Henry agrees with and adopts (H Br.2® 3) Ellis's
Statenent of the Facts (E. Br. 4-14), which are provided as an
Appendi x to this opinion and include citations to the supporting
exhibits and testinmony. Wth the exception of Ellis's assertion,
di scussed infra, that Southco designed the pre-existing rivet
(Statenent of Facts, ¥ 6), we adopt Ellis's Statenment of the
Facts as our own Fi ndings of Fact.
D. The parties' positions

Henry does not dispute Ellis's claimthat the evidence
establ i shes conception and an actual reduction to practice of the
following two different rivet designs prior to Henry's
Decenber 9, 1992, filing date:

(a) a "three-stage" rivet (EX 9 and 12-14) that
i ncludes three cylindrical shank portions of different dianeters,
which rivet is not shown in the drawings of Ellis's invol ved
application but is described therein (Spec. at 7:11-14); and

(b) a subsequently devel oped "partially tapered" rivet
(EX 15 and 18) that includes two cylindrical shank portions of
different diameters joined by a tapered shank portion, which

rivet is depicted in Ellis's application draw ngs.

8 Henry's brief. Ellis's opening and reply briefs are

identified herein as "E.Br." and "E.Rep.Br." Ellis's records and
exhibits are identified as "ER' and "EX. "

- 4 -
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As shown in Figures 3 and 4 of Ellis's application
drawi ngs and as explained in the testinony, Ellis's rivets were
desi gned to accommbdate as nany as three structural nenbers
(el enments 28a-28c), whereas the pre-existing rivets that were
bei ng supplied by Southco to Unistrut were capabl e of
satisfactorily joining only two structural nenbers (Statenent of
Facts, Y 6). Henry argues that neither of Ellis's rivet designs,
both of which he characterizes as "three-stage" rivets, can be
relied on as evidence of priority, because the count is directed
to the pre-existing rivet, which Henry characterizes as a "two-
stage" rivet of his own design (H.Br.7). For the follow ng
reasons, this "two-stage" characterization of the pre-existing
rivet appears to be incorrect. The record before us does not
include a drawing of the pre-existing rivet; although it is
allegedly (H. Br. 7) shown in the sketch which acconpani ed Henry's
prelimnary statenment (paper No. 9), 8 1.629(e) precludes Henry
fromrelying on it as evidence of priority.* Nevertheless, Henry
correctly argues (H. Br. 7-10) that the structure of the pre-
existing rivet can be deduced fromthe testinony and exhibits
whi ch explain the devel opnent of Ellis's rivet designs. W note
in particular EX 9, one of the drawings of Ellis's three-stage
rivet (Statenment of Facts, T 11), which shows a shank consi sting
of three cylindrical portions wth dianeters of 0.531", 0.500",

and 0.406" joined by two tapered portions. The testinony that

* That provisionreads: "Aprelimnmnary statement shall not be

used as evidence on behalf of the party filing the statement.”

- 5 -
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this design was devel oped by adding the additional step at the
insertion end of the pre-existing rivet (Statenent of Facts,  6)
suggests that the shank of the pre-existing rivet consists of two
cylindrical portions with dianmeters of 0.531" and 0. 500" joi ned
by a tapered portion.®> Mreover, there is no testinony or
docunent suggesting that the shank of the pre-existing rivet
consists of two cylindrical portions of different dianeters
W thout an internediate tapered portion. As a result, we do not
agree with Henry's characterization of the pre-existing rivet as
a "two-stage" rivet or his argunent that it is distinguishable in
that respect on that basis fromEllis's three-stage rivet and
fromEIlis's partially tapered rivet, which Henry describes as a
"three-stage rivet with a tapered m ddle stage" (H Br. 6).
E. The scope and neani ng of the count

Because the shank of the pre-existing rivet on which
Henry relies consists of two cylindrical portions of different
diameters joined by an internedi ate tapered portion, it is not
necessary to deci de whether the count is broad enough to read on
a rivet having a shank consisting of two cylindrical portions of
different dianmeters without an internediate portion, as urged by
Henry. Nevertheless, in the interest of conpl eteness we have
consi dered that question and conclude that the answer is yes.

To construe the count we nust | ook at the

| anguage as a whol e and consi der the
grammatical structure and syntax. Credle v.

> These 0.531" and 0.500" dianeters are also the dianeters
given in the prelimnary statenment sketch

- 6 -
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Bond, 25 F.3d 1566, 1571, 30 USPQd 1911,

1915 (Fed. Cir. 1994).
In the absence of anmbiguity, it is fundanental
t hat the | anguage of a count should be given the
br oadest reasonable interpretation it wll support
and shoul d not be given a contrived, artificial,
or narrow interpretation which fails to apply the
| anguage of the count in its nbst obvious sense.
Only when counts are anbi guous nmay resort be had
to the application where the counts originated,
and this court does not | ook to the specification
to determ ne whether there is an anbiguity.

In re Baxter, 656 F.2d 679, 686, 210 USPQ 795, 802

(CCPA 1981)(citations omtted).

Genentech Inc. v. Chiron Corp., 112 F.3d 495, 500, 42 USPQd

1608, 1612 (Fed. Cir. 1997). As neither party contends the count
i s anbi guous, the count will be construed w thout resort to
either party's involved application. Henry argues that the count

describes a rivet having a head and a shank with two

stages - one stage having a relatively |arger dianeter

than the other. Wat Junior Party Ellis has provided

is evidence of an inprovenent - a third stage - to the

pre-existing two stage rivet claimed in Count 1 and

i nvented el sewhere by Senior Party Henry. [H Br. 7.]
Ellis's briefs for final hearing do not challenge Henry's
interpretation of the scope as reciting a "two-stage" rivet,
argui ng instead that the count is broad enough to enconpass his
three-stage and partially tapered rivets (E.Rep.Br.2).° However,
at the oral hearing Ellis argued that Henry's interpretation of
the count is incorrect because it fails to take into account the
term "spaced” in the phrase "a relatively small outer dianeter
portion positioned on said body spaced axially inwardly from said

relatively large outer dianeter portion" (enphasis added).

® Ellis's opening brief does not address the question of
count construction.
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Henry's failure to include this argunent in his brief(s)
precludes himfromhaving it considered at final hearing. See

Rosenblum v. Hiroshima, 220 USPQ 383, 384 (Commir Pat. 1983):

The purpose of oral argunment at final hearing is to
enphasi ze and clarify witten argunment in the brief.
Conpare In re Chiddix, 209 USPQ 78, 79 (Commr. Pat.
1980). A party in an interference should not be
permtted to raise for the first tinme orally at final
hearing an i ssue which shoul d have been bri efed.

Consequently, we will treat Ellis as having conceded that the
count does not require a third shank portion internediate the
claimed relatively large and relatively small diameter shank
portions. As w || appear, however, the outcone of the
interference would be the sane even if we agreed with Ellis's
narrower interpretation of the count.

Henry argues that for the followng reasons Ellis is
precluded fromrelying on either of his rivets to prove priority
with respect to the count:

Junior Party Ellis has not stated nor [sic]
i ndi cated through any evi dence exactly how each
[imtation of Count 1 is satisfied. Party Ellis
| eaves the inventorship of the actual pre-existing
subj ect of Count 1 nysterious. The Court of
Appeal s for the Federal Crcuit clearly states
that in establishing conception, a party nust
prove it conceived of every limtation of the
count. Kridl [v. MCormck], [105 F.3d 1446,
1449,] 41 U.S.P.Q 2d [1686,] 1689 [(Fed. Cir.
1997); Coleman [v. Dines], [754 F.2d 353, 359,]
224 U.S.P.Q [857,] 862 [(Fed. G r. 1985)]. The
reason Party Ellis has not explained how it
concei ved of each Iimtation of Count 1 is because
Junior Party Ellis did not invent what is clained
in Count 1, Senior Party Henry did. Instead of
inventing what is clainmed in Count 1, Junior Party
Ellis has set forth evidence of its inprovenent to
the rivet of Count 1. [H Br. 6-7.]
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Henry's reliance on Kridl and Colenan is m splaced, as these
cases do not preclude a party fromproving priority based on a
device which includes nore elenents than are recited in the
count. Furthernore, the presence of "conprising” in the count's
preanble permts Ellis to prove priority with a rivet that

i ncl udes nore than two shank portions, including Ellis's three-

stage rivet and his partially tapered rivet. See Genentec,

112 F. 3d at 501, 42 USPQRd at 1613:

This interpretation of the count [as not excluding
certain features] is consistent with the open-ended
term"conprising.” "Conprising”" is a termof art used
in clai mlanguage which neans that the nanmed el ements
are essential, but other elenents nmay be added and
still forma construct within the scope of the claim
In re Baxter, 656 F.2d [679,] 686, 210 USPQ [ 795,] 802
[ (CCPA 1981)].

F. Ellis's case for prior conception
and prior actual reduction to practice

Al t hough Henry does not dispute Ellis's claimthat both
the three-stage rivet and the partially tapered rivet were
concei ved and actually reduced to practice prior to Henry's
Decenber 9, 1992, filing date, we hold that Ellis has failed to
prove the alleged actual reduction to practice of the three-stage
rivet, because O Rourke's testinony establishes that Unistrut
considered this design unsatisfactory for its intended purpose of
joining together two tubes and a fitting (Statenent of Facts,

1 13). See DSL Dynam c Sciences Ltd. v. Union Swtch & Signal ,

928 F.2d 1122, 1125, 18 USPRd 1152, 1154 (Fed. Gr. 1991):

[ Plroof of actual reduction to practice
requires a showi ng that "the enbodi nment
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relied upon as evidence of priority actually
worked for its intended purpose."” Newkirk v.
Lulejian, 825 F.2d 1581, 1582, 3 USPQ2d 1793,
1794 (Fed. Cir. 1987). This is so even if
the "intended purpose” is not explicitly set
forth in the counts of the interference.

See, e.qg., Elnore v. Schmtt, 278 F.2d 510,
125 USPQ 653 (CCPA 1960); Burns v. Curtis,
172 F.2d 588, 80 USPQ 587 (CCPA 1949).

However, the testinony does establish that by October 5, 1992,
Uni strut considered the partially tapered rivet to be
satisfactory for its intended use (Statement of Facts, f 20).°

The burden therefore shifts to Henry to prove a date of invention

prior to that date. English v. Ausnit, 38 USPQd 1625, 1630 (Bd.
Pat. App. & Int. 1993)(citing Kwon v. Perkins, 6 USPQ2d 1747,
1752 (Bd. Pat. App. & Int. 1988), aff'd, 866 F.2d 325, 12 USPQd

1308 (Fed. Gr. 1989); D Amico v. Brown, 155 USPQ 534 (Bd. Pat.

Int. 1967); and Fisher v. Gardiner, 215 USPQ 620 (Bd. Pat. Int.
1981)).
G Henry's case for priority

Al t hough the count under either party's construction is
broad enough to enconpass the pre-existing rivet, Henry's case
for priority fails because the evidence fails to identify,
directly or by inplication, Henry as the inventor of that rivet.

See | Rivise & Caesar, Interference Law & Practice 8 112, at p

323 (M chie Co. 1940) ("a person cannot claimto be the inventor

7 Unistrut's Septenber 29, 1992, expression of satisfaction
with this rivet was conditioned on further testing (Statenent of
Facts, | 15).

_lo_
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of an invention which was concei ved by another person").® As a
result, priority with respect to the count is being awarded to
Ellis based on his actual reduction to practice of the partially
tapered rivet.
H  Judgnent

Judgnent on the issue of priority as to Count 1, the
sole count, is hereby entered in favor of Ellis's clains that
correspond to the count (i.e., clains 1 and 6), which neans Ellis
is entitled to a patent including those clains. Judgnent on the
issue of priority therefore is hereby entered against Henry's
clains that correspond to the count (i.e., clains 1-3 and 5),
whi ch nmeans Henry is not entitled to a patent including those

cl ai ns.

N

lan A. Cal vert
Adm ni strative Patent Judge)

p—

)  BOARD OF
) PATENT APPEALS

John C. Martin ) AND

Admi ni strative Patent Judge) | NTERFERENCES
)
)

® Nor does the testinony identify anyone el se as the i nventor

of the particular pre-existing rivet at issue. Wi |l e O Rour ke
testified that "Unistrut is in the business of manufacturing netal
fram ng and has been a |l ong ti ne custoner of Southco since at | east
t he 1960' s[,] purchasi ng various types of expandi ng ri vets desi gned
by Southco for use with Unistrut netal framng" (ER 1, T 3), the
cited testinony does not support the assertion in § 6 of Ellis's
Statenent of Facts that "the [pre-existing] rivet sanple which had
been supplied to Unistrut was designed by Southco."

_ll_
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)
Murriel E. Crawford )
Adm ni strative Patent Judge)

_12_
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JCM cam
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APPENDI X - ELLI S S STATEMENT OF FACTS
Ellis's Statement of Facts (E. Br. 4-14) reads as
follows, with our headings inserted in brackets:
[ Backgr ound]

1. Southco is in the business of designing
and manufacturing | atches and access hardware
for custoners worldw de and has specialized
in the design of expanding rivets since 1945
(O Rourke, ER 1:5-7). Unistrut is in the
busi ness of manufacturing netal fram ng and
has been a long tine custoner of Southco
since at |east the 1960's[,] purchasing
various types of expanding rivets designed by
Sout hco for use with Unistrut netal fram ng
(O Rourke, ER 1:8-12).

2. In June 1992 Sout hco was engaged in an
effort to design for Unistrut an expandi ng
rivet for Unistrut's “Telestrut” tel escoping
strut system (O Rourke, ER 1:13-15).

[Problenms with the pre-existing rivet]

3. On June 8, 1992, M. Paul M O Rourke,
Manuf acturer's Representative for Southco

(O Rourke, ER 1:1-4), received a tel ephone
call fromM. Thomas D. Wight, Sales Manager
for Unistrut[,] concerning the perfornmance of
rivets which had been previously supplied by
Southco to Unistrut. M. Wight informed M.
O Rourke that the rivets previously supplied
by Southco did not satisfy certain

requi renments inposed by Unistrut's

“Tel estrut” tel escoping strut system

(O Rourke ER 2:1-6). M. O Rourke's
handw i tten nmenorandum of the tel ephone call
with M. Wight is identified as “Ellis
Exhibit 1.

4. On June 9, 1992, M. O Rourke received
fromM. Wight a handwitten | etter together
Wi th sanples of the Unistrut tubes with the
previously supplied rivets illustrating the
condi tions which Unistrut desired the rivets
to neet and the failure of those rivets to
satisfy the requirenents (O Rourke, ER 2:7-

App. 1
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12). M. Janmes H Vickers, Product Engi neer
for Southco and named i nventor in the Junior
Party Ellis patent application (Vickers, ER
11:1-4), also received a copy of the
handwitten letter fromM. Wight to M.

O Rourke that same day. (Vickers, ER 11:5-
9). M. Wight's June 9, 1992 letter is
identified as “Ellis Exhibit 2”.

5. M. Wight identified in his June 9, 1992
letter three specific conditions which

Uni strut desired to have net for its

“Tel estrut” telescoping strut system in
particular, a single rivet that could be used
to connect a fitting to a single tube, tube
to tube, and fitting to two tubes. M.
Wight's coment in his letter that “we seem
to have great difficulty when trying nunber
3" refers to the rivets which Southco had
previously sent to Unistrut and the failure
of those rivets to satisfy the third
condition, which is to connect two tubes plus
one fitting. (Vickers, ER 11:9-17). The
probl em presented by the Uni strut
requirenents was the range of grips required
for a single rivet to provide a tight fit for
a single tube as well as to provide a tight
fit for two tubes together with a fitting.
The rivet which has been supplied failed to
satisfy the requirement of the |arger grip.
(O Rourke, ER 2:13-17).

[ The three-stage rivet]

6. On June 10, 1992, M. Vickers, M. Thonmas
J. Ellis, a Manufacturing Engi neer for

Sout hco and nanmed inventor in the Ellis
patent application (Ellis, ER 5:1-4), and M.
WIlliam R Franme, Manager of Mnufacturing
Technol ogi es for Southco (Frane, ER 16:1-2),
met at Southco's corporate headquarters in
Concordville, Pennsylvania in order to

di scuss the design of the rivet sanple
previously supplied to Unistrut and
Unistrut's reaction to that rivet sanple
(El'lis, ER 5:5-10; Vickers, ER 12:1-5; and
Frame, ER 16:3-8). M. Vickers advised
Messrs. Frane and Ellis at that neeting that
Uni strut now wanted a single rivet to neet
the nmultiple requirements inposed by
Unistrut's “Telestrut” tel escoping strut

App. 2
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system and the previously supplied rivet did
not satisfy those requirenments. Also, M.

Vi ckers advi sed that Unistrut was havi ng
difficulty installing the previous Southco
rivet through three layers; in particular,

t hrough two tubes and one fitting in
Unistrut's Tel estrut system (Vickers ER

12: 5-13; Frame, ER 16:8-15; and Ellis, ER
5:6-13). Messrs. Vickers, Frane and Ellis

di scussed that the particular problem
presented by the Unistrut requirenents was
that the rivet sanple which had been supplied
to Unistrut was designed by Southco for a
l[imted grip range only to be installed

t hrough one tube and one fitting. (EIlis,

ER 5:17-6:3; Vickers, ER 12:13-17; and Frane,
ER 16:15-19). In the course of that neeting,
M. Vickers made the suggestion of producing
a three-stage rivet[,] which had not been
done before to M. Vickers['], M. EIlis" or
M. Frame's know edge. (Ellis, ER 6: 3-6;

Vi ckers, ER 12:17-19; and Frane, ER 16:19-
17:3). WM. Vickers, M. Ellis and M. Frane
each understood that the reduced dianeter
near the end of the shank provided by the
addi ti onal step should reduce the driving
force when installed through three | ayers
while still functioning through two |ayers,
and thus satisfy the Unistrut requirenents.
(El'lis, ER 6:6-11; Vickers, ER 12:19-24; and
Frame, ER 17:3-7). It was agreed that M.
Ellis would prepare the necessary draw ngs of
the nodified rivet, fromwhich sanples would
be prepared and sent to Unistrut, (Ellis,

ER 6:11-13).

7. On June 10, 1992, M. Vickers sent a
handwitten letter by facsimle to M.

O Rourke responding to the matters rai sed by
M. Wight in his June 9, 1992 letter. M.
Vickers' letter is identified as “Ellis
Exhibit 3. M. Vickers' coment in his
letter regarding the “hard driving through
three thicknesses” refers to the difficulty
that Unistrut was having in attenpting to use
t he previous Southco rivet to connect two
tubes plus one fitting, which is identified
as nunber 3 in M. Wight's June 9, 1992
letter. M. Vickers' comment in the letter
that the hard driving through three

t hi cknesses “is not surprising” refers to the

App. 3



Interference No. 103, 414

fact that the rivet which Southco had earlier
supplied to Unistrut was specified to have a
maxi mum grip of .356", which corresponds only
to one tube and one fitting of the Tel estrut
system and Unistrut was attenpting to use
the rivets to connect two tubes plus one
fitting. |In paragraph two of M. Vickers'
letter he advised M. O Rourke of his
conception of providing an additional step on
t he shank[,] producing a three-stage rivet,
whi ch would work to reduce the driving force
when installed through all three | ayers, and
thus satisfy each of the three conditions set
out in M. Wight's June 9, 1992 letter
(El'lis “Exhibit 2"). M. Vickers' reference
in his letter to “all three layers” refers to
the condition in which the rivets woul d
connect two tubes plus one fitting,
corresponding to condition nunber 3 in M.
Wight's June 9, 1992 letter. M. Vickers
advi sed M. O Rourke that sanples woul d be
sent to M. O Rourke by June 17, 1992.

(O Rourke, ER 2:18-3:5 and Vickers, ER 13:1-
20) .

8. On or about June 11, 1992, M. EIlis
prepared a first handwitten drawi ng of a
three-stage rivet, which is identified as
“Ellis Exhibit 12.” 1In this drawing, the

di ameter of the third stage at the end of the
shank is shown as being .468”, and the

di stance fromthe top of the third stage to

t he under side of the rivet head is shown as
being .408". M. ElIlis'" notation that

[reads] “need Fri 12 June” refers to the date
in which sanpl es based on this drawi ng were
needed. (Ellis, ER 6:14-21).

9. On or about June 12, 1992, M. HIis
prepared a second handwitten drawi ng of a
three-stage rivet, which is identified as
“Ellis Exhibit 13.” The drawi ng shown in
Ellis Exhibit 13 is a nodification of that
shown in Ellis Exhibit 12 in that the

di ameter of the third stage was changed to

. 437" and the distance fromthe top of the
third stage to the under side of the rivet
head was changed to .380". M. ElIlis'
handwitten note “need 6/15 Mon” again refers
to the date that sanples were needed (ElIis,
ER 6:22-7:6).

App. 4
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10. On or about June 15, 1992, M. EHIlis
prepared a third handwitten drawi ng of a
three-stage rivet, which is identified as
“Ellis Exhibit 14”. In that drawi ng, the
diameter of the third stage again has been
nodi fied and is shown as .406,” while the
di stance fromthe top of the third stage to
t he under side of the rivet head is shown as
. 380", which is the sanme as that shown in
Ellis Exhibit 13. M. Ellis noted on this
drawi ng “need soon” because M. Vickers had
prom sed to have sanpl es sent out by
Wednesday, June 17, 1992. (Ellis, ER 7:7-
15).

11. On June 15, 1992, M. Ellis prepared a
fourth handwitten drawi ng of a three-stage
rivet, which is identified as “Ellis

Exhibit 9”. In that drawi ng, the dianeter of
the third stage as well as the distance from
the top of the third stage to the under side
of the rivet is the sanme as that shown in
Ellis Exhibit 14, which is .406" and . 380",
respectively. In addition, in the draw ng of
Ellis Exhibit 9 there are other dinensions
that M. Ellis added for the entire rivet
structure. M. Ellis also noted that the
grip range was between .200" mnimmto .460"
maxi mum whi ch woul d satisfy the requirenents
i nposed by Unistrut's “Telestrut” system

M. Ellis noted that at maximumgrip of this
design, the required driving force is 1500

[ measurenent units not specified] in order to
provide a tight joint, which satisfied
Unistrut's problemw th the sanpl es
previously supplied that did not provide a
tight fit for three layers, in particular two
t ubes together with one fitting. (Ellis, ER
7:16-8:7).

12. Sanpl es were prepared based on the
rivets shown in Ellis Exhibit 9 and were sent
on June 15, 1992 by M. Vickers to M. Wight
and M. Herbert J. Henry at Unistrut. (Ellis,
ER 8:8-11 and Vickers, ER 13:23-24). The
rivet sanples were acconpani ed by a
handwitten letter that M. Vickers had
prepared, which is identified as “Ellis
Exhibit 10". In M. Vickers' letter, he

advi sed that the rivets were nodified so as
to reduce the driving force at the naxi num
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grip thickness in accordance with Unistrut's
requirement. M. Vickers also advised the
results of Southco's tests which showed that
the driving force at the maxi num grip, which
is through two tubes plus one fitting, was
approximately equal to the [driving force
required for the] previous sanples through
the thinner grip, which is through one
fitting to single tube. At the top of the
page of M. Vickers' letter, the date is
incorrectly identified as 15 June 93 and
shoul d instead read 15 June 92. (Vickers, ER
13:22-14:10).

13. M. O Rourke subsequently received a

t el ephone call from Unistrut, which he
believes was from M. Wight, who expressed
di ssatisfaction with the three-stage rivet
t hat he had received from Sout hco.

(O Rourke, ER 3:8-10). M. O Rourke
subsequently advised M. Vickers by tel ephone
that Unistrut was not satisfied with the
three-stage rivet. (Vickers, ER 14:11-14).
M. Vickers in turn thereafter relayed this
information to M. Ellis. (Ellis, ER 8:12-
16) .

[ The partially tapered rivet]

14. In Septenber 1992, M. Ellis conceived
of an alternate design in which the three-
stage rivet was nodified to substitute a
taper for the mddle stage on the shank. The
partially tapered shank design provided a
grip range between .200" mnimumto .460["]
maxi mum corresponding to that of the three-
stage design. The primary differences in the
partially tapered shank design fromthe

t hree- stage shank design are seen at the
maxi mum grip of the Telestrut system which
is through two tubes and one fitting. 1In
particul ar, when installing the rivets, the
partially tapered shank provides for easier
driving than the three-stage design, however,
the partially tapered shank also yields a
less tight joint than that provided by the

t hree-stage design. Sanples of the partially
t apered shank design were nmade and sent to
Unistrut. (Ellis, ER 8:17-9:7).
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15. On Septenber 29, 1992, M. EHlis
received a tel ephone call from Unistrut, he
believes fromM. Wight, who appeared to be
satisfied with the partially tapered shank
design, subject to further testing of a
sample lot. (Ellis, ER 9:8-11). M. Ellis
subsequently advised M. O Rourke on or about
Sept enber 29, 1992 that he had devel oped a
rivet in which the three-stage rivet was
nodified to substitute a taper for the mddle
stage on the shank, which he had sent to

Uni strut and that Unistrut appeared to be
satisfied subject to further testing of a
sanple lot. (O Rourke, ER 3:11-15). M.
Ellis subsequently advi sed M. Vickers of the
same informati on on or about Septenber 30,
1992. (Vickers, ER 14:15-18). M. Vi cker s
prepared a work order shown in “Ellis Exhibit
11" dated Septenber 30, 1992 for the rivet

wi th tapered shank per sanples supplied by
M. Ellis. (Vickers, ER] 14:19-15:3).

16. On Septenber 29, 1992, M. Ednund S.
Koza, Engineering Technician for Southco
(Koza, ER 20:1-2), received a Sal es Request
for Information fromM. Mark S. Rayne,

Modi fi cati ons Coordi nator for Southco (Rayne,
ER 18:1-2), in which M. Rayne asked M. Koza
to contact M. Ellis in relation to M.

Ellis' nodified rivet design in order to find
out specifically what changes had been nade.
A copy of the Sales Request for Information
is identified as “Ellis Exhibit 4. (Koza,

ER 20: 3-8).

17. M. Ellis, in response to Unistrut's
interest in the partially tapered shank

desi gn, proceeded to prepare a Manufacturing
Drawi ng for the production of prototypes
based on the partially tapered design, which
M. Ellis conpleted on October 5, 1992. The
Manuf acturing Drawi ng which M. Ellis
prepared is identified as "Ellis Exhibit 15”.
(Ellis, ER 9:12-16).

18. M. Koza, pursuant to M. Rayne's
request, contacted M. Ellis[,] who advised
M. Koza of the partially tapered shank
design and al so showed M. Koza a draw ng of
the partially tapered shank design which M.
Ellis was preparing, fromwhich M. Koza
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revised an earlier blue print drawing to
reflect M. ElIlis'" nodification, which M.
Koza conpl eted on Cctober 7, 1992. M.
Koza's blue print drawing is identified as
“Ellis Exhibit 18". M. Koza then forwarded
this drawing to M. Rayne that sane day,
which is identified as “Ellis Exhibit 4”.
(Koza, ER 20:9-21:1).

19. On Cctober 5, 1992, M. Ellis sent an
i n-house correspondence to M. Vickers to
have a work order issued based on the

drawi ngs of the partially tapered shank that
M. Ellis had prepared. M. EIlis’
handwitten in-house correspondence to M.
Vickers is identified as “Ellis Exhibit 16”.
(Ellis, ER 9:17-21).

20. On Cctober 5, 1992, M. O Rourke
received a faxed nessage from M. Wight of
Uni strut asking for a revised quotation on
the tapered rivet for volume purchasing,

i ndicating that Unistrut was satisfied with
t he product, which is identified as “Ellis
Exhibit 5. M. O Rourke forwarded the
request to Southco on October 6, 1992[, ]
which is identified as “Ellis Exhibit 6”.
(O Rourke, ER 3:16-21).

21. On Cctober 6, 1992, M. Rayne received
t he menorandum from M. O Rourke, requesting
a Sout hco drawing as well as an updated quote
for Unistrut if there is a cost difference in
the tapered rivet design. (Rayne, ER 18: 3-
7).

22. On Cctober 8, 1992, M. Rayne sent a
revi sed quote together with a revised draw ng
inrelation to the tapered rivet design to
M. Wight at Unistrut. Copies of the
revised quote and drawing are identified
respectively as “Ellis Exhibits 17 and 18".
The revised drawi ng of the tapered rivet was
prepared by M. Roza based on the information
fromM. Ellis. (Rayne, ER 18:8-15).

23. On Novenber 17, 1992, M. O Rourke
received a tel ephone order from Unistrut,
which M. O Rourke believes was from M.
Wight, for 50,000 of the tapered rivets.

M. O Rourke's handwitten nenorandum of that

App. 8



Interference No. 103, 414

t el ephone order is identified as “Ellis
Exhibit 77. (O Rourke, ER 4:1-3).

24. The tapered rivets were ordered by

Uni strut and were nanufactured and delivered
by Southco. (O Rourke, ER 4:4-5; Ellis,

ER 14:1-2; Vickers, ER 15:1-3).

25. Southco's tapered rivets were
illustrated in the 1993 Tel estrut Catal og of
Uni strut on pages 5, 7, 17 and 18, which is
identified as “Ellis Exhibit 8. (O Rourke,
ER 4:4-7).
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