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I nterference No. 101, 981

Final Hearing: July 14, 1994

Before CAROFF, DOWNEY, WILLIAM F. SMITH, and LORIN, Administrative Patent Judges.*

LORIN, Administrative Patent Judge.

BACKGROUND

When originally declared, this interference involved four parties and was captioned Qadri
et al. v. Chu v. Beyers at al. v. Batlogg et al. In a decision on motions (paper no. 131), the
Administrative Patent Judge (APJ)’ granted both Chu’s motion under §§1.633(i) and (c)(4)
(paper no. 95) to redefine the interfering subject matter to exclude those claims, claims 16, 20-

28, 47-49, 56-65 and 82-93, not limited to single-phase compositions and Beyers’ motion for

* The three menber panel which heard the oral argunment consisted of

Admi ni strative Patent Judges Ronald H. Snmith, Caroff and WlliamF. Smth.

Adm ni strative Patent Judge Downey was added to this panel for purposes of
rendering the decision. Administrative Patent Judge Lorin has been substituted
for Administrative Patent Judge Ronald H Snith, who retired subsequent to the
hearing. Legal support for adding additional nmenbers to the original panel,

wi t hout necessity for reargunent, can be found in In re Bose Corp., 772 F.2d

866, 227 USPQ 1, 4 (Fed. Cr. 1985). Ex parte Remark, 15 USPQ2d 1498, footnote 1

(Bd. Pat. App & Int.).

5Forrrerly Exani ner-1n-Chief (EIC).
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judgment under §1.633(a) (paper no. 37) against Chu on grounds that Chu’s claim 94 lacked
adequate support, i.e., written description and enablement, for including inoperative species. As a
result of granting Chu’s motion, this interference was redeclared (paper no. 132) to designate all
but one (claim 94) of Chu’s claims as not corresponding to the count. As a result of granting
Beyers’ motion, Chu was placed under a show cause order under 37 C.F.R.§ 1.640(d)(1). Chu
responded to the show cause order (paper no. 135) requesting permission under § 1.615(a) to
amend claim 94. The request to amend the claim was dismissed, inter alia, as not timely filed as
required by § 1.645(b) and, accordingly, judgment (paper no. 142) was entered against Chu.
Qadri v. Chu, 18 USPQ2d 1254 (Bd. Pat. App & Int. 1990).° On appeal, the Board’s decision

was affirmed (Chu v. Qadri et al. v. Beyers et al. v. Batlogg et al., No. 91-1319 (Fed. Cir. 1992);

paper no. 203).

Consequently, this interference now involves:

Qadri et al. (Qadri) — Serial No. 07/158,483, filed February 22, 1988;’

®Batl ogg had a sinmilarly “overbroad” claim— claim16. To be consistent
with its decision granting Beyers’ npotion against Chu, the APJ noved sua
sponte for judgnent against Batlogg pursuant to 37 CF.R § 1.641 on the
ground that Batlogg’ s claim 16 was unpatentable under 35 U S.C. § 112,
first paragraph, for lack of an enabling disclosure for a nmethod of
maki ng the cl ai med superconductors wherein the rare earth el ement was
solely Sc (paper no. 143). A notion pursuant to 88 1.633(i) and (c) to
anmend the claimto renove the i noperative species was filed (paper no.
150) and granted (paper no. 155).

"According to Qadri (Prelimnary Mdtions under 37 C.F.R § 1.633; Mdtion
to Declare An Additional Interference (i.e., Q7); paper no. 39), this

3
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Beyers et al. (Beyers) — Serial No. 07/024,653, filed March 11, 1987; and

Batlogg et al. (Batlogg) — Serial No. 07/021,229, filed March 3, 1987.*

By virtue of their effective filing date of March 3, 1987, Batlogg et al. are the senior party in
this interference, 37 C.F.R. §§ 1.657 and 1.601(m).

Count 1, the sole count at issue, reads as follows:

Count 1
A crystalline essentially single phase composition having a perovskite like
structure, exhibiting zero electrical resistance at a temperature of 70° K or higher, having the

formula:

A,B,Cu,0,

application was originally filed with product and process clains. The
exam ner required a restriction and Qadri elected to prosecute the
product clains nowin this interference. Qadri indicated that a
“divisional application was filed Decenber 30, 1988. . . . The

di vi sional application contains the sane process clainms as were filed in
the parent application 07/158,483.” W now |l earn (Beyers’ NMbdtion Under
37 CF.R 8 1.635 for Judgnment Against Qadri under 37 CF.R 8§ 1.616 for
Violation of 37 CF.R § 1.615; paper no. 245) that a patent (U S. Patent
5,106, 829; issued April 21, 1992) has issued froma continuation
application (07/587,466, filed Septenber 19, 1990) of that divisiona
application (07/292,067).

8Batlogg had also filed a CIP (Serial No. 07/024,046, filed March 10,
1987). However, Batlogg' s Mdtion Under 8§ 1.633(d) (paper no. 48) to
substitute the CIP 07/024,046 for the parent 07/021,229 in the
interference was deni ed (paper no. 131). Batlogg does not seek revi ew of
the denial of the notion. Matters not raised in the brief are deened
abandoned. Photis v. Lunkenheiner, 225 USPQ 948 (Bd. Pat. Int. 1984).
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wherein A is Sc, Y, La, Ce, Pr, Nd, Sm, Eu, Gd, Tb, Dy, Ho, Er, Tm, Yb, Lu, or mixtures
thereof;
B is Ba, Sr, or mixtures thereof; and
y is a value that provides the composition with zero electrical resistance at a
temperature of 70° K or above said composition having a purity of at least 90%.
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The claims of the parties which correspond to this count are:

Qadrietal. : claims 24 and 25
Beyers et al. : claims 1 through 10

Batlogg et al.: claims 1 through 16.

The parties filed the following briefs and reply briefs:

QB’ Qadri brief, filed May 22, 1992 (paper no. 216)

BeB Beyers brief, filed May 26, 1992 (paper no. 219)

BaB Batlogg brief, filed June 26, 1992 (paper no. 221)
QRB Qadri reply brief, filed July 13, 1992 (paper no. 238)
BeRB Beyers reply brief, filed July 15, 1992 (paper no. 227).

All parties took testimony, filed a record'® consisting of evidence in the nature of
affidavits, testimony, documents and exhibits, and appeared at final hearing represented by

counsel.

Hereinafter, the briefs and reply briefs will be designated by these
abbrevi ati ons foll owed by page nunber.

" References to the Beyers record (paper nos. 208 and 209) will be
desi ghated as BeR, foll owed by page nunber; references to the Qadri
record (paper nos. 206 and 207) will be designated as Qr, foll owed by
page nunber; and references to the Batlogg record (paper nos. 204 and
205) will be designated as BaR, foll owed by page nunber.

6
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ISSUES

No issue of no interference-in-fact was raised at final hearing.
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The issues presented for our decision include the parties’ cases for priority, motions, and

statements of the issues taken from the parties’ briefs.

Motions

Qadri

under 37 C.F.R. § 1.656(h) to exclude from evidence Beyers et al. Exhibits Be 34, 35, and 36.
(filed May 22, 1992; paper no. 217(1))

under 37 C.F.R. § 1.656(h) “to exclude from evidence all testimony by Dr. Stuart S.P. Parkin and
Robert B. Beyers relating to magnetization tests of sample 4 and sample 5, and testimony
based on these tests, which has been offered into evidence by the Party Beyers et al.”
(filed May 22, 1992; paper no. 217(2))

under 37 C.F.R. § 1.656(h) “to exclude from evidence Exhibit BX13, which has been offered
into evidence by the Party Batlogg et al.” (filed May 22, 1992; paper no. 217(3))

under 37 C.F.R. §§ 1.635 and 1.633(a) for judgment against Batlogg because of the failure to
disclose the best mode. (filed July 13, 1992; paper no. 241)

Beyers

under 37 C.F.R. §§ 1.635 and 1.656(h) to suppress evidence by Qadri - Exhibits Q-1 through Q-
64 and Q-66 through Q-113. (filed May 26, 1992; paper no. 220(1))

under 37 C.F.R. §§ 1.635 and 1.656(h) to suppress evidence by Batlogg - Exhibits Ba-1 through
Ba-18 on various grounds including hearsay, no foundation, incompetent or irrelevant.
(filed May 26, 1992; paper no. 220(2))
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under 37 C.F.R. § 1.635 for “judgment” against Qadri under 37 C.F.R. § 1. 616 for
violation of 37 CF.R § 1.615. (filed Novenber 23, 1992;
paper no. 245)

Bat | ogg

under 37 CF.R § 1.633(a) for judgnment on grounds that Qadri’s
clainms 24-25 are not patentable to Qadri due to Qadri’s
i nequi tabl e conduct. (filed April 1, 1992; paper no. 195)

under 37 C.F.R 88 1.635 and 1.656(h) to suppress evidence by
Beyers for inproperly raising issue of sufficiency of
Batl ogg’s application under 35 U. S.C. § 112, nanely
enabl ement. (filed June 26, 1992; paper no. 223(1))

BaMB under 37 C.F.R 88 1.635 and 1.656(h) to suppress evidence
by Qadri for inproperly raising the issue of sufficiency
of Batlogg’'s application under 35 U.S.C. § 112, nanely
best node and enablenent. (filed June 26, 1992; paper no.
223(2))

under 37 CF.R 8§ 1.635 to return Beyers’ brief. (filed June 26,
1992; paper no. 225)

St atenment of the | ssues

Qadri’s and Bartlogg’'s statenents of the issues are
reproduced verbatimfromtheir briefs.

Qadri (OB 1-2)

What constitutes conception of the count of this interference?
What structural details of a single phase Re(Ba, Sr) ,Cu,Q
material of Tc above 70K are essential to the conception
of the count?

What processing steps are critical to the production of a
super conducti ng conpound according to the count?

Whet her the Party Qadri’s activities of March 2, 1987, when

9
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viewed in light of the inventors previous research,
constituted conception of a single phase ReBa,Cu,Ox materi al
of T, above 70K

Whet her the Party Qadri was reasonably diligent, fromthe date of
conception, in reducing the invention to practice. is a
diligent activity toward reducing the invention to practice.

Whet her an anal ysis conparable to neutron diffraction is
essential to a reduction to practice of the nmateri al
according to the count, given the state of know edge in the
art which existed in March and April of 1987.

Whet her the patent application of Party Batl ogg does not
constitute constructive reduction to practice as of the
filing date because of its failure to contain a witten
description of the invention and of the manner and process
of making it in such full, clear, and exact terns as to
enabl e any person skilled in the art to nake and use it.

Whet her the patent application of Party Beyers does not
constitute constructive reduction to practice as of the
filing date because of its failure to contain a witten
description of the invention and of the manner and process
of making it in such full, clear, and exact terns as to
enabl e any person skilled in the art to nake and use it.

Whet her the patent application of Party Batl ogg does not constitute
constructive reduction to practice as of the filing date

because of its failure to set forth the best node cont enpl at ed
by the inventor at the time of filing.

Beyers

Bat | ogg (paper no. 225) has noved ( BaM4) under 37 C.F.R
§ 1.635 to return Beyers’ brief, pursuant to § 1.618, since
Beyers’ brief does not contain a statenment of the issues as
required by § 1.656.

In their opposition (paper no. 230) to Batlogg’ s notion,

10
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Beyers indicates that:
[1]t should be noted that in nany cases the issues cited by
the Beyers’ brief are substantially the sane as those cited
by the Batlogg brief, for exanple, the issue of whether or
not Batl ogg conceived the invention, the issue of whether or
not Beyers conceived the invention, and the issue of whether
or not Batlogg s application teaches how to nake the
super conduct or conpositions called for by the count.

When Beyers refers to their “cited issues”, they nean aspects of

the other parties’ cases which they have separately di scussed.

Bat | ogg i s unpersuaded (reply; paper no. 237'").

We observe that Beyers does not disagree with the issues as Batlogg and Qadri have
formulated them. For example, Batlogg’s issue Ball (see below) is dealt with at page 6 of
Beyers’ brief. It would appear that Beyers’ “issues” are more collective and responsive in
character, as outlined in the Table of Contents of their Brief (p. [; parts V., VI. And VIL.).
Nevertheless, this is not a “Statement of the Issues” in accordance with 37 C.F.R.

§ 1.656(b)(4) and therefore we could require Beyers to file a corrected brief.'> Notwithstanding

"' “The fact that the party Batlogg has conplied with 37 CFR 1.656, and
that there is sonme overlap between the issues as seen by the party Beyers
and the issues as stated by the party Batlogg is totally irrel evant.
There clearly is disagreenent about the issues. For instance, the party
Batl ogg's issue A apparently is not considered to be an issue by the
party Beyers.”

2 Though we do not have as severe a situation, as a matter of interest, we note that the U.S. Court of
Appeals for the Second Circuit, granted sanctions where, contrary to Fed. R. App. P. 28, appellant’s
main brief did not articulate the issues appellant intended to raise. The Ernst Haas Studio Inc. v.
Palm Press Inc., 164 F.3d 110, 112, 49 USPQ2d 1377, 1379 (CA2 1999).

11
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this deficiency, the Chief Administrative Patent Judge waived the requirement of rule

12
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§ 1.656(b)(4) in order to reach a decision in the case w thout
the further delay that woul d be caused by requiring new briefs
(see paper no. 269). In view of the waiver, we will treat
Beyers’ brief as though it presents the sane issues as those of

the other parties. The Batlogg notion is therefore noot.

Bat | ogg (BaB 1-2)

Whet her the “90% purity” requirement of the count neans that at
| east 90% of the conposition is orthorhonbic 1-2-3?

Whet her the instant invention can be conceived w thout havi ng made
and tested the conposition?

Whet her Qadri engaged in inequitable conduct?
Whet her Qadri ever conceived the invention?
Whet her Beyers conceived the invention prior to March 10, 19877
Whet her Batl ogg actually reduced the invention to practice,
i ncl udi ng whether neutron diffraction is essential to
reduction to practice?

Whet her Batl ogg’s involved application teaches how to produce the
super conduct or conposition called for by the count?

Whet her Qadri can at this stage in the proceedings raise a “best
node” issue that was not raised by prelimnary notion?

Whet her the involved Batl ogg application neets the “best node”
requirement of 35 U. S.C. § 1127

13
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Summary

The noti ons and statenent of the issues are consolidated in
the follow ng manner and will be discussed infra in this order:

COUNT | NTERPRETATI ON

The neani ng of the count (Ball)
PRIORI TY

Requi rements for establishing conception of the count (Bal?2;
Q 1(a-b)) o | .
Requi rements for establishing reduction to practice of the
count (Bal6; Q4)
Qadri’s case for priority
| ssues regarding Qadri’s conception and diligence in
reducing the invention to practice (Bal4; Q2; Q3)
Beyers case for priority
| ssues regardi ng Beyers’ conception (Balb)
Batl ogg’s case for priority
| ssues regarding Batlogg s actual reduction to practice
(Bal 6)

PATENTABI LI TY

Whet her Batl ogg’s application conplies with the witten
description requirenent of 35 U S.C § 112 (Q5)

Whet her Batl ogg’s application conplies with the enabl enent
requirement of 35 U . S.C. § 112 (Bal7; Q5)
Bawe
BaM3

Whet her Batl ogg’s application conplies with the best node
requirenent of 35 U S.C. 8§ 112 (Bal8-9; Q7)
BaM3

QW
Whet her Beyers’ application conplies with 35 U S.C. § 112
(Q6)

14
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OTHER MOTI ONS TO EXCLUDE OR SUPPRESS EVI DENCE

BeML
Belp
v
Qwe
Qvs

VHETHER QADRI ENGAGED | N | NEQUI TABLE CONDUCT ( Bal 3)

BaML
VWHETHER QADRI VI OLATED § 1.615

BeM3
COUNT | NTERPRETATI ON

Requi renents of the Count

As the count indicates, superconducting compositions of the
formula AB,Cu,0, are the subject matter of this interference. All
three parties acknow edge (BeB, p. 4, lines 10-23; BaB p. 18,

lines 15-17; B p. 19, lines 1-4) that the Chu et al. "discoveryofa

Y-Ba-Cu-O compound system exhibiting superconductivity above 90° K was an i npet us

to developing this subject matter. Chu recognized that the Y-Ba-
Cu- O system had different phases and that there was a need to

further investigate these phases to determ ne the reason for the

BChu et al., “Superconductivity At 98K In The Y-Ba-Cu-O Conpound System
At Anbi ent Pressure”, Phys. Rev. Letters, 58, 408 (1987).

15
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super conduct i vi ty. ' The three parties herein were aware of this in late February 1987
(BaB, p. 18, line 23 [i.e., 2/26/87]; BeB, p. 11, line 4 [i.e., 2/27/87]; QB, p. 18, line 24 [i.e.,
2/27/87]) and undertook an immediate investigation. It has since been shown that this
composition comprises two phases: a green insulating phase of Y,Ba,CuO, and a black
conducting phase of YBa,Cu;0, (BaB, p. 42, lines 20-23; BeB, p. 12, lines 13-22 and p. 13, lines
15-18; QB, pp. 18-20 and specification, p. 4, lines 6-10).

All three parties filed applications to the superconducting material and designated the
material as having the general formula AB,Cu,O,, now referred to as 1-2-3. Batlogg’s
application, filed March 3, 1987, discloses and claims (claim 1) a composition having the

formula M,M’Cu;0,. Wwhere * is at least 1. Beyers’' application,

filed March 11, 1987, discloses and clainms (claim1l) a

conposi tion of the formula A, ,M,Cu,Q where x is between 0 and
0.5 and y is sufficient to satisfy the val ence demands (p. 2,
lines 8-10). Quadri’s application, filed February 22, 1988,

di scl oses and clains (clains 24-25) their superconducting
conposition as having the general formula YBa,Cu,O

(specification, p. 5, lines 22-23). There is no dispute

4 “Currently, we are in the process of separating the different phases in YBCO and examining the
structural, electrical and magnetic properties of each phase to search for an answer to the question
concerning the unusually high T, in this system.” Chu et al., Phys. Rev. Letters, 58, 408 (1987), p. 5.

16
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therefore that all three applications claimand describe the 1-2-

3 conposition that is the subject matter of this interference.

17
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There is also no dispute that the parties’ applications
teach the follow ng other properties recited in the count
relative the AB,Cu,Q, superconductive conposition:
Crystalline

Batlogg — p. 4, line 3

Beyers — p. 4, line 7
Qadri — p. 6, line 8

Essential ly single phase
Batlogg — p.5, line 21
Beyers — p. 4, line 7
Qadri — p. 5, line 4
Havi ng a perovskite-like structure
Batlogg — p. 5, line 27
Beyers — p. 4, line 7
Qadri — see Figure 2 discussed at p. 7, line 23; conpare with
simlar illustration of “oxygen-defect perovskite YBa,Cu,Q”
in Gant et al, “Superconductivity above 90K in the conpound

YBa,Cu,Q,: Structural, transport, and nmagnetic properties”,
Physi cal Review B, Vol. 35, Nunber 13, 1 May 1987, p. 7242
(copy attached to paper no. 40)
Exhibiting zero electrical resistance at a tenperature of 70°K or

hi gher

Batl ogg — Table at p. 1lla, see exanples 1 and 3 (measured at,
for instance, T_R=0; see discussion at p. 11, |ines 18-20)

Beyers — p. 4, line 7 (e.g., “denonstrated bul k
superconductivity”)

Qadri — p. 4, line 20 (e.g., “having a transition tenperature
above 85K”)

90% Purity

The | ast remaining property required by the count is:
“having a purity of at least 90%. Unlike the aforenentioned
properties, this phrase does not appear verbatimin any of the

parties’ specifications and therefore raises a question of

18
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definition. 1In fact, the parties’ briefs make interpreting this
phrase a threshold i ssue (BaB 26-29 [Bal 1l]; BeB 25-29; (B 60-62).
As is usual in interpreting a count, we must give this
phrase the broadest reasonable interpretation.
In interpreting count 5 we have followed the well known rule
that counts in interference nust be given the broadest
construction which they will reasonably permt. Kuchar v.
Armington et al., 1943 C. D. 283, 30 CC.P.A 872, 133 F. 2d
944, 56 USPQ 553 [1943].

Collins v. Trunpler, 105 USPQ 341, 345 (Bd. Pat. Int. 1954).

The parties have differing positions on the scope of the
phrase and, while this may suggest that the phrase is anbi guous,
we find that no anbiguity actually exists. W have considered
the arguments in the briefs and, although unnecessary ", resorted to

the specifications in clarifying the scope of the phrase. In doing so, we have determined that

Batlogg’s interpretation accords with the broadest reasonable interpretation of the count.

' “Interference counts are given the broadest reasonable interpretation possible, and resort to the
specification is necessary only when there are ambiguities inherent in the claim language or obvious
from arguments of counsel.” DeGeorge v. Bernier, 768 F.2d 1318, 1321-22, 226 USPQ 758, 760-61
(Fed. Cir. 1985).

19
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Parties’ Positions

All the parties agree (BaB paragraph bridging pp. 19-20; BeB 5-6; QB 3-4 and 61-62)
that the subject matter of the count - AB,Cu;0, - comes in two crystalline forms, a
nonsuperconductive tetragonal and superconductive orthorhombic form. Furthermore the
superconductivity of the orthorhombic form is influenced by the distribution of oxygen in the

structure. When the oxygen level correspondstoy=7.0 in the 1-2-3 formula, the

transition tenperature at which the material superconducts is at
its highest. The dispute is whether “90% purity” neans the
composi tion must be purely an “orthorhonmbic forni or nore
particularly the “orthorhonbic formwhere the oxygen content
corresponds to y=7.0".

Beyers’ position is that the count requires the oxygen
content to correspond to y=7.0. Their position is summarized by
this statement fromtheir brief (BeB 6):

For purposes of this patent interference, it is especially
inmportant to note that only well-ordered, honbgeneous sanpl es
wi th oxygen contents between y = 6.8 and 7.0 can neet the 90%
purity requirenment of the count, i.e., at |east 90% of the
materi al can sustain zero resistance at 70 K or above.

Qadri’s position (@B 61-62) is the same as that of Beyers:

In particular, the invention nust be “essentially single
phase . . . having a purity of at least 90%” It is submtted
that this means “greater than 90% of the sanple is capabl e of

exhibiting the property of zero resistance at a tenperature
of at least . . . 70K . . . .” BER 509, 6. In other words,

20
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at | east 90% of the sanple nust be the Othorhonbic I phase.
QR p. 537 1 20. The sanple nust have the cation stoichionetry
of 1:2:3 and nust have the correct oxygen stoichionmetry -
about 7. (Qadri’s enphasis.)

21
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Beyers and Qadri therefore define the count as containing
90% of a species of orthorhonbic AB,Cu;Q, where y is approximtely
7.0. This is the narrow interpretation of the count.

Bat| ogg (BaB 29), on the other hand, has a broader

interpretation:

.] the count demands that the conposition be at | east
90% or t hor honbi ¢ 1-2-3. The oxygen content nust be such that
the conposition has zero electrical resistance at 70°K or
above. These conditions can be readily verified by comon
| aboratory techni ques, nanely x-ray diffraction and
resi stance measurenents. The count could not possibly require
that at |east 90% of the conposition be of the “Otho I~
variety since, inter alia, there exist no readily avail able
techni ques for ascertaining existence of this condition, and
since there is no support for this interpretation in any of
the invol ved applications.

We can summari ze the positions of the parties (i.e., the

gray boxes) as foll ows:

Chu (prior art) Bat | ogg Beyer s/ Qadr i
B,Cu,O
g\?elen3 # super conducti ng
t et rahedral
y<6.3 # superconducti ng
A,B,Cu,Q! iorthorhonbic (ortho I1)
bl ack y=6.4-7.0 y=6.4-6.8 superconducting <70°K
(ortho I)
y=6.9-7.0 super conducti ng >70°K

22
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Reasons For Broadly Interpreting The Count

As the above chart illustrates, the parties have given the
count two different interpretations: for Batlogg, the conposition
of the count has a generic fornula where y=6.4-7.0, for Beyers
and Qadri, the conposition of the count is limted to those of
the formula where y=6.9-7.0. W have carefully reviewed the
parties’ argunents and, for the follow ng reasons, we agree with
Batl ogg that the purity requirenment requires only that the
conposition be at |east 90% orthorhonbic of a generic fornula
where y=6.4-7.0 and exhibit zero electrical resistance at a
tenperature of 70° K or above.

First, we agree with Batlogg (BaB 27) that the APJ has
previously broadly interpreted “90% purity”. The question of
count interpretation previously arose during the prelimnary
notion period. In response to Batlogg s Mtion under
8 1.633(c)(1) to substitute a proposed count for present Count 1

(paper no. 47), the APJ denied the notion but granted Batl ogg’s

al ternative request 'to find that the count excludes non-superconductive AB,Cu,0,

'® “In the alternative, if the Board finds that the count unambiguously excludes superconductive
material of the defined stoichiometry that contains a significant amount of a non-superconducting
(tetragonal) phase, it is respectively urged that such a finding be made to appear in the record of this
interference.” (paper no. 47, p. 6)

23
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(decision on motions, paper no. 131, pp. 12-13), stating that:

[T]he motion to substitute the proposed count is denied because the proposed language “A
body comprising a crystalline essentially single phase composition” would appear to include
“bodies” with multiple phases due to the open language “comprising” whereas the present
count, as noted by Batlogg, is limited to an “essentially single phase composition” which the
primary examiner considered to be patentably distinct from the multiple phase materials.
However, Batlogg’s alternative request is granted to the extent that the undersigned
Examiner-in-Chief finds that the count excludes a composition that contains a significant
amount of a non-superconducting (tetragonal) phase, i.e., the count is limited to an
‘essentially single phase’ superconducting composition. Plainly, a composition with a
significant amount of a non-superconducting phase, eg., more than 10%, would be outside
the scope of the count.

As the above passage indicates, the APJ’s focus was on the single-phase characteristic of the
interfering subject matter.'” Multiphase materials with the same superconductive property as
required by the count were already known (see Chu et al). They were, in fact, the starting point
for the work that eventually became the subject matter of this interference. It follows, therefore,
that the count, though requiring the same superconductive property, could not read on the prior
art multiphase materials. In the context of clarifying the distinction between single-phase and

known multiphase materials, the APJ determined that the term corresponded to the proportion of

" See the Decision on Motions (paper no. 131). Numerous statements are made contrasting single
phase from prior art multi-phase materials. See p. 7: “Indeed, the examiner stated in his office action
that the ‘present claim language is interpreted as excluding multi-phase materials of the type taught
by Chu et al.””. See sentence bridging pp. 14-15: “The count is directed to single phase
compositions, which have been found to be patentably distinct from the multiple phase
compositions, and, as pointed out by Chu, only claims drawn to the separately patentable single
phase compositions should be designated as corresponding to count 1.”
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single-phase material in the composition of the count. The APJ made no mention of oxygen
levels or Ortho I structures. As long as the composition comprised at least 90% of a single phase
exhibiting the stated superconductive property, the APJ held that the composition was at least
90% pure and met the count. The APJ’s holding is clear and unambiguous and we find no error
in that holding.
Second, we agree with Batlogg (BaB 26-27) that, even if a case could be made that the
count is ambiguous, it would have to be construed in light of the originating application.
The applicable law is clear and firmly established. Counts should be given the broadest
interpretation which they will reasonably support. The word "reasonably" should not be
deleted nor should the language be given an unwarranted over-broad interpretation. Jepson
v. Egly et al. 1956 C.D. 233,43 CCPA 853, 231 F.2d 947, 109 USPQ 354; Jones v.
Kuprion, 1956 C.D. 77, 42 CCPA 1095, 225 F.2d 485, 107 USPQ 9 ; Clark v. Camras, 673
0.G. 305, 204 F.2d 273, 97 USPQ 434. Further, if the language of a count is ambiguous or
susceptible of more than one meaning it should be construed in the light of the originating
application. Carter v. Kellgren et al., 1948 C.D. 345, 35 CCPA 989, 166 F.2d 592, 77
USPQ 102.

Davidson v. Carpenter, 123 USPQ 171, 174 (Bd. Pat. Int. 1959).

For the following reasons, Batlogg’s application is the originating application for purposes of
interpreting the count.

All parties agree that development of the subject matter of this interference occurred at a very
rapid pace. This is reflected by the three interfering applications. From Batlogg to Beyers to
Qadri, information about the high transition temperature superconducting fraction of the

orthorhombic phase is given in progressively more detail. If we are to give the count the

25



I nterference No. 101, 981

broadest reasonable interpretation and the one that is representative of the common subject

matter between the interfering applications, Hurwitz v. Poon, 364 F.2d 878, 881, 150 USPQ 676,

678" (CCPA 1966), it should be done in light of the application that provides the most generic
perspective — and here that is Batlogg’s.

Moreover, after reviewing the parties’ applications, we observe that, while no application
recites “purity”, only Batlogg discloses a percentage (spec., p. 5, lines 21-25). As a result,
Batlogg’s specification provides us with the best guidance for interpreting the count. The most
relevant statements that Batlogg makes are these:

Materials of the invention are essentially single phase. By this it is meant that the materials
herein are single phase 95 mole percent as determined by powder x-ray diffraction. The
particular value, 95 percent, is chosen as corresponding with the expected measurement
precision of ordinary apparatus-procedures.
Since this passage suggests that the purity of the superconductive material is determined by the
single phase amount, it is consistent with the APJ’s earlier determination and therefore lends

further support to a broad interpretation of the count.

Finally, we find that the interpretations Beyers and Qadri are advocating — that the

' “Qur review of the applications convinces us that the inventions
of the two parties are indeed the sane, and that the exam ner, in
proposi ng a count that was representative of the commbn subj ect
matter, chose what was to be taken as a reasonably generic termto
cover the various resins. It is not inconsistent that a generic
termformthe basis of a conmon count while the parties each resort
to sonewhat different Markush term nol ogy.”
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material of the count must have at least 90% of a AB,Cu;0, where y is around 7.0 — amounts to
reading a limitation into the count. We have carefully reviewed the junior parties’ positions but
find that they adopt a species of the count to represent the entire count.

Beyers’ does not support their position with reference to their specification. In fact, after
reviewing the Beyers’ specification, we could find no reference to purity, a percentage, the

oxygen level corresponding to y=7. 0, or the well-ordered honbgeneous

material that that oxygen |evel creates. |Instead, Beyers

di scusses (BeB 6-7) sonmething that their specification clearly
teaches (p. 2, lines 21-24): a step of slow cooling. Apparently
this processing step produces, inherently, the well-ordered
honobgeneous sanple with oxygen contents betweeny = 6.8 and 7.0
t hat Beyers argues is the subject matter of the count. 1In other
words, the “purity” phrase of the count is not being interpreted
by reference to a definition in the specification but rather
equated with a consistently-uniformhigh transition-tenperature
superconductive material that Beyers would produce by foll ow ng
the process set forth in their application. However, while Beyers
may be describing a material which is desirable, the count does
not require it. A material that is, for exanple consistently
uniform is nowhere nmentioned in the count. To read such a

[imtation into the count would, in our view, unreasonably narrow
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the count. Since “limtations not clearly included in a count

shoul d not be read into it”, Kroekel v. Shah, 558 F.2d 29, 32,

194 USPQ 544, 547 (CCPA 1977), we do not read the count as
exclusively directed to a species of AB,Cu;Q where the oxygen
| evel corresponds to y=7.0.

Li ke Beyers, Qadri’s specification does not mention “purity”
or a percentage and therefore cannot be relied upon for an
explicit interpretation of the count’s “purity” |anguage.
| nstead, Qadri’s specification teaches (e.g., p. 5 Iline 23) a
conposition with an oxygen stoichionmetry corresponding to y=7.0
and enphasi zes (p. 13) slow cooling, anbng other processing
steps, (e.g., multiple grinding), as critical for producing that
conmposition. Qadri provides the nost detail ed description of
AB,Cu,0,. Nevertheless, |ike Beyers, this information does not
assist us in interpreting the count but rather provides us with
insight into the behavior of AB,Cu,Q-based nmaterials. Qadri’s
di scussion (@B 12-15) on the matter follows a |ine of argunent
simlar to Beyers’. Gven their disclosure, Qadri defines
“purity” as the amobunt of AB,Cu,0, because only material of that
formula can exhibit the stated superconductivity. Qadri states
that species not performng as stated are “inpurities” (QRB 3).

Therefore, according to Qadri, the conposition of the count
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cannot contain any nore that 10% of these inpurities. In other
words, |ike Beyers, Qadri is interpreting the count as though it
required the material to contain at |east 90% of a consistently
uni form A;B,Cu,0, phase. W do not agree. The count requires that
t he conposition contain at |east 90% of a single superconducting
phase which exhibits the stated superconductive property. It
does not require that 90% of the conposition nmust exhibit this
property uniformy, consistently or honbgeneously. It need only
be superconductive and exhibit the stated property. This broad
interpretation is reasonable. “[T]he broadest interpretation is

al ways applicable so long as it is reasonable,” DeGeorge v.

Bernier, 768 F.2d at 1321, 226 USPQ at 761.

We understand the junior parties’ concern that the broad
interpretation we are giving the count invites the possibility
that the count reads on, for exanple, sanmples with a thin surface
| ayer of AB,Cu,0, surroundi ng an oxygen-poor interior (BeB 7) or
a conposition with nore than 10% of Otho Il (QRB 6). Wether
t hese or other species are included in the count depends not on
t he amount or distribution of A;B,Cu,0, in the conposition but on
their capacity to exhibit zero resistance at 70K or above and
contain at |east 90% of AB,Cu,Q; at |east 90% of the conposition

nmust be the single phase orthorhombic formand exhibit the stated
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superconductivity. By enphasizing the honogeneity of their
material, the junior parties would appear to be distinguishing
their species fromother | ess desirable ones. However, the fact

that a species may performbetter or even excel is not a

reasonabl e basis for narrowy construing the count. "
We give the count Batlogg’s broad interpretation. Having resolved the threshold issue of

count interpretation, we now turn to the question of priority.

PRIORITY
In their cases for priority, Beyers and Qadri, as the junior parties, must establish that they
actually reduced to practice the
invention of the count before March 3, 1987, Batlogg’s filing
date, or that they first conceived the invention prior to that
date and proceeded with diligence from a time just prior to the opponent entering the field toward

a reduction to practice, either actual or constructive. Haskell v. Colebourne, 671 F.2d 1362,

1365, 213 USPQ 192, 194 (CCPA 1982). Junior parties have the burden of establishing priority

by a preponderance of the evidence. 37 C.F.R.§ 1. 657(b). Bosies v. Benedict,

1 We reiterate our earlier point that the count is unambiguous. It is not made more so by reading on
materials of varying degrees of homogeneity. “Broad language in a count is not ambiguous simply
because it is capable of being read on several embodiments.” Fontijn v. Okamoto, 518 F.610, 618,
186 USPQ 97, 104 (CCPA 1975).
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27 F.3d 539, 30 USPQd 1862 (Fed. Cir. 1994). Parties have
rai sed i ssues regarding what is required to show concepti on and

actual reduction to practice.

Requi renents For Establishing Conception O The Count

Qadri raises two issues (Q1l: Qla; Q1b) to be considered
in determ ning whether a party has established conception in
their case for priority: 1) what structural details of the
super conduct or conposition are essential; and 2) what processing
steps are critical in making that conposition. Wth respect to
the first issue, Qadri (@B 55) argues that conception “does not
require that every limtation in the counts nust be exactly

foreseen,” Vanderkooi v. Hoeschele, 7 USPQRd 1253, 1255 (Bd. Pat.

App. & Int. 1987). It is, Qadri argues, sufficient to have
devel oped a master plan and research results which woul d have

inevitably led to a reduction of the count (citing Lazo v. Tso,

480 F. 2d 908, 178 USPQ 361 (CCPA 1973). Wth respect to the
second issue, Qadri argues that, in establishing conception,
“[o] ne nust al so know how to properly process the necessary
starting oxides” and indicates that proper calcination of the
starting materials (@B 53) and oxidation of the sintered nateri al

(@B 51) are critical processing steps.
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Batl ogg (Bal 2) al so di scusses the applicable standard for
conception, arguing that “conception of the instant invention
requires not only possession of the chem cal forrmula of the
conposition (e.g., possession of the formula YBa,Cu,Q) but also
experinmental verification that the conmposition is at |east 90%
ort hor hombi ¢ YBa,Cu,Q, and has R=0 at 70K or above.” BaB 30-31.

“Conception is established by showing ‘the formation in the
m nd of the inventor of a definite and permanent idea of the
conpl ete and operative invention as it is thereafter to be

applied in practice * * *, Rebstock v. Flouret, 191 USPQ 342,

344 (Bd. Pat.Int. 1975). Wile every elenent of the count need
not be conceived, as Qadri indicates, the disclosure should
provi de enough information to yield the conposition w thout
ext ensi ve experimentation.
[ T] he | aw does not require that every element of the counts
be conceived; rather, the test of conception is whether the
di scl osure by the inventor(s) was such that no extensive
research or experinentation would be required for one of

ordinary skill in the art to construct the invention in issue
based upon that disclosure.

Vancil v. Arata, 202 USPQ 58, 60 (Bd.Pat.Int. 1977). Under this

test, therefore, any determ nation of whether the parties
concei ved the composition of the count will depend on whether any

el ements of the conposition were not conceived and extensive
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experinmentation would be required to construct it. W need not
seek out elements of the conposition which are not recited in the
count. Otho I, which Qadri argues in favor of, is not required
by the conposition of the count and therefore we need not
determ ne if extensive experimentation would be required to
construct it. On the other hand, Qadri m ght establish
conception of the count through their conception of the Otho I
structure because “conception of a species within a genus may

constitute conception of the genus,” Oka v. Youssefyeh, 849 F. 2d

581, 583,
7 USPQ2d 1169, 1171 (Fed. Gr. 1988). Either way, at the very
| east, the count requires a conposition of the formula AB,Cu,Q,.
Parti es nust show conception of this fornula and explain how this
can be constructed w thout extensive experinmentation. At a
m ni nrum conception nmust be shown for a conposition that is at
| east 90% ort hor honmbi ¢ YBa,Cu,Q, and has electrical resistance (R)
R=0 at 70K or above.

Furthernore, as Qadri indicates, conception requires
possessi on of an operative nmethod of meking the invention.

Col eman v. Dines, 754 F.2d 353, 359, 224 USPQ 857, 862 (Fed. Cir.
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1985); Taub v. Rauser, 145 USPQ 497, 499% (Bd.Pat.Int. 1964). But, here

again, the method of making need only be commensurate with an embodiment of the count.
Conception of the count does not require an appreciation of a process to make an Ortho I
composition. However, parties must possess a process that makes the composition of the count
as we have broadly construed it.

Regarding whether a party must have experimental verification that their composition is
at least 90% orthorhombic YBa,Cu,0, and has R=0 at 70K or above, we do not see this as a
requirement for establishing conception. While this information can help demonstrate
conception to show that a party had defined their invention, a party is not limited to this sort of
evidence. “[CJonception of a chemical compound requires that the inventor be able to define it so
as to distinguish it from other materials,” Amgen v. Chugai, 927 F.2d 1200, 1206, 18 USPQ2d
1016, 1021 (Fed. Cir.), cert. denied 502 US 856 (1991). Experimental verification is not the only
mode for defining a chemical compound. In some instances, like the one Batlogg (BaB 24,
paragraph 12.) urges with respect to their invention, conception is established when a party has

reduced the invention to practice through a successful experiment; i.e., simultaneous conception

20 “Conception must include, not only a mental possession of the desired end result, in this case a
chemical compound and its use, but the mental possession of an operative process and, if necessary,
of means of carrying the invention out, that is, the preparation of the compound, Alpert v. Slatin, 49
CCPA 1343, 134 USPQ 296, 305 F.2d 891, and Cislak v. Wagner, 42 CCPA 701, 103 USPQ 39,
215F.2d 275.”
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and reduction to practice. Id. at 1021. The determining factor in establishing conception of the
count is not whether a party has verified what they have produced or that they simultaneously
reduced to practice the compound they conceived, but whether “one has a mental picture of the
structure of the chemical, or is able to define it by its method of preparation, its physical or

chemical properties, or whatever characteristics sufficiently distinguish it.” Ibid.

Requirements For Establishing Reduction To Practice Of The Count

Qadri raises an issue (QI4) to be considered in determining whether a party has
established reduction to practice in their case for priority: whether a neutron diffraction-type
analysis is essential. Qadri (QB 57) argues that:

[N]eutron diffraction, because of its ability to ‘see’ oxygen atoms among heavier

elements could distinguish between Ortho I, Ortho II, Tetragonal and other impurity

phases and determine the purity of an Ortho I material. . . . Therefore, in March and April

1987, reduction of the count to practice could not be established without neutron

diffraction data.

Qadri (QRB 13-16) points out that “[N]eutron data is needed only to establish that a sample
to be used as a standard for x-ray analysis is actually pure Ortho 1.”

We have carefully considered Qadri’s argument but agree with Batlogg (Bal6; BaB 50-
51) that neutron diffraction is not required. We base our reasoning on our construction of the

count. Since the count does not require a composition consisting of Ortho I material, a test to

establish the fraction of Ortho I would not be required. It is only required that the parties reduce
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to practice the composition of the count.
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The Cases For Priority

Alleged Dates Of Conception And Reduction To Practice

Having analyzed the requirements for conception and reduction to practice in light of the
parties’ arguments, we now turn to the parties’ briefs to determine what dates of conception and
reduction to practice they believe they are entitled to. We reproduce the following statements in

this regard:

Qadri: “A. NRL conceived of the invention on March 2, 1987.” QB 40, line 3. “B. The Party
Qadri reduced the invention to practice sometime during the period of April 6, 1987 to April 10,
1987.” QB 55, line 19-21. “C. The party Qadri was reasonably diligent, from March 2, 1987 until

reduction to practice.” QB 57, lines 15-16.

Beyers: “It is submitted that the above section of this brief proves conclusively that the party
Beyers et al had a complete, corroborated conception of the invention by the morning of March
3, 1987, and with all possible diligence actually reduced to practice with corroboration no later

than March 6, 1987.” BeB 24, lines 7-12.

Batlogg: “13. Thus, by the evening of Sunday, March 1, 1987 Cava et al. clearly had conceived
and simultaneously reduced to practice the invention as defined by the count (see, for instance
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BaR p.257, 9 17). Corroboration is provided . . . .” BaB 16-18. “As described in detail in section
VI above, Batlogg had achieved simultaneous conception and reduction to practice on the
evening of March 1, 1987....” BaB 46, lines 3-4.

The parties therefore allege the following dates of conception and reduction to practice

with the proper diligence from conception to reduction to practice:

Qadri:

Conception — March 2, 1987

Reduction to Practice — sometime during the period of April 6-10, 1987
Beyers:

Conception — March 3, 1987
Reduction to Practice — March 6, 1987

Batlogg:

Conception — March 1, 1987
Reduction to Practice — March 1, 1987
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Based on these alleged dates, we construct the following timeline:

Batlogg Batlogg
conception/ filing
reduction date
to practice
Qadri Qadri Qadri
conception reduction filing
to practice date
Beyers Beyers Beyers
conception reduction filing
to practice date
1987 1988
March 1 March 2 March 3 ... March 6 ... March 11 ... April 6-10 ... Feb 2

Qadri's Case For Priority

We have reviewed the parties’ issues regarding Qadri’s
conception and diligence in reducing the invention to practice
(Bal4; Q2; Q3) and conclude that Qadri has not established
conception as of March 2, 1987.

Qadri, as a junior party to this interference, has the
burden of proving prior invention by a preponderance of the
evidence. 37 CF.R 8 1.657(b). In an effort to sustain their
burden, Qadri relies on an extensive evidentiary record. Qadri
argues that they conceived of the invention on March 2, 1987 (B
40-55), reduced the invention to practice during the period of

April 6, 1987 to April 10, 1987 (B 55-57), and was reasonably
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diligent fromMarch 2, 1987 until reduction to practice (B 57-
59) .
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I n support of their position that Qadri established
conception of the invention of the count by March 2, 1987, Qadri
does not point to evidence to establish that the purported March
2, 1987 conception net all the limtations of the count. Rather,
Qadri contends that conception does not require that every
[imtation in the count nust be exactly foreseen, citing

Vander kooi v. Hoeschele, 7 USPQ2d at 1255. Qadri urges that

conception can be established if the know edge of the inventor
was such that no extensive research or experinentation would be
required, or if the inventors’ planned activity woul d have
inevitably resulted in the reduction to practice of the invention

if carried out by a person skilled in the art, citing Vanderkooi,

supra, and Lazo, supra.

We disagree with Qadri’s reliance on Vanderkooi for the

proposition that conception does not require that every
[imtation in the count nust be foreseen. It is msplaced in our

view. The issue in Vanderkooi was not whether the party

Hoeschel e supported every limtation of the count. Rather, the
i ssue was inventorship, i.e., was Dr. Hoeschele, who conceived of
the specific function for the sodiumsalt of dimer acid, i.e., as
a nucl eating agent for polyesters, a sole inventor? O did the

activity of Deyrup and Garrison in determning the suitable range
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of values anobunt to an inventive contribution? Simlarly,
Qadri's reliance on Lazo is msplaced. As noted by Batlogg, Tso
was i n possession of the conception of a species within the count
before Lazo entered the field, and the research plan only

i nvol ved testing of that and other species.

Qadri, nevertheless, points to know edge the Qadri inventors
had acquired by March 2, 1987. They recogni zed the oxygen
sensitivity of the superconducting material (QR 82, Qadri Exhibit
2, page 43). By March 3, 1987 they recogni zed rather "strong
di ffracti on peaks at about 32 degrees" in superconducting sanple
176 (R 83, paragraph 40). Qadri points out, on page 47 of their
brief, that from"March 2 until reduction to practice, al
sanpl es prepared by the Party Qadri for x-ray analysis and
resistivity testing contained ... either 40% Cu or 50% Cu." Qadri
presents attorney argunent that, as of March 2, 1987, the "Party
Qadri had sufficient know edge to enable a person skilled in the
art to make and use the clained invention w thout extensive
research and experinmentation.” However, Qadri does not explain
why all the activities which occurred did not constitute
extensive experinmentation. |In fact, it appears that the party
Qadri had no know edge of the exact stoichionetry until the APS
neeting of March 18, 1987 (R 194, 195). Had that information

42



I nterference No. 101, 981

not been nmade available at that tine, it is likely that party
Qadri woul d have conducted further experinentation. Considering
that it took 16 days and the assistance of a discussion with a
participant at the APS neeting to discover the fornula, it is
reasonable to conclude that a |l ack of conception of the formula
was tantanount to a | ack of conception of the conposition of the
count .

Conception is the "formation in the m nd of the inventor, of
a definite and permanent idea of the conplete and operative
invention as it is hereafter to be applied in practice.”

Hybritech Inc. v. Mnoclonal Antibodies, Inc., 802 F.2d 1367,

1376, 231 USPQ 81, 87 (Fed. Cir. 1986). The invention of the

count at issue is a chem cal conposition having, inter alia, the

formula AB,Cu;Q. W find no evidence that Qadri was in
possession of the fornula of the conposition of the count, i.e.,
the 1:2:3 stoichiometry, by March 2, 1987. Indeed, we find no
evidence that Qadri was in possession of the 1:2:3 stoichionmetry
prior to March 18, 1987 (R 60, paragraph 32, 194-195, Q7, sanple
nunber 221). Accordingly, Qadri has not established conception
by March 2, 1987.

We hold that Qadri has failed to establish by a

preponderance of the evidence a conception of the invention of
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Count 1 by March 2, 1987. Accordingly, Qadri's case for prior
conception coupled with reasonabl e diligence from March 2, 1987
until their reduction to practice during the period of April 6 to

April 10, 1987 has not been established.

Beyers' Case For Priority

We have reviewed the issues (Bal5) regardi ng Beyers’
conception and find that Beyers cannot establish a date of
conception prior to Batlogg’'s date of constructive reduction to
practi ce.

Beyers all eges a date of conception that is not earlier than
any date Batlogg alleges for their conception or reduction to
practice, actual or constructive. |If Batlogg is entitled to the
subject matter of the count, Beyers cannot prevail. Batlogg,

as the senior party, is presunptively entitled to an award

of priority, and [Beyers], as the junior party in an

interference between pending applications, nust overcone the

presunption by a preponderance of the evidence. Mrgan v.

Hi rsch, 728 F.2d 1449, 1451, 221 USPQ 193, 194 (Fed. Cr

1984); 37 CFR 81.275(a) (1983). In the event of a tie,

therefore, priority nust be awarded to the senior party.

ka v. Youssefyeh, 849 F.2d at 584, 7 USPQR2d at 1172.

Not wi t hst andi ng Batlogg's all eged earlier actual reduction to
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practice, Batlogg, w thout further proof, could have at | east
relied on their filing date as their date of constructive

reduction to practice. As the CCPA has stated in Nolop v. Smith,

36 F.2d 838, 839, 4 USPQ 316, 318 (CCPA 1930):
oo we are not at liberty to [ignore the dates set out in
the prelimnary statenent], except as to allowng an earlier
date of constructive reduction to practice. Upon this
guestion we agree with the Conm ssioner that appellant is
entitled to the date of filing of her application, Feb. 19,
1924, for a constructive reduction to practice. This was
perm ssi bl e because the records of the Patent O fice show

that as a matter of |l aw she was entitled to that date, and no
proof was

necessary to establish it, and no other date could have been
set up so far as constructive reduction to practice was
concer ned.
Therefore, even if Beyers could establish conception with
subsequent reduction to practice, at best their earliest date —
March 3 - falls on the sane day as Batlogg s constructive
reduction to practice. Under these circunstances (i.e., “atie”),

Batl ogg is the presunptive first inventor.

We find, therefore, that the junior parties have not proved
prior invention by a preponderance of the evidence and that

Batl ogg is the presunptive first inventor.
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Bat|l ogg’s Case For Priority

Qur finding that Batlogg is the presunptive first inventor
is predicated on Batlogg being entitled to constructive reduction
to practice of the invention of the count as of the filing date
of their application. Oherw se, we would have to determ ne
whet her Batlogg is entitled to their date of sinultaneous
conception and actual reduction to practice. By relying on
Batlogg's filing date, we are in effect presunm ng Batlogg is
entitled to claimthe subject matter of the count. However, that
very issue — whether Batlogg's clains corresponding to the count
in the interference are patentable to Batl ogg and therefore
entitled to constructive reduction to practice of the invention
of the count as of their filing date — is raised by the junior
parties by way of both notion and issue in their briefs; albeit,
Batl ogg has filed notions to suppress the evidence put forward by
the junior parties to support their positions regarding the
sufficiency of Batlogg' s patent application. W explore this
i ssue bel ow and for reasons we detail infra, we hold that Batl ogg
is indeed entitled to constructive reduction to practice as of
March 3, 1987. Consequently, this elimnates the need to
consi der whet her Batl ogg had actually reduced their invention to

practice.
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PATENTABI LI TY

In this section, we review the question of patentability
raised by the junior parties. As we have stated, Batlogg is
entitled to priority based on their constructive reduction to
practice as of the filing date of their application but only if
they are entitled to a patent with at | east one patentable claim
corresponding to the count. Before discussing the question of
patentability, and specifically with respect to whether Batl ogg
has conplied with the provisions of the first paragraph of 35
US C § 112, we nake the foll ow ng comments.

The novants bear the burden of proof with respect to the

notions for judgnent on the ground that Batlogg s clains

corresponding to the count are unpatentable to Batl ogg. Behr v.
Tal bott, 27 USPQR2d 1401, 1405 (Bd. Pat. App. & Int 1992).
We direct our attention to Batlogg' s claim16. Batlogg does

not seek review of the APJ's decision holding that clains 1-15

are unpat entabl e to Batl ogg. * Photis v. Lunkenheimer, 225 USPQ 948 (Bd. Pat.Int.

L See paper no. 131, pp. 6-7, wherein the APJ stated:
“. .. Batlogg does admit on page 14 of his opposition [to Chu’s motion under 1.633(a) for
judgment (paper no. 60) on the ground that Batlogg’s claims 1-16 corresponding to the count
are unpatentable to Batlogg] that he learned of Chu’s disclosure of high temperature
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1984). Consequently, Batlogg is not entitled to claims 1-15 corresponding to the count.

We do not direct our attention to the count. In various statements®> made in the briefs, the
junior parties look variously at the count and/or the claims and therefore confuse the issue.
Further consideration of patentability in this interference proceeding requires us to direct our

attention only to the claims and not to the count. In re Van Geuns, 788 F.2d 1181, 1184, 26

USPQ2d 1057, 1059 (Fed. Cir. 1993). The question of patentability is therefore restricted to

Batlogg’s claim 16.

superconductivity in the Y-Ba-Cu-O system on February 27, 1987, prior to any date alleged
in Batlogg’s preliminary statement. Moreover, Batlogg presents no argument that his claims
1-15, which read on multiphase systems, are patentable over his admitted knowledge of
Chu’s prior work; rather, his opposition only urges that ‘at least claim 16’ drawn to single
phase compositions is patentable to Batlogg. Accordingly, [Chu’s] motion is granted to the
extent that claims 1-15 are unpatentable over the admitted prior knowledge of Chu’s work,
and the final decision in this interference will so indicate.”

2 Qadri (QB 62-3) frames one of Batlogg' s patentability problens |ike

this: “...the invention according to the count for yttriumbariumcuprate
is essentially pure Othorhonbic |I. ...the application does not describe
the invention with sufficient detail.”. |In another instance, with

respect to Beyers, Qadri (B 76) states that “[NJot only does the
application fail to characterize the subject matter of the invention...it
al so does not specify tests ...[to] deternine whether it satisfies the
limtations of the clainms and the count.” Beyers does |ikew se. Under a
section entitled “The Batl ogg Application Fails To Meet The Requirenents
of 35 US.C. § 112" (BeB 42), Beyers states: “In its prelimnary notions,
Beyers all eged that when the teachings of the Batlogg application are
foll owed the product does not neet the requirenments of the count..

Actual ly, Beyers’ prelimnary notions (paper no. 29) look to Batlogg' s
clainms, not the count: “The party Beyers, et al hereby noves for judgnent
agai nst the party Batlogg, et al on the grounds that Batlogg, et al’s
clainms corresponding to the count in the interference are not patentable
to Batlogg, et al.”
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We direct our attention to three patentability issues, all under the first paragraph of 35
U.S.C.§8 112:

witten description
enabl enent ; and,
best node.

These three issues are raised in Beyers’ and Qadri’s briefs,
and in their relevant notions. They are raised, however, in a
confusi ng manner.

During the prelimnary notion period, Beyers (paper no. 29)
noved for judgnent against Batlogg on the grounds that Batlogg s
clainms corresponding to the count were not patentable to Batl ogg
on three independent grounds: first, that Batl ogg di scl oses an
incorrect tetragonal structure for their superconducting materi al
and therefore fails to neet the “description” and “enabling”
requi renments of Section 112; second, Batlogg fails to disclose
the essential step of slow cooling and therefore fails to neet
t he enabling requirenent; and, third, Batlogg failed to provide
i nformati on consonant with the duties required under 37 CFR
8§ 1.56. Beyers therefore has raised the witten description
(i.e., incorrect tetragonal structure) and the enablement (i.e.,

incorrect tetragonal structure and no slow cooling) issues with
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respect to Batlogg’'s application during the prelimnary notion
peri od.

Beyers’ brief (BeB 42-46), however, vaguely states that
Batl ogg “fails to neet the requirenents of 35 USC 112". W are
never told which requirenent Batlogg fails to nmeet. Beyers (BeB
46) raises three grounds: Batlogg's failure to teach the sl ow
cooling step which is the sane ground as was presented in their
prelimnary notion; Batlogg s m scharacterized tetragonal
structure which, since it is discussed (BeB 43) only in the

cont ext of enabl enent *, is not the same ground as was presented in their preliminary
motion with respect to written description; and, newly added grounds that Batlogg’s conclusions
were reached by using commingled data. Since Beyers’ brief does not discuss the one ground
(i.e., Batlogg misdescribes the tetragonal structure) that Beyers’ preliminary motion used to
support raising the written description issue, we read Beyers’ brief as directed solely to the

enablement requirement. We note that Beyers does not explicitly request a review of their

2 The m scharacterization is mentioned in Beyers' brief but is cast
purely in terms of evidence denonstrating nonenabl ement. Beyers brief
states (BeB 44-45) that “another fatal defect in the Batlogg application
...1s the statenment therein ...that the conpositions are tetragonal ...the
party Batlogg, et al. have misdescribed the conpositions ...the failure to
enable, (i.e., to teach slow cooling) inevitably leads to the failure to
descri be conpositions that neet the count.” See al so Beyers' brief at 42-
43 where the issue of structure is subsumed in a discussion of making a
90% pur e superconduct or.
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preliminary motion but by raising the enablement issue in their brief, we presume that is what
Beyers intended.

Qadri (paper no. 39) moved for judgment against Batlogg on two patentability issues:
enablement (motion Q5) and best mode (motion Q6). With respect to preliminary motion QS5,
Qadri (p. 13) states that, among other grounds, Qadri “joins in the two grounds based on failure
to meet the requirements of 35 USC §112”. The two grounds are Batloggs’ disclosure of a
misdescribed crystalline structure and lack of disclosure to a teaching of slow cooling. Qadri,
however, never mentions the written description requirement. In fact, Qadri (p. 3) entitled the
motion as a motion “for judgment ... because Batlogg application ... does not contain an
enabling disclosure...”. Furthermore, in the decision on motions, the APJ (paper no. 131, p. 2)
described motion Q5 as a motion for judgment “on the ground that ‘the count’ is not patentable
to Batlogg under 35 USC 112 (nonenablement)...,” not on the ground of a lack of written
description. All indications are that Qadri moved for judgment on nonenablement grounds, and
not on written description grounds. We therefore read Qadri’s preliminary motion Q5 as directed
solely to the nonenablement issue.

Qadri’s brief is clear in raising best mode, written description and enablement issues, and
seeking review of their preliminary motions. Qadri has also filed a belated motion for judgment
against Batlogg for failing to disclose a best mode (paper no. 241).

We have therefore determined that:
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The written description issue is discussed in Qadri’s brief (QB 62-66); was the subject of Beyers’
Preliminary Motion (#1, paper no. 29, pp. 1-2; denied (paper no. 131)); and Beyers does not
seek review of the denial of that motion;

The enablement issue is discussed in Qadri’s (QB 66-74) and Beyers’ (BeB 42-46) briefs; was
the subject of Beyers’ Preliminary Motion (#2, paper no. 29, pp. 2-3; denied (paper no. 131)),
the denial of which Beyers, implicitly, now seeks review; and was the subject of Qadri’s
Preliminary Motion (Q5, paper no. 39, p. 6; denied (paper no. 131)), the denial of which
Qadri explicitly seeks review.

The best mode issue is discussed in Qadri’s brief (QB 88-92) but not in Beyers’ brief. It was the
subject of Qadri’s Preliminary Motion (Q6, paper no. 39; denied (paper no. 131)), the denial

of which Qadri seeks review, and is now also the subject of a belated motion (QM4).

52



I nterference No. 101, 981

We now discuss these issues in light of the arguments in the briefs and relevant motions.

Whether Batlogg’s Application Complies With The Written

Description Requirement of 35 U.S.C. § 112

Qadri has raised an issue (QI5; QB 62%*-66) with respect to Batlogg’s compliance with

the written description requirement of 35 U.S.C. 8 112. Because Qadri never

filed a notion for judgnent on the grounds that Batlogg’ s clains
wer e unpat entabl e under 35 USC 112, for lack of witten
description, Qadri is not entitled to consideration of this issue
at final hearing. 37 CF.R § 1.655(b). Qadri could have raised
the witten description issue by prelimnary notion but el ected
not to do so. Qadri does not explain why it was not properly
raised by a tinmely filed notion for judgment for |ack of a
witten description and why it should now be consi dered instead.
Nor do they argue that their failure to raise the issue was for
"good cause.” As a result, we do not consider Qadri’s argunent

on whether Batlogg complies with the witten description

24 «“A. Party Batlogg’s Patent Application . . . Fails to Contain a Written Description of the
Invention”.
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requirement of 35 U . S.C. § 112. Credle v. Bond, 25 F. 3d 1566,

1572 fnl4, 30 USP@2d 1911, fnl4 (Fed. G r. 1994).
Beyers does not seek review of their notion for judgnment on

t he i ndependent ground of a lack of witten description.

VWhet her Batl ogg’s Application Conplies Wth The Enabl enent

Requirenent of 35 U.S.C. § 112

Both junior parties raise an issue with respect to Batlogg s
conpliance with the enabl enent requirenent. The enabl ement issue
was previously raised in two Prelimnary Mtions under 37 C. F. R
8§ 1.633: Beyers (#2, paper no. 29, pp. 2-3) and Qadri (@b, paper
no. 39, p. 6); both of which were denied by the APJ (paper no.
131). We discuss Beyers first.

BEYERS

Beyers (BeB 42-44) acknow edges that they are raising an
i ssue which was the subject of a previous prelimnary notion.
However, they fail to state that the notion was denied and do not
request review of that denial. W presume that, by resurrecting
the issue, Beyers is inplicitly seeking review of the denial of
that notion. W wll assume arguendo that this is the case.

On the substantive issue here under review, while stating

that Batlogg's application fails to neet the requirements of 35
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U S.C. § 112, Beyers never clearly states which provision has not
been net. |In fact, after reviewing the brief (BeB 42-46), we
were unable to find any statenent of the issues; no reason or
standard is articulated. Beyers (BeB 46) does however argue that
Batlogg 1) fails to teach the essential step of slow cooling; 2)
m sdescri bes the crystalline structure of their conposition; and,
3) contains teachings of a single sanple that are based on

conm ngling of data fromat |east two sanples.

Beyers has the burden of showi ng by a preponderance of the
evidence that Batlogg's claim16 is unpatentable for failing to
neet the enabl enent requirement of 35 U.S.C. § 112. They nust
denonstrate that there is a reason to doubt that the process set
forth in Batlogg can nmake the conposition of Batlogg' s claim16.

In re Marzocchi, 439 F.2d 220, 223, 169 USPQ 367, 369 (CCPA

1971). Beyers has failed to do this.

We are not persuaded by Beyers’ argunents. W find that
Beyers is focusing on their interpretation of the count rather
than on Batlogg's claim16. On the issue of crystalline
structure, Beyers (BeB 42) states that “it is necessary (but not
sufficient) to have an orthorhonbic crystal structure to neet the

count.” However, the issue is not whether Batlogg enables the

count but whether they enable their claim16. In fact, when

55



I nterference No. 101, 981

| ooking only at Batlogg’ s claim Beyers appears to agree that
enabl ement exists. On the issue of “slow cooling”, Beyers (BeR
31) states that: “[p]assive oven cooling, i.e., merely turning
the oven off and allowi ng the sanples to cool, may yield an
‘“acceptable’ end result if all it is that one desires is to make
a conposition that is 90% orthorhonbic.” Since this is all that
Batl ogg’s claim 16 requires, Beyers would agree that a | ack of

di scl osure of a “slow cooling” step, or a nore specific crystal
structure, does not suggest that one cannot nake the comnposition
of claim16.

Beyers (BeB 25-27) also directs our attention to sanples
whi ch were prepared according to Batlogg s specification (only
di fference was that sonme were slow cooled to inprove
honogeneity). Al were YBa,Cu,0,,. Since this is what Batlogg's
claim 16 covers, Beyers’ experinments denonstrate that one with
skill in this art can make Batl ogg’ s cl ai med conposition.

Beyers has not, therefore, raised any doubts about the
objective truth of the manufacturing process Batl ogg discloses in
their application and therefore have not net their burden. As a
result, we find that Batlogg conplies with the enabl enent
provision of 35 U.S.C. § 112 and agree with the APJ’'s denial of

the prelimnary notion on this issue.
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QADRI

Qadri raised the enablenent issue in a notion tinely filed
under 37 C.F.R 8§ 1.633, which was denied, 37 C.F.R § 1.655(b).

Qadri (@B 73-74) requests review of the denial of their
Prelimnary Mdtion in view of 1) rebuttal evidence (QR 550-5)

t hey have presented to contradict Batlogg s evidence from O Bryan
(BaR 521-25) showing that if one followed the teachings of the
speci fication, they could obtain successful results, and 2) the
facts underlying the APJ's basis for denying the noti on have now
changed. Good cause has therefore been shown why additiona
grounds for raising the enabl enent issue was not previously

rai sed.

Qadri has the burden of show ng by a preponderance of the
evidence that Batlogg's claim16 is unpatentable for failing to
neet the enabl enent requirenent of 35 U S.C. § 112. The burden
is on Qadri to establish that they are entitled to the relief

requested. Kubota v. Shibuya, 999 F.2d 517, 27 USPQ2d 1418 (Fed.

Cr. 1993).
In their prelimnary notion (paper no. 39, pp. 13-14) with
respect to this issue, Qadri set forth the follow ng grounds:

Bat | ogg di scl oses an incorrect crystalline structure (i.e.,
tetragonal) for the material (taken from Beyers’ prelimnary
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nmotion — “First G ound”, paper no. 29, pp. 1-2);

Batl ogg fails to disclose the essential step of slow cooling
(taken from Beyers’ prelimnary nmotion — “Second G ound”,
paper no. 29, pp. 2-3);

“Bat| ogg does not teach how to nmake and use the superconducting
conposition as opposed to nonsuperconducting material.” (p.
14); and,

“Bat| ogg does not include and data ...specifically identifying the
conposi ti ons which are superconducting.” (p. 14).

O the grounds set forth in their prelimnary notion, only “slow
cooling” is discussed in their brief. Therefore, we do not
consi der the other grounds in our review of Qadri’s notion and

the APJ’ s denial of that notion.
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We have reviewed the evidence but Qadri has not sustained
their burden and therefore we find no error in the APJ's deni al
Wth respect to “slow cooling”, Qadri deens it critical to
producing the material. Batlogg (BaB 51-52) appears to agree
that they do not teach slow cooling but state that “[t]here is no
need to ‘affirmatively control the tenperature drop’.” There is
therefore a dispute as to whether slow cooling is required to
enabl e Batlogg’'s claim16. The only reason we can find for
affirmatively slow cooling is to guarantee that the conposition
is conposed of purely AB,Cu,0,. However, Batlogg's claim16 does
not require it. Therefore, the lack of a teaching of “slow
cooling” is not a persuasive reason for finding that Batl ogg has
failed to conply with the enabl ement requirement. Since Qadri
has not shown that Batlogg’s claim 16 |acks an enabling
di scl osure on these grounds, and since we are asked to review the
Prelimnary Mdtion only on these original grounds, we affirmthe
APJ’ s denial of that notion.

In their brief, Qadri (QB 66-74) presents additional grounds
for finding a |l ack of enablenment. They argue that Batlogg fails
to provide an enabling disclosure due to deficiencies in

Bat| ogg’ s specification that include disclosures of inprecise
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calcining, grinding and sintering steps; inprecise cooling and
anneal i ng paraneters; and barium oxide starting naterial which is
i mpure and highly hydroscopic. Qadri (@ 69-70) al so points out
that Batl ogg’'s application does not teach the inportance of
oxygen content or crystallographic structure for the composition
(i.e., Otho I) and therefore cannot guide one to select the
proper manufacturing steps and paraneters to achieve it. Qadri
further argues (@B 70-72) that sanples nade in accordance with
Batl ogg’ s specification were nonhonogeneous and did not contain
at least 90%of the ortho | material. Qadri also argues (@B 72-
73) that simlar enabling problens exist with respect to
conpositions other than those based on yttrium barium cuprate.
Finally, according to Qadri, the APJ found that Batl ogg enabl ed

t he essentially single phase conmposition described in Batlogg' s
Exanpl e 1 and Figure 4 but evidence adduced since then shows that
the material of Exanple 1 and Figure 4 are different.

Bat| ogg (BaB 51-52) responds by arguing that neither slow
cooling nor crystal structure are necessary to enable the Batl ogg
claim16. Regarding the data, Batlogg (BaB 52-54) explains that
the two sanples came fromthe same batch but were sintered at
different tenperatures. Different sanples notw thstanding, the

results for the two sanples are said to be nearly the sanme and to
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simlarly exhibit transition tenperatures above 90 degrees K
According to Batlogg they were indistinguishable and therefore
for all intents and purposes there is no difference between
Exanple 1 of Table 1 and Exanple 1 for Figures 2-4.

W have carefully reviewed Qadri’s position and argunents
but do not find that Qadri has nmade a persuasive case that
Batl ogg’ s di sclosure could not enable one of skill in the art to
make the conposition set forth in their claim16. A factor in

our decision is that Qadri’s argunents? are directed to whether Batlogg’s
specification would enable the count, not Batlogg’s claim 16, which is the focus here. In re Van
Geuns, 988 F.2d 1181, 1184, 26 USPQ2d 1057, 1059 (Fed. Cir. 1993).

We understand that the cooling step and other processing steps play a significant role in
the content and placement of oxygen atoms within the orthorhombic structure. We also
understand that the oxygen content and placement influences the transition temperature at which
the material exhibits R=0, irrespective of whether the material exhibits this homogeneity or not.

But, to comply with the enablement requirement, Batlogg need not have had a detailed

¥|n fact Qadri goes even further. Qadri argues that Batlogg does not
enabl e the count as they interpret it, which, as we have discussed, is
too narrow a construction. This is especially the case with respect to
their argunment that sanples nmade in accordance with Batl ogg’s

speci ficati on were nonhonogeneous and did not contain at |east 90%of
the ortho | material.
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understanding of Y-Ba-Cu-O chemistry. It is sufficient that they teach a method of making a
composition that achieves the stated superconductive property. Qadri has the burden of showing
that, given the information in Batlogg’s specification, obtaining the claimed product would
require undue experimentation. “To be enabling, the specification of a patent must teach those
skilled in the art how to make and use the full scope of the claimed invention without undue

experimentation." Genentech v. Novo Nordisk, 108 F.3d 1361, 1365, 42 USPQ2d 1001, 1004

(Fed. Cir. 1997).

From our reading of the record, the manufacturing process is not especially complicated
and appears to have become routine after many years of developing superconductive materials.
Batlogg’s specification (p. 8, lines 13-15) states that “[f]or many purposes, it is an advantage of
the invention that fabrication of superconducting elements may utilize standard ceramic
processing.” (Beyers and Qadri applications place greater stress on the processing variables but,
again, this is because of their intention to make a more homogeneous A,B,Cu,0,.) On the other
hand, Batlogg’s specification is not devoid of specifics (see pp. 8-9). The most crucial and
difficult aspect of the process appears to rest on the selection of the right ingredients in the right
proportions. This Batlogg appears to have done (p. 6).

With respect to Batlogg’s disclosure of barium oxide instead of the better choice barium
carbonate, this does not establish a lack of enablement for the claimed composition. Qadri has

not shown that the claimed composition could not be made from barium oxide nor that selecting
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barium carbonate from the disclosed class of “carbonates” (Batlogg specification, p. 8, line 17)
amounts to anything other than routine skill.

Regarding Qadri’s argument that compositions other than yttrium-barium-cuprate are not
enabled, Qadri does not explain why their manufacture would require undue experimentation.
Finally, regarding the data, we do not see, and Qadri has not explained, how a possible
misdescription of data describing the resulting composition affects the ability of one skilled in
the art to make the claimed composition.

We find therefore that Qadri has not met their burden of showing that one with skill in the
art would not have been enabled to make the composition of claim 16. We have reviewed the
additional grounds for reconsidering the APJ’s decision of their Preliminary Motion for judgment
and, for the foregoing reasons, Qadri has not sustained their burden and therefore we find no
error in the APJ’s denial.

We note that Batlogg has filed Motions to Suppress Evidence under 37 C.F.R. §§1.635
and 1.656(h) (paper no. 223 (1) and (2)) (BaM2; BaM3) against any testimony and exhibits
Beyers or Qadri have put forward in support of their positions that Batlogg fails to satisfy
enablement. We, as the Board, have considered all the evidence argued in the brief and still find
that Qadri has not sustained their burden. Since we find Batlogg has satisfied the enablement

requirement, Batlogg’s motions to suppress are moot.
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Whether Batlogg’s Application Complies With The Best Mode

Requirement of 35 U.S.C. 8§ 112

A best nobde issue with respect to Batlogg s application was
raised by Qadri in atinmely filed prelimnary notion for judgnent
(Q6; paper no. 39). That notion was deni ed (paper no. 131).

Qadri seeks review of the prelimnary notion.

The grounds on which Qadri base their request for review
were not raised in their prelimnary notion but rather on new
grounds in Qadri’s belated notion QW (paper no. 241). Qadri (@B
88-92) argues that Batlogg's application does not set forth a
best node for carrying out their invention on two new grounds: a)
Bat| ogg knew at the tinme they filed their application that barium
carbonate was a better starting material than barium oxide for
preparing the conposition and yet did not disclose this and
prepared all sanples from barium carbonate, and b) although
Batl ogg’s application states that ‘carbonates’ could be used (p.
8, line 17), does not suggest using barium carbonate. These are
the only reasons we are given for review ng the prelimnary
notion. Since neither of these grounds are nentioned in the
prelimnary notion, no reason has been given not to affirmthe

APJ’ s denial of the prelimnary notion.
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As to the belated notion, Batlogg has filed an opposition
(paper no. 234) followed by Qadri’s reply (paper no. 244).
Bat|l ogg (BaB 55) argues that Qadri’s prelimnary notion only
rai sed a general best node argunent. The barium oxi de/ carbonate
i ssue was not raised and it is nowtoo late to raise it. Qadri
(QRB 46-47) responds by saying that
The Party Qadri could not have known when the prelimnary
notions were filed that the Party Batl ogg knew, as of their
March 3, 1987, filing date to use barium carbonate. The Party
Qadri could only learned that only by reviewing Dr. Cava's
not ebook (BX1l, page 56). Not surprisingly, the Party Batl ogg
did not grant the Party Qadri access to that notebook before
the Party Batlogg’' s testinony period for their case-in-chief.
W agree with Batl ogg.
W have reviewed the record. Dr. Cava' s notebook is
di scussed in Cava' s declaration of August 27, 1991 (paragraphs 7-
9). Counsel (MDonnell) for Qadri cross-exam ned Dr. Cava on
Sept enber 24, 1991 on the contents of the notebook (see p. 271
BaR). The belated notion was filed on July 23, 1992, and after
all the parties’ briefs and reply briefs. “Pursuant to 37 CFR
1.655(b)(3), a party is not entitled to raise for consideration
at final hearing a matter which could have been properly raised

by nmotion unless the party shows good cause why the i ssue was not

timely raised by notion,” Gove v. Johnson, 22 USPQ2d 1044, 1046
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(Bd. Pat. App. & Int. 1991). This notion is deened untinely
because the notion was filed after the reply brief was filed and
nearly 10 nonths after the close of the period for cross-
exam ning Batlogg's witnesses. W can find no good reason why
this was not filed earlier. Since Batlogg has not had the
opportunity to fully respond to the issue, we do not treat the
nerits of Qadri’s notion (QW) under 37 C.F.R 88 1.635 and
1.633(a) (paper no. 241). The notion to consider the bel ated
notion is denied and the notion for judgnent is dism ssed.

As a result of our decision of Qadri’s 8635 noti on,
Batl ogg’s notion (BaM3) under 37 C.F. R 88 1.635 and 1.656(h) to
suppress evidence by Qadri for inproperly raising the issue of
sufficiency of Batlogg' s application under the best node

provision of 35 U.S.C. § 112 (paper no. 223(2)) is rendered noot.

We find that, under 35 USC 112, Qadri and Beyers have not
sustained their burden to establish Batlogg's claim116 is

unpat ent abl e.

Whet her Beyers’ Application Conplies Wth 35 U S.C. § 112

In view of our finding that Batlogg can support their date

of constructive reduction to practice, Beyers cannot denonstrate
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prior conception and reduction to practice and therefore the
i ssue Qadri raises (Q6) wth respect to whether Beyers’
application fails to conply with either the witten description
or enabl enent requirenent is noot. However, for the sake of
conpl eteness, we review Qadri’s position on these grounds.

At the outset we repeat what we have stated earlier: the
guestion is not whether the count is patentable to any of the
parties but whether the clains corresponding to the count are

patentable to them [In re Van Geuns, 988 F.2d at 1184, 26 USPQd

at 1059. Qadri’s insistence (B 75-76) that Beyers’ application
teach the specifics of the orthorhonbic | structure is not
rel evant to the question of whether Beyers has conmplied with 35
U S.C § 112 since no such limtation is in any of Beyers’
claims. Simlarly, Qadri’s criticismof Beyers’ measurenents
assunes that the tests nust determ ne the phases according to how
Qadri has defined them

This is also the problemw th Qadri’s (@ 79-83) argunent
with respect to other processing steps in Beyers’ application,
including a) heating tinme and tenperature as they affect
honogeneity; b) the om ssion of additional heating and grinding
steps to yield a single phase conposition; c) few details on

preparing a rigid body; d) inprecise cooling/annealing step; and
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e) no disclosure of cool down factors, especially with respect to
resulting grain size. |In each instance, Qadri is requiring

enabl ement of a product with a mninmal anmount of inpurity,
sonething the clains do not require.

Qadri (@B 78) al so argues that Beyers’ application fails to
enabl e the invention because it m sdescribes the cal cining step.
According to Qadri (@B 79), for exanple, “[o]nly about one half
of the disclosed preferred tenperature range is recogni zed by the
art as useful for calcining in the production [sic] a single
phase conpound.” Beyers teaches a preferable range of 900- 1000
degrees C. (Beyers’ application, p. 2, lines 17-18). Qadri (@B
78) argues that only 900-950 degrees C is an acceptabl e range.
The difference is 50 degrees at the high end but, even if Qadri
is correct, this does not denonstrate the necessity for undue
experinmentation in selecting those tenperatures that produce the
cl ai med conposition. That the range is only 100 degrees and
Beyers’ tenperatures covers half of it suggests otherwi se. Qadri
has not shown that the Beyers’ specification would entail undue
experinmentation in making the clained conposition and therefore
Qadri has not sustained their burden of establishing

unpatentability of Beyers’ clains on these grounds.
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OTHER MOTI ONS TO EXCLUDE OR SUPPRESS EVI DENCE

Mbti on BeML

Beyers nove (paper no. 220(1)) under 37 CF.R 88 1.635 and
1. 656(h) to suppress evidence by Qadri - Exhibits Q1 through Q@
64 and Q66 through Q 113. Beyers argue that these exhibits are
i nconpetent, never offered into evidence, and nost inportantly
are offered during cross-exam nation for the sol e purpose of
testing the adequacy of Beyers patent application:

The party Beyers hereby objects to all such testinony, to

all such exhibits, to all such sanples and to all work

perfornmed on such sanples, on the ground that it is al

prohi bited by 37 CFR 1.655(b). (See also Qadri p. 708). None

of this testinony, nor any of the exhibits, in any way deals

with a matter brought up by a prelimnary notion under 37

CFR 1.633 or 1.634. It should all be suppressed.

Qadri filed an opposition (paper no. 239), with a letter (paper
no. 231) correcting an error in the opposition. Beyers did not
file areply.

Beyers notion agai nst Qadri to suppress evidence urges that
Qadri exhibits Q1 through Q64 and Q 66 through Q 113 have not
been offered into evidence and shoul d therefore be suppressed.
The notion is disnm ssed because we have not had need to refer to
t hese exhibits in reaching our decision. Under other

ci rcunst ances, the notion woul d have been denied to the extent

that it is based on the contention that the exhi bits have not
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been offered into evidence. The failure to state on the record
that the exhibit is "offered into evidence" is not considered to
be so defective as to warrant the exhibit's exclusion from

consi deration, where the exhibit was marked for identification

and testinmony was taken with respect thereto. C evenger V.

Martin, 1 USPQRd 1793, 1799 (Bd. Pat. App. & Int. 1986).

Mbti on BeM?

Beyers (paper no. 220(2)) also noves under 37 C F. R
88 1.635 and 1.656(h) to suppress evidence by Batlogg - Exhibits
BX-1 through BX-18 on various grounds including hearsay, no
foundation, inconpetent or irrelevant. Batlogg filed an
opposition (paper no. 224). Beyers did not file a reply. The

notion agai nst Batlogg urges, inter alia, that Batlogg's

Exhi bits BX-1 through BX-18 "have not been offered into evidence"
and should therefore be suppressed. The notion is dismssed
because we have not had need to refer to these exhibits in
reachi ng our decision. Under other circunstances, the notion
woul d have been denied to the extent that it is based on the
contention that Exhibits BX-1 through BX-18 have not been offered
into evidence.

Bat| ogg Exhibits BX-1 through BX-18 were attached to
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Batl ogg's declaration testinony and were filed with the

decl aration testinony. Batlogg points out in his opposition to
the notion that rule 8 1.672(b), which relates to affidavit or
decl aration testinony, states that a party shall not be entitled
to rely on a docunent referred to in the affidavit unless a copy
of the docunment is filed with the affidavit. Batlogg urges that
he has conplied with the requirenents of 37 CF.R § 1.672(b).
We agree with Batlogg that exhibits which are referred to in the
decl aration testinony and are duly filed with the declaration
testi nony have been offered into evidence according to the rules,
and we will not suppress such docunents on the ground that they
have not been offered into evidence.

Beyers al so urges that Batlogg Exhi bits BX-1, BX-3, BX-4,
BX-5, BX-9, BX-10, BX-14 and BX-15 are inconpetent because they
had portions mssing fromthem The notion would have been
denied to the extent that it urges that the Batl ogg exhibits
shoul d be suppressed because portions of the exhibits were
redacted. As pointed out by Batlogg in his opposition, Batlogg
"“relied only on those portions of notebooks and records of
experinments that were deened relevant to this interference.” W
wi |l not suppress docunents nerely because portions are redacted,

provi ded that the opposing parties are free to inspect the
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unredacted originals. No useful purpose is seen in the inclusion
in the record of irrelevant material and of notebook pages that
are not relied on. Batlogg points out in his opposition that the
opposing parties were free to inspect the unredacted originals,
that the party Qadri requested such access and was given access,
and that the party Qadri never alleged that relevant nmaterial was
edited out of Batlogg's exhibits.

Beyers requests that BX-12 be suppressed because it is
objected to as hearsay. Batlogg exhibit BX-12 is a "Nova" TV
show t ape recordi ng which contains recollections of sonme of the
Beyers inventors and the Batlogg inventors. Beyers urges that
nost of the show consists of the host speaking and queries: "How
can a vi deot ape be cross-exam ned?" The notion woul d have been
denied as to BX-12. Cearly, the Batlogg inventors testified in
t his proceeding, were made avail abl e for cross-exam nation, and
coul d have been cross-exam ned as to any statenents nade on the
"Nova" TV show. Prior statenents by a witness are not hearsay if
the declarant testifies at the trial or hearing and is subject to
cross-exam nation concerning the statenent, and the statenent is
"(B) consistent with the declarant’s testinony and is offered to
rebut an express or inplied charge against the declarant of

recent fabrication or inproper influence or notive." Rule
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801(d) (1) (B), Federal Rules of Evidence.

Beyers states in his notion that BX-16 and BX-17 are
objected to as totally irrel evant because they deal wth
materials which are different fromthose of the present
invention. The notion would have been denied as to BX-16 and BX-
17. As noted by Batlogg in his opposition, the exhibits are
rel evant to the neaning of the phrase "allowed to cool to room
temperature.” The nmeaning of the phrase is inportant with regard
to the sufficiency under 35 U. S.C. § 112 of the Batl ogg
appl i cati on.

Beyers requests that Batlogg exhibit BX-11 be suppressed

because it "has no foundation laid for it. Bat| ogg argues in
opposition that BX-11 is a published article that was introduced
at the party Beyers’ request. Beyers also objects to BX-13 on

the ground that "no foundation has been laid for it. Bat | ogg
exhibit BX-13 includes a letter from Wal sh, counsel for Beyers,
to McDonnell, with a copy to counsel for counsel for Batlogg, and
an X-ray pattern. Beyers finally objects to BX-18, an article
fromthe New York Times, as being hearsay, irrel evant and non-
probative. Under other circunstances, the notion would have been

deni ed on these grounds with respect to these exhi bits because

t hey woul d bear on, for exanple, the issue of sufficiency under
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35 U.S.C. 8§ 112 of Batlogg’'s claimed conposition.

Mot i on QML

Qadri (paper no. 217(1)) noves under 37 CF. R 8§ 1.656(h)
“to exclude fromevidence the follow ng exhibits which have been
offered into evidence by the Party Beyers et al: Exhibit Be 34,
Exhibit Be 35, and Exhibit Be 36. These exhibits were submtted
by Beyers during Qadri’s rebuttal for the purpose of inpeaching
Qadri witness Lloyd. In her declaration (QR 647-8), Lloyd stated
t hat based on her “experience, a standard single step calcination
procedure as described in the IBMapplication . . . does not
produce phase orthorhonbic, superconducting Ba,YCu,O,.” To
contradict Lloyd s opinion, Beyers (QR 870-1) submtted
publications (Exhibits Be 34-36). Qadri objected to their
introduction during the rebuttal testinony period and hereby
noves under 37 C.F.R 81.656(h) on the grounds that Beyers’
exhibits were not identified and not used to inpeach LlIoyd; Qadri
i ndi cates that no question was asked of Lloyd as to whether the
exhi bits contradicted her opinion. Beyers filed an opposition
(paper no. 228) and Qadri filed a Reply (paper no. 242). W note

that Beyers nentions these exhibits in their reply brief (BeRB
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57). However, since we have not relied on these exhibits or that
portion of Beyers’ reply brief, in reaching our decision, this
notion is dismssed.
Motion QWP

Qadri (paper no. 217(2)) noves under 37 C.F.R § 1.656(h)

“to exclude fromevidence all testinony by Dr. Stuart S. P
Parkin and Robert B. Beyers relating to magnetization tests of
sanpl e 4 and sanple 5, and testinobny based on these tests, which
has been offered into evidence by the Party Beyers et al.”
Samples 4 and 5 are two in a series of sanples of 1-2-3
superconductor material that Beyers prepared in accordance with
Batl ogg’ s specification but under various cooling conditions (BeR
467-9). Based on Parkin's Declaration (BeR 506), for exanple,
Beyers concl udes that % superconductivity cannot be determnm ned
fromx-ray diffraction data. Beyers relies on dianmagnetic
shi el ding susceptibility and electrical resistivity data instead.
Qadri seeks to obtain the underlying data substantiating these
concl usi ons which they say they have not received.

Beyers filed an opposition (paper no. 228) stating that
Qadri has been given all the diamagnetic shielding susceptibility
information they need to cal cul ate the % superconductivity of the

sanpl es.
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Qadri filed a reply (paper no. 242). In their reply, Qadri
states that this information is insufficient because Beyers
wi t ness Parkin has stated (BeR 533-49) on cross-exam nation that
the purity of the sanples al so depends on the sanpl es’
honogeneity — which was tested by field cooled and zero-field
cool ed magneti zation tests (BeR 533-7). The latter data, Qadri
argues, is necessary for a conplete cross-exam nation of Parkin's
expert testinony.

The issue of whether % superconductivity of a sanple can be
determ ned by x-ray diffraction appears to have been an inportant
issue to the parties. Qadri states (B 11-12):

Party Beyers relies, in its case-in-chief and on
rebuttal, on DC nagnetization tests to show phase purity;
Party Batl ogg and Party Qadri do not.

The AC magnetic susceptibility test does not provide a
quantitative indication of the amount of superconducting
phase. BAR 560, |ines 20-23

See al so Beyers brief (BeB 25-26):

Experi nental proof of the need for slow cooling is given by

the testinony of Dr. Stuart Parkin (Beyers p. 503-516). Dr.

Par ki n perfornmed dc nmagnetic shiel ding nmeasurenments on

sanpl es to neasure their superconducting phase purity. He

exam ned five sanples, all prepared essentially the sane,

except for the differences in cooling tine. His
experinmental results are shown in Table | of Beyers p.

506.... The first three sanples were prepared according to
t he Batl ogg patent application instructions. They did not
nmeet the count. . . . The last two sanples, which were

cooled slowy by deliberately and affirmatively controlling
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the cooling rate of the oven according to the Beyers
teachings, did neet the count.

See also Batlogg's brief (BaB 45):

Dr. Parkin’s diamagnetic shielding nmeasurenents are
i nherently incapabl e of determ ning whether at |east 90% of any
1-2-3 sanpl e has orthorhonbic crystal structure.

Al t hough we dism ss the notion because our decision does not
depend on discrepancies in results obtained fromdifferent tests
for evaluating purity, we see no good reason why Beyers should
wi thhold data critical to the issue of whether a party had
concei ved or actually reduced to practice a conposition
consisting of Otho | structure. Had we had the need to address

that issue to determne priority, we would have granted Qadri’s

noti on.

Mbti on QOVB

Qadri (paper no. 217(3)) noves under 37 CF.R & 1.656(h)
“to exclude from evidence Exhibit BX13, which has been offered
into evidence by the Party Batlogg et al.” This exhibit, which
is in Batlogg' s record (Batl ogg Exhibit BX13), includes a letter
dated August 9, 1991, from Beyers to Qadri (and sent to Batl ogg).
It states that Beyers:

have no x-ray neasurenents nmade on the materials listed in

the mddle of page 4 of the application. W did find an x-
ray analysis for a sanple of Y,Ba,CuQ,. The analysis was
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perfornmed on March 10, 1987 and a copy is encl osed.
The March 10 x-ray diagramis enclosed but Qadri objects to it
because, anong ot her reasons, it has never been authenti cated
(i.e., "no foundation has been laid for it"), and there is no
record of the sanple fromwhich the x-ray was taken. Beyers (BaR
374) thensel ves objected to this exhibit (see notion to suppress
evi dence under 37 C.F.R 88 1.635 and 1.657(h); paper no. 220(2)
— see notion (6) below). Batlogg filed an opposition (paper no.
226) to this notion to which Qadri has filed a reply (paper no.
240). We note that Batlogg relies on Exhibit BX13 (BaB 45) to
argue that Beyers had a date of conception and reduction to
practice no earlier than March 10, 1987. This notion is
therefore relevant to Beyers case for priority.

The notion is dism ssed as noot as to BX-13 because we have

not considered BX-13 in reaching our decision.

VWHETHER QADRI ENGAGED | N | NEQUI TABLE CONDUCT

Bat| ogg has raised an issue (Bal3) and filed a Mtion ( BaM)
for Judgnent against Qadri under § 1.633(a)(paper no. 195) on
grounds that Qadri’s clains that correspond to the count are not
patentable to Qadri due to Qadri’s inequitable conduct.

Batl ogg’s notion and a supplenent to the notion were filed (April
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1 and 6, 1992, respectively) after the close of the testinony
period (March 22, 1992; see paper no. 143) and Qadri filed an
opposi tion (paper no. 202) to which Batlogg filed a reply (paper
no. 212). The APJ (paper no. 214) had deferred decision on the
notion to final hearing. W now deny this notion.

Batl ogg argues that certain statenents Qadri nade in their
Rule 131 affidavit and Prelimnary Statenent are false. The
statenents are to dates of conception and reduction to practice
which are earlier than the dates Qadri now relies upon in their
Brief.

Wth respect to the prelimnary statenent, the Board has
hel d that statements in the Prelimnary Statenments are not
regarded as effective adm ssions except for the setting of
[imting dates.

[t]he Prelim nary Statenent, through [sic] verified and
sonmewhat in the nature of a pleading, is not regarded as
evi dence but as nerely setting dates earlier than which
evidence is not effective tinme-w se. Consequently the
particul ar statenents in the Prelimnary Statement are not
regarded as effective adm ssions except for the setting of
limting dates.’”

G uber v. Via, 221 USPQ 276, 279 (Bd. Pat. Int. 1982).

Qadri woul d not have been permitted to stipulate dates earlier
than set forth in the Prelimnary Statenment. The dates nerely

mark an outside limtation. They are not to be viewed as a
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concrete adm ssion which a party may not |ater disavow. W agree
with Qadri (Opposition, paper no. 202, p. 15) that, since 37
CF.R 8 1.629(e) states that a “prelimnary statenent shall not
be used as evidence on behalf of the party filing the statement,”
it would be contradictory to use it here to determ ne inequitable
conduct .

Regarding the 131 affidavit, the dispute is whether it was
proper for Qadri to make statenments therein identifying “before
March 5, 1987” as the date they produced a conposition |ater
confirmed to be a single phase, orthorhonbic 1-2-3
superconducting material. Qadri (opposition, paper no. 202, pp.
8- 14) acknow edges and expl ains i nconsistencies with respect to
what occurred on that date but maintains the inportance of that
date in leading to the subject matter of the count. Batl ogg
di sagrees (reply, paper no. 212, p. 3) that any such material was
formed on the date. The dispute is a matter of how the parties
view the information Qadri had in their possession on March 5.

We agree that Qadri has taken a very liberal view of that

know edge and in fact we determ ned that Qadri was actually
entitled to a nuch |later date of conception. However, given
Qadri’s rationale for selecting those activities occurring prior

to March 5, 1987, and that a principal argunment Qadri is naking
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is that their invention was an inevitabl e consequence of those
activities, we are not convinced that Qadri presented the earlier
dat es based on such flinmsy and unsupportabl e evi dence that bad
faith intent anmobunting to inequitable conduct was invol ved.
Moreover, we do not find that Qadri’s stipulation of the earlier
date has had a material inpact on the interference proceedi ngs.
“Inequi tabl e conduct requires proof by clear and convi nci ng

evi dence of a threshold degree of materiality of the nondi scl osed

or false information.” Atlas Powder Conpany v. E.l. Du Pont De

Nemours & Conpany, 750 F.2d 1569, 1577-78, 224 USPQ 409, 414-415

(Fed. Cir. 1984). For the foregoing reasons, we deny the notion

VHETHER QADRI VI OLATED § 1.615

Beyers filed a notion (BeM3; paper no. 245) for judgnent
under 37 CF.R 8 1.635 for judgnent against Qadri under 37
CF.R 8 1.616 for violation of 37 CF.R 8§ 1.615. The notion is

directed at Qadri’s continuation application Serial No.

07/ 587, 466°° and Qadri’s parent application Serial No. 07/292,067, the latter is a divisional of

Serial No. 07/158,483 involved in the interference. According to Beyers, both applications were

2 Now U.S. Patent 5,106,829, issued April 21, 1992,
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prosecuted without consent from the APJ and therefore Qadri should disclaim the patent or

judgment should be entered against Qadri in the present interference under 37 C.F.R. § 1. 616.

Qadri has filed an opposition (paper no. 246) and Beyers has
filed a reply (paper no. 247) and attached to it a declaration
from Beyers’ counsel (paper no. 248).

In their opposition, Qadri directs attention to their
Prelimnary Mtions of March 14, 1989 (paper no. 39, p. 15)
wherein they state that they elected to prosecute the process
clains restricted out of the Serial No. 158,483 application.
Therefore, according to Qadri, all parties and the APJ were aware
of Qadri’s decision to prosecute the process clains. However,
argues Beyers, the record does not show that the APJ consented to
Qadri’ s deci sion.

“The party Beyers does not wi sh to engage in an argunent as
to whether or not the Exam ner-in-Chief in fact gave his
consent to the prosecution of the Qadri divisional
application. The record does not show that he did, but
fortunately, the Exam ner-in-Chief at the tinme of the filing
of the divisional application on Decenber 30, 1988, is still
the Exam ner-in-Chief in the present interference, and he
knows what he did. |If he did give his consent, he can sinp
deny the present nmotion. |If he did not give his consent, |

Is respectfully requested that the present notion be
granted. "

Iy
t

We have carefully considered the parties’ positions. W

dism ss the notion for the foll ow ng reasons.
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We agree with Qadri that their statenment in their
Prelimnary Mtions of March 14, 1989 (paper no. 39, p. 15) put
Beyers and the APJ on notice that a divisional application
directed to the restricted out nethod clains would be further
prosecuted. Al though the APJ did not consent in witing to the
subsequent prosecution of the nethod clainms, we do not see that
this was necessary. As is stated in the MPEP (2315.01):

Where an application involved in an interference includes, in

addition to the subject matter of the interference, a

separate and divisible invention, prosecution of the second

i nvention may be had during the pendency of the interference

by filing a divisional application for the second invention .
The only constraint is that, if the clains in the divisional
application are broader than the subject matter clainmed in the
interfering application, a patent to the divisible clains my not
issue. MPEP § 2315.01. Beyers has not shown this to be the
case. For this reason, Qadri is not in violation of § 1.615.

Furthernore, Beyers is asking for relief that we cannot
grant. We have no authority to request Qadri to disclaimsubject
matter of Qadri’s noninvolved patent. Qur jurisdiction is
limted to those patents which are in interference and to cl ains

whi ch correspond to the count. W do not have that situation

here and there is nothing on the record to show that Beyers noved
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under

§ 1.633(e) to declare an additional interference between Qadri’s

di vi sional application and Beyers application in interference?.
There being no issue of interfering subject matter, we cannot render a judgment with respect to

Qadri’s patent. We therefore dismiss this motion.

Summary

With respect to the motions, we hold the following:

QM1 Dismissed
QM2 Dismissed
QM3 Dismissed
QM4 Dismissed
BeM1 Dismissed
BeM2 Dismissed
BeM3 Dismissed
BaM1 Denied
Bam2 Moot
BaM3 Moot
BaM3 Moot

JUDGMENT

2" We also point out that, given Qadri’s notice that they would file a divisional application, if Beyers
had a concern about the potential of starting another interference, as they said they had (paper no.
245, p. 3), it was incumbent on Beyers to take steps to file a motion requesting the declaration of an
additional interference under § 1.633(e). Since no such steps were taken, this failure to act may
raise an issue of estoppel.
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For the foregoing reasons:
Judgment as to the subject matter of the sole count in issue

is hereby awarded to Batlogg et al., the senior party.

Syed B. Qadri, Louis E. Toth, Michael S. Osofsky, Steven H. Lawrence, Donald U.
Gubser and Stuart A. Wolf, the junior party, are not entitled to a patent containing claims 24 and
25 of their application corresponding to Count 1.

Robert B. Beyers, Edward M. Engler, Paul M. Grant, Grace S. Lim, and Stuart S.P.
Parkin, the junior party, are not entitled to a patent containing claims 1-10 of their application
corresponding to Count 1.

Bertram J. Batlogg, Robert J. Cava and Robert B. Van Dover, the senior party, are
entitled to a patent containing claim 16 of their application corresponding to Count 1. Claims 1-
15 have been found to be unpatentable. Batlogg, Cava and Van Dover are not entitled to a patent

containing claims 1-15 corresponding to the count.
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