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A. | nt roducti on



A decision on prelimnary notions was rendered October
20, 1999. (Paper 43). The decision included an order to show
cause why judgnent shoul d not be entered against party
kaj imat. (Paper 43 at 21). In response to the order to show
cause, Ckajima stated that it would accept judgnent against it
on the issue of priority. (Paper 45). However, Ckajim made
a request for final hearing to review the admnistrative
pat ent judge’ s decision denying Ckajima’s prelimnary notion 2
for judgnent agai nst Bourdeau’s clains 13-24 and 26-28 in view
of various prior art. (Paper 45).

Party Bourdeau filed a request for final hearing to
review the adm ni strative patent judge s decision (1) granting
Ckajima’s prelimnary notion 1 to designate Bourdeau’ s clains
13-24 and 26 as corresponding to the count; and (2) denying
Bourdeau’s prelimnary notion 2 to designate Ckajima’s clains
18-20 as corresponding to the count. (Paper 44).

In its principal brief, Bourdeau states that it no
| onger seeks review of the granting of Okajinma’s prelimnary

motion 1. (Paper 49 at 1). |In addition to its principal

! Bourdeau’ s unopposed prelimnary notion for benefit of
its French application 95.08587, filed July 11, 1995 was
granted. (Paper 43 at 15). In its prelimnary statenent,
kajima indicates that it shall rely onits filing date of
June 18, 1996.



brief, Bourdeau has filed a notion to exclude certain evidence
submtted by Ckajima. (Paper 52).

A final hearing was held on August 9, 2000.

B. Fi ndi ngs of Fact

1. The interference was declared on April 30, 1998.

2. kajima is involved on the basis of U S. application
08/ 665,679, filed June 18, 1996.

3. Bourdeau is involved on the basis of U S
application 08/ 676,928, filed July 8, 1996.

4. By virtue of a decision of Bourdeau's prelimnary
notion 1, Bourdeau has been accorded the benefit for the
purpose of priority of French application 95.08587, filed July
11, 1995. (Paper 43 at 15).

Okajinmp’s brief

5. kaj i ma mai ntains that Bourdeau’s clains 13-24 and
26-28 are unpatentable in view of various prior art. (Paper
45 at 1).

6. Inits prelimnary notion 2 (Paper 13%, kajim
noved for judgnent agai nst Bourdeau’s clains 13-24 and 26-28
based on alternate theories that Bourdeau's clains 13-24 and
26- 28 were unpatentable under 35 U.S.C. 8§ 103 over:

a) Eur opean Patent O fice Publication 356 400 (EP
“400), published February 28, 1990 in view of German
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O fenl egungsschrift DE 3,622,746 (DE ‘ 746), published
January 21, 1988;

b) German O fenl egungsschrift DE 4, 333,503 (DE ‘503),
published April 6, 1995, in view of EP ‘400 and DE ‘ 746;
or

c) U S. patent 5,401,041 (US *041), issued March 28,

1995 in view of EP ‘400 and DE ‘7462, (Paper 13% at 8-

20).

7. kajima, inits brief, submts that Bourdeau’ s
clains 13-24 and 26-28 are unpatentable under 35 U.S.C. § 103
over DE ‘503 and/or US ‘041 in view of EP ‘400 alone or in
conbi nation with DE ‘746, Austrian publication 399 637 B (AT
“637), or U S patent US *622. (Paper 51 at 24).

8. In its brief, Okajinma additionally argues that claim

17 is unpatentable under 35 U S.C. § 112. (Paper 51 at 34).

Bourdeau’s Mbtion to Suppress

9. Bourdeau filed a notion to exclude Ckajim’s
exhi bits OxX9, OX10, OX11, and OX12. (Paper 52).

10. Ckajima’s exhibit OX9 is AT ‘ 637.

2 (Kkajinma argues that claim19 is unpatentable based on
the third alternative only. (Paper 13% at 13).

Ckajima argues that claim 24 is unpatentabl e based on
the three alternatives. However, in the |ast alternative,
kajinma further relies on U S. patent 3,584,622 (US *'622),

i ssued June 15, 1971. (Paper 13 Y at 16).

Ckajima argues that clains 27 and 28 are unpatentabl e
based on the three alternatives, less the DE * 746 reference.
(Paper 13 % at 18-20).



11. kajima’s exhibit OX10 is U S. Patent 4,779,892
(US *892), issued Cctober 25, 1988.

12. Okajinma’s exhibit OX11 is U S. Patent 4,699,396 (US
©396), issued Cctober 13, 1987.

13. Ckajima’s exhibit OX12 is U S. Patent 4,688,822 (US

*822), issued August 25, 1987.

Bour deau’ s bri ef

14. Bourdeau nmaintains that Ckajim’s clainms 18-20
shoul d be designated as corresponding to the count. (Paper
49) .

The invention

15. The interfering subject matter relates to a
snowboard boot with a | eg nenber and a heel nenber pivotally
attached at a location that is offset fromthe | ongitudi nal
nmedi an pl ane of the boot.

16. The count is identical to Bourdeau' s claim27 and is
as foll ows:

A snowboard boot conpri sing:

a heel menber;

a | eg nenber positioned above the heel nenber;

wherein the heel nenber is pivotally attached to the
| eg menber at a pivot location so that the |l eg nmenber is
capabl e of novenent relative to the heel nenber about an

axis of rotation that passes through the pivot |ocation;
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wherein the axis of rotation is inclined fromrear
to front and fromtop to bottom

wherein the pivot location is offset fromthe
| ongi tudi nal medi an pl ane; and

wherein the axis of rotation fornms an angle with the
| ongi tudi nal medi an pl ane.

Ckajima’s claim18

17. Ckajima’s independent claim 18, which Bourdeau seeks

to designate as corresponding to the count is as foll ows:

A pair of snowboard boots conpri sing:
a first snowboard boot including:
a first heel nenber;

a first |l eg nenber positioned above the first heel
menber ;

wherein the first heel menber is pivotally attached
to the first leg nenber at a first pivot |ocation so that
the first | eg menber is capable of novenent relative to
the first heel nenber about a first axis of rotation that
passes through the first pivot |ocation;

wherein the first axis of rotation is vertically
inclined no nore than +/- 45°;

wherein the first axis of rotation lies wthin a
first plane that is inclined relative to a | ongitudi nal
second pl ane of approxi mate symretry which divides |eft
and right sections of the first boot;

wherein the first pivot |ocation is spaced apart
fromthe second pl ane of approxi mate symretry;

a second snowboard boot i ncl uding:



a second heel menber;

a second | eg nenber positioned above the second heel
menber ;

wherein the second heel nenber is pivotally attached
to the second | eg nenber at a second pivot |ocation so
that the second | eg nenber is capable of novenent
relative to the second heel nenber about a second axis of
rotation that passes through the second pivot |ocation;

wherein the second axis of rotation is vertically
inclined no nore than +/- 45°;

wherein the second axis of rotation lies within a
third plane that is inclined relative to a | ongitudi nal
fourth plane of approximate symetry which divides |eft
and right sections of the second boot;

wherein the second pivot |ocation is spaced apart
fromthe fourth plane of approximte symretry; and

wherein an angle of inclination between the first
pl ane and the second plane of approximate synmetry is
greater than an angle of inclination between the third
pl ane and the fourth plane of approximate symetry.

18. Okajima’s specification defines the term “pl ane of
approxi mate synmetry” on pages 4-5 and 9 of application
08/ 665, 679.
19. The “plane of approxinmate synmmetry” is defined on
pages 4-5 of Ckajinma’s specification as foll ows:
when the shoe is placed on a horizontal plane, the
heel section is approximtely symetrical with respect to
a vertical longitudinal plane which contains a line in
the longitudinal direction. This approxinmtely

symmetrical plane is referred to herein as the ‘plane of
approxi mate symetry.’



20. The “plane of approximte symetry” is defined on
page 9 of Ckajima’s specification as foll ows:

When the boots are fixed to the snowboard, the pl ane
of approxi mate symretry of each snowboard boot can be
defined as follows. Wen the insides of both feet are
pl aced together so as to touch lightly at two points
whil e standing erect, the plane of approxi mte symetry
is the vertical plane that is parallel to the plane
containing these two points, and that contains the back
end point of the heel section, which has an approxi mately
spherical surface shape.

The prior art

21. DE *503 (Ckajim exhibit OX2) describes a snowboard
boot with a heel nenber 13 and a | eg nmenber 16 pivotally
connected by 18 at the rear of the boot.

22. The pivot |ocation appears to be along the line of
t he | ongi tudi nal nedi an plane of the boot and not offset from
t he | ongi tudi nal nedi an pl ane.

23. US '041 (Ckajima exhibit OX3) describes a snowboard
boot with a heel nenber 16 and a | eg nmenber 28 pivotally
connected by 34 at the rear of the boot.

24. The pivot location is along the line of the
| ongi tudi nal medi an pl ane of the boot and not offset fromthe
| ongi tudi nal medi an pl ane.

25. EP 400 (Ckajima exhibit OX1) describes a ski boot
with a heel nmenber 19 and a | eg nmenber 10 pivotally connected
at two |locations 13 and 15 on either side of the boot.
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26. The two pivot |ocations 13 and 15 are offset from
t he | ongi tudi nal nedi an plane of the boot.

27. DE *746 (Ckajinma exhibit OX4) describes a binding
for a nono-ski with a heel nenber 3 and a | eg nenber 2
pivotally connected by 8 at the rear of the binding.

28. The pivot location is along the line of the
| ongi tudi nal medi an pl ane of the binding and not offset from
t he | ongi tudi nal nedi an pl ane.

29. AT *637 (Ckajim exhibit OX9) describes a snowboard
shoe with a heel nmenber 1 and a | eg nenber Mand a sole 2,
whose sole is varied between | ow hardness 4, 5c and high
hardness 5, 6 so that the leg of a wearer of the snowboard
shoe is capable of tilting forward and i nward.

30. US '622 (Ckajim exhibit OX5) describes a support
device for prevention of ankle injuries.
C. Di scussi on

St andard of Revi ew

Al t hough the substantive issues before us were raised in
prelimnary notions which were decided by a single judge in a
Decision on Prelimnary Mtions (Paper 43), those decisions
are not entitled to deference by this three judge panel. See
8§ 1.655(a) as anmended effective March 16, 1999, which provides

that "[t] he abuse of discretion standard shall apply only to



procedural matters." Consideration of Interlocutory Rulings

at Final Hearing in Interference Proceedings, 64 Fed. Reg.

12900, 12901 (March 16, 1999).

Bour deau’ s Bri ef

Bourdeau nai ntains that Ckajima’s clains 18-20 shoul d be
designated as corresponding to the count. Ckajima claim18 is
an i ndependent claim Ckajinma claim19 depends on claim 18.
Ckajima claim20 depends on claim19.

At the heart of the issue is how the term *plane of
approxi mate synmmetry” should be interpreted with respect to
kajima’s claim18. Ckajima’s claim18 recites “[a] pair of
snowboard boots.” Ckajima’s specification defines the term
“pl ane of approximte symetry” in two | ocations, pages 4-5
and 9. The first definition is directed to a single boot.
(Finding 19). The second definition is directed to a pair of
boots. (Finding 20). The first and second definitions are
different. The plane of approximte symetry wll be
di fferent dependi ng on which definition applies.

Bour deau contends, and it is not disputed, that the first
definition of the “plane of approximte symetry” is the sane
as the longitudinal nedian plane” recited in Bourdeau s claim
27 (the count). (Paper 49 at 7). Bourdeau does not suggest

that Ckajima’s second definition of the “plane of approxi mte
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symmetry” is the sane as the “longitudinal nedian pl ane” of
Bourdeau claim 27 (the count). Rather, Bourdeau argues that
the second definition of the “plane of approximte symetry”
will be consistent with the first definition where the w dths
of the front and rear portions of each of a pair of boots are
the sane, as allegedly shown in Ckajima’s figures. Ckajim’s
clains 18-20 should be interpreted such that the w dths of the
front and rear of a boot are the same, Bourdeau argues, in
order for the term “plane of approximate symetry” to be given
t he sane neani ng throughout all of Ckajima’s clains as

required by law, citing to Georgia-Pacific Corp. v. United

States Gypsum Co., 195 F.3d 1322, 1331, 52 USPQR2d 1590, 1598

(Fed,. Cir. 1999); Southwall Technologies, Inc. v. Cardinal 1G

Co., 54 F.3d 1570, 1579, 34 USPQ2d 1673, 1679 (Fed. Cr

1995); Fonar Corp. v. Johnson & Johnson, 821 F.2d 627, 632, 3

usP@d 1109, 1113 (Fed. Cr. 1987), cert, denied, 484 U S
1027 (1988). (Paper 49 at 7-9).

Bourdeau’ s argunents are not persuasive. First, while we
agree that generally a claimterm cannot be given a different
meaning in the various clains of the sane patent, there are
exceptions to this rule of law. In none of the cited cases
are the facts simlar to those before us. Here, there are two

definitions for a given term Here, one definition applies to
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clainms reciting a single boot and the other definition applies
to clainms reciting a pair of boots.

In Georgia-Pacific, the Federal Circuit held that it was

an error to interpret a claimtermto have one neaning with
respect to one set of clains and a different nmeaning with
respect to another set of clainms. The Federal Circuit held
that a claimtermcannot be given a different neaning in the
various clains of the sane patent “absent any indication that

a different neaning was contenplated.” 195 F.3d at 1331, 52

USPQ2d at 1598. 1In CGeorgia-Pacific, the disputed termwas not
defined in the specification. Here, the disputed termis not
only defined in Ckajim’s specification, but defined in two
ways, indicating that different meani ngs had been contenpl at ed
depending on the context on which the termis used.

In Southwal I, the issue was whether the remarks nade as
part of the prosecution history applied to all of the clains
with the disputed term even though a particul ar claimwas not
menti oned during prosecution history. The Federal Circuit
held that “argunments made during prosecution regardi ng the
meaning of a claimtermare relevant to the interpretation of

that termin every claimof the patent absent a clear

indication to the contrary.” 54 F.3d at 1579, 34 USPQR2d at

1679. In Southwall, the Federal Circuit found that the
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prosecution history discussing the disputed term was
applicable for determ ning the meaning of the termin all of
the clains. |In Southwall, there was not, as there is here,
two definitions in the specification for the disputed term
Unlike in Southwall, here the prosecution history tends to
show that the “plane of approximate synmmetry” has a different
meaning for Ckajima’s clains 18-20. Note Ckajima’ s argunent
that the term “plane of approximate symetry” has a different

meaning for its clains 18-20. (Paper 55 at 3-5).

Li kewi se, in Fonar Corp., the disputed termdid not have
nore than one definition in the specification. Nor was there
prosecution history tending to show that the disputed term
shoul d be interpreted inconsistently from other clains using
the same term as there is here. Thus, the facts before us
are distinguishable fromthe facts in the above cited cases.

Bourdeau asserts that Ckajima’s Figs. 1-7, 10 and 12 show
boots where the “plane of approximate symmetry” is the sane as
t he | ongi tudi nal plane. (Paper 49 at 8). But only Fig. 10 of
Figs. 1-7, 10 and 12 shows a pair of boots3 The rest of
kajima’s figures show a single boot. The figures show ng a

single boot are consistent with the first Okajinma definition

3 kajima Fig. 11 is the only other figure that shows a
pair of boots. There, the plane of approximte symetry is
not illustrated.
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of “plane of approximate symmetry”, where the “plane of
approxi mate synmetry” is the same as the | ongitudinal nedian
pl ane of Bourdeau claim 27 (the count). While Fig. 10 does
appear to show a pair of boots where each boot has a pl ane of
approxi mate symetry which is the sane as the | ongitudi nal
medi an plane, the figure is a nmere abstract representation for
illustrating the Okajima page 9 definition of the “plane of
approxi mate symmetry”, as further discussed bel ow.

kajima’s Fig. 10 shows two ellipses representing a pair
of boots. There is nothing in kajinma’s specification to
indicate that the ellipses are actual designs of snowboard
boots, where the front and rear widths of the boots are the
sanme. Bourdeau has not sufficiently explained, or
establ i shed, why one of ordinary skill in the art would not
view the ellipses of kajima’s Fig. 10 as an illustration for
how t he “plane of approxi mte symetry” is determ ned. The
illustration of Fig. 10 would be simlar to the situation
where t he snowboard boots were represented by two rectangl es.
Such a figure would not convey that the snowboard boots are
actually in the shape of rectangles. Rather, we believe that
one of ordinary skill in the art would interpret such a
drawing to be illustrative of the concept to be conveyed, e.gqg.

how to determ ne the “plane of approximte symetry” for each
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of a pair of boots. For the foregoing reasons, we are

unper suaded by Bourdeau’ s argunment that when interpreted in
light of Ckajima’s figures and specification, the term*plane
of approximate symetry” as it applies to Ckajima’s claim 18
is the sane as the “longitudi nal nmedi an pl ane” of Bourdeau
claim 27 (the count).

Bourdeau additionally argues that even if the second
definition is interpreted inconsistently with the first
definition for the term “plane of approxi mte symetry”,
kajima’s claim 18, when broadly construed, would cover
snowboard boots with planes of approximte symmetry that are
the sane as the | ongitudinal nmedian plane. (Paper 49 at 8).
Thi s does not nean however, that the subject matter of
kajima’s clains 18-20 woul d have been obvi ous given the
subject matter of Bourdeau' s claim 27 as prior art. Even
t hough Ckajima’s claim 18 may “cover” snowboard boots whose
front and rear widths are the same, does not nean that one
having ordinary skill in the art knew of such snowboard boots
or that such snowboard boots existed. Further, the fact that
a cl ai med species or subgenus is enconpassed by a prior art
genus is not sufficient by itself to establish a prina facie

case of obviousness. |Inre Baird, 16 F.3d 380, 382, 29 USPQd

1550, 1552 (Fed. Cr. 1994). dCaim 27 does not recite the
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shape of a boot either, and Bourdeau has failed to direct us
to sufficient and credi ble evidence which show that one of
ordinary skill in the art knew of snowboard boots whose rear
and front widths are equal. The fact that the prior art may
be nodified in the manner suggested does not make the
nodi fi cati on obvious unless the prior art suggested the

desirability of the nodification. In re Fritch, 972 F. 2d

1260, 12666 n. 14, 23 USPQd 1780, 1783-84 n.14 (Fed. Gr
1992) .

Bourdeau argues in its reply that:

even if the Board does not find the two planes to be the

sane as a matter of law, the two planes are nevert hel ess

practically the sane. Both planes pass through the
center of the heel and are used sinply as a reference

point. (Paper 56, Introduction at 1).

The above quoted remark is found under the heading
“I'ntroduction” which precedes the section entitled “Reply to
the Specific Points Raised By Ckajim”. (Paper 56 at 1-2).
The rule regarding a reply states that a “reply shall be
directed only to new points raised in the opposition.” 37 CFR
8§ 1.638(b). The above quoted argunment was not in response to
new points raised in Ckajinm’ s opposition.

Bourdeau reiterated this new argunent at final hearing.

What we under stand Bourdeau’ s new argunent to be is that even

if the “plane of approximate symmetry” and the “Iongitudi nal
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medi an pl ane” have different neanings, both planes pass
t hrough the center of the heel, and as a practical matter, if
a pivot is offset fromone plane it is also offset fromthe
ot her plane, and that the exact |ocation of the offset of the
pi vot would be a matter of routine optimzation and obvious to
one with ordinary skill

The problem w th Bourdeau’s new argunment nmade in its
reply and at final hearing is that Okajima had no meani ngf ul
opportunity to present evidence to respond to the new
argunment. Okajinma m ght have denonstrated that an offset from
one reference plane does not equate to an offset fromthe
ot her reference plane, or that an optim zed angle from one
reference plane may not be an optim zed angle with respect to
the other reference plane. The new argunent was not raised in
Bourdeau’s original notion or in Bourdeau’s principal brief.
Since Ckajima has had no neani ngful opportunity to rebut the
new y presented argunment nade by Bourdeau in its reply brief
and at final hearing, we decline to consider the argunment on
its merits or to express any views as to its soundness.

For the foregoing reasons, Bourdeau has failed to
denonstrate that Bourdeau’s prelimnary notion 2 to designate
kajima’s clains 18-20 as corresponding to the count was

i nproperly deni ed.



Okajinmp’s Brief

Ckaj i ma mai ntains that Bourdeau’s clains 13-24 and 26-28
are unpatentable under 35 U.S.C. 8 103 over DE ‘503 and/or US
‘041 in view of EP ‘400 alone or in conbination with DE ‘746,
AT "637 or US '622. (Paper 51 at 24).

At the outset, we note that Bourdeau in its opposition
argues that the conbination of references Ckajinma relies upon
to denonstrate that Bourdeau’s clainms are unpatentable is
different than the conbination of references relied upon in
kajima’s prelimnary notion 2. (Paper 53 at 16-17).

Bourdeau argues that the Board should not consider the new
argunents because a “party shall not be entitled to raise for
consideration at final hearing any matter which properly could
have been raised by a notion ...” 37 CFR 8§ 1.655(b). (Paper
53 at 17).

We agree that the references Ckajima relied upon inits
prelimnary notion 2 have been applied differently inits
brief. (Findings 6 and 7). The new rational e should not be
considered. Alternatively, we have considered the nerits of
kajima’s new rationale and find that in any event kajina has
failed to prove a prima facie case of obviousness.

Bourdeau clains 13, 27 and 28 are independent clains.

Bourdeau cl ains 14-24 and 26 depend either directly or
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indirectly on claim13. Bourdeau claim 13 requires that the
journal attachnment be positioned on a nedial side of the boot,
along a journal axis formng an angle of between 20° and 40°
with respect to the |ongitudinal nedian plane of the boot.
Bourdeau clains 27 and 28 require that the heel nmenber (claim
28 - rear portion) and | eg nenber (claim28 - rigid back
portion) of the boot be pivotally attached at a pivot |ocation
that is offset fromthe |ongitudinal nedian plane.

Ckajima argues that DE ‘503 and/or US ‘041 teach the
features of Bourdeau' s clains 13, 27 and 28 with the exception
of the pivot being offset fromthe |ongitudinal nedian plane.
(Paper 51 at 30-31). kajinma relies on EP *400 to teach the
claimed pivot location. Ckajinma argues that the notivation to
conbine DE ‘503 and/or US ‘041 with DP ‘400 may be found in AT
‘637 and DE *746. (Paper 51 at 31-33).

We disagree that there is a suggestion or teaching in the
prior art of record to make the nodification to either the DE
‘503 or US ‘041 snowboard boot such as to offset the journal
fromthe |ongitudi nal nmedian plane of the boot as clainmed in
Bourdeau clains 13, 27 and 28. EP ‘400 describes a ski boot
with two journals 13 and 15 | ocated on opposite sides of a sk
boot. (Findings 25 and 26). The journals are offset from

each other to provide a swiveling action |longitudinally and
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slightly inwardly. Wiile the location of the journals allow
for a slightly inward bend of the wearers lower leg (Fig. 1
(d)), the journals 13 and 15 on opposite sides of the boot
woul d appear to hinder or obstruct nost |ateral novement by
the wearer. |In contrast, DE ‘503 and US ‘041 teach snowboard
boots where substantial |ateral novenent by the wearer i s not
only possi ble but desirable. Wy then would one of ordinary
skill in the art look to EP ‘400 to arrive at the clained
invention? GCkajima has failed to provide a sufficient reason.
Li kew se, AT ‘637 would not have reasonably suggested
nmodi fying either DE ‘503, US ‘041 and/or EP ‘400. AT ‘637
descri bes a snowboard shoe whose sol e has varying stiffness.
The design of the shoe sole allows downward and i nward noti on
of the wearers lower leg. Although AT ‘637 does suggest a
solution to the problem e.g. a design that allows a wearer’s
|l eg to bend downward and forward, the solution is different
than the clainmed pivot |ocated offset fromthe I ongitudinal
medi an pl ane of the boot. Simlarly, while DE ‘746 shows a
bi ndi ng design that allows the wearer’s |ower leg to bend
downwardly and inwardly, the pivot |ocation of the binding is
| ocated al ong the |ongitudinal plane and is not offset
therefrom The teachings of DE ‘746 do not make up for the

| ack of suggestion fromany of the aforenentioned references
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to notivate one of ordinary skill in the art to nodify either
US ‘041 and/or DE ‘503 and/or EP ‘400 as is proposed by
Ckajima. Lastly, US ‘622 describes an ankle brace for
preventing injury to the wearer’s ankle. US '622 appears to
have little, if any relevance to the clainmed subject matter.
We find that Ckajim’ s suggestion that one skilled in the
art woul d have been notivated to nodify the DE ‘503 and/or US
‘041 boot in view of EP *400, DE ‘746, AT ‘637 and/or US ‘622
to arrive at the clainmed invention can only be nade with the
benefit of know edge found in Bourdeau’ s disclosure. It is
i nproper to rely on Bourdeau’s own disclosure as notivation

for conbining the prior art. See WL. Gore & AsSsoCS. V.

Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed.

Cir. 1983) ("To inbue one of ordinary skill in the art with
knowl edge of the invention in suit, when no prior art
reference or references of record convey or suggest that
know edge, is to fall victimto the insidious effect of a

hi ndsi ght syndrone wherein that which only the inventor taught

is used against its teacher."); In re MlLaughlin, 443 F. 2d
1392, 1395, 170 USPQ 209, 212 (CCPA 1971) (obviousness
judgnents are necessarily based on hindsight; so |long as

j udgnment takes into account only know edge known in the art,

there is no error.).



Lastly, we note that Ckajima argues that Bourdeau cl ai m
17 is unpatentable under 35 U.S.C. § 112, since Bourdeau claim
17 is a duplicate of Bourdeau claim14. (Paper 51 at 34). In
response, Bourdeau states that it will cancel claim17.
(Paper 53 at 21). W construe that response as an agreenent
that claim17 is a duplicate and thus is unpatentable.
Therefore, we grant Ckajima’s notion for judgnent agai nst
Bourdeau’ s claim 17

For the foregoing reasons, Ckajima’s notion for judgenent
agai nst Bourdeau’s claim 17 as being unpatentable is granted.
Ckajima’s notion for judgnent agai nst Bourdeau's clains 13-16,
18-24 and 26-28 as bei ng unpatentable is denied.

Bourdeau’' s Motion to Exclude Evidence

Bour deau noves to suppress Ckajima’s exhibits OX9- OX12.
Okaj ima does not rely on its exhibits OX10-OX12 to support its
argunment that Bourdeau' s clainms 13-24 and 26-28 are
unpatentable. Rather, Ckajima’s exhibits OX10-OX12 are relied
upon in its discussion of why Bourdeau’s clains 13-24 and 28
properly correspond to the count. Wether Bourdeau’s clains
13-24 and 28 should correspond to the count is not an issue
before us and therefore we need not consider whether Ckajina’s

exhi bits OX10- OX12 shoul d be suppressed.



Further, we find it unnecessary to consider the specific
objections to the adm ssibility of Okajinma’s exhibit OX9,
since Ckajima has failed to make a prima facie case of
obvi ousness agai nst Bourdeau’ s cl ai ns even assunm ng OX9 to be
adm ssi bl e.

Accordingly, Bourdeau’s notion to suppress is dismssed
as noot .

D. Judgnent

Upon consi deration of the record, it is

ORDERED t hat judgnment on priority as to Count 1, the sole
count in the interference, is awarded against junior party
SHI NPEI OKAJI NA.

FURTHER ORDERED t hat junior party SH NPEI OKAJIMA is not
entitled to a patent containing clains 1-4, 6-11 and 21 of US
application 08/665,679, filed June 18, 1996, which correspond
to count 1.

FURTHER ORDERED t hat judgnment is entered agai nst BOURDEAU
with respect to its claim17.

FURTHER ORDERED t hat BOURDEAU is not entitled to a patent
containing claim 17 of US application 08/676,928, filed July

8, 1996, which corresponds to count 1.



FURTHER ORDERED that if there is any settlenment agreenent

whi ch has not been filed, attention is directed to 35 US.C. 8§

135(c) and 37 CFR § 1.661.

FRED E. McKELVEY, Seni or )
Adm ni strative Patent Judge

BOARD OF PATENT
JAVESON LEE APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

SALLY C. MEDLEY
Adm ni strative Patent Judge
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