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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner’s fina
rejection of clainms 32 through 43. dains 1 through 31 have
been wi t hdrawn from consi derati on.

The appellant’s invention relates to a magnetic
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conpaction systemfor densifying a material to achieve a

pr edet er m ned

density. An understanding of the invention can be derived
froma reading of exenplary claim32, which appears in the
appendi x to the appellant’s brief.

THE REJECTI ONS

Clainms 32 through 43 stand rejected under 35 U.S.C. § 101
because in the exam ner’s opinion the clained invention is not
supported by either a creditable asserted utility or a well
established utility.

Clains 32 through 43 stand rejected under 35 U S.C. §
112, first paragraph (enablenment) for simlar reasons.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appel |l ant regarding the above noted
rejections, we nake reference to the examner’s fina
rej ection and answer (Paper Nos. 11 and 14) for the exanmi ner’s
conpl ete reasoning in support of the rejections and to the

appel lant’s brief (Paper No. 13) for the appellant’s argunents
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t her eagai nst.
OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant’s specification and
clainms, to the declaration filed by the appellant, and to the
respected positions articulated by the appellant and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

W will address the rejections of the clainms under 35
US. C § 112, first paragraph, and under 35 U.S.C. § 101
together. The lack of utility because of inoperativeness and
t he absence of enablenent are closely relative grounds of

unpatentability. Newran v. Quigg, 877 F.2d 1575, 1581, 11

USPQ2d 1340, 1345, (Fed. CGr. 1989), cert. denied, 495 U S

932 (1990). A rejection under 35 U.S.C. §8 101 for lack of
utility is tantanount to a rejection under the howto-use
provi sion of the enabl enent clause of the first paragraph of

35 US.C 8§ 112. In re Fouche, 439 F.2d 1237, 1243, 169 USPQ

429, 434 (CCPA 1971).
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A disclosure of an utility satisfies, the utility
requi renent of 8 101 unless there are reasons for the artisan

to question the truth of such disclosure. |In re Gaubert, 524

F.2d 1222, 1224, 187 USPQ 664, 666 (CCPA 1975); ILn re Langer,

503 F.2d 1380, 1391-92, 183 USPQ 288, 297 (CCPA 1974).
To conmply with the clause of the first paragraph of 35
US C 8 112, the disclosure nust adequately present the

clai med invention so that the artisan can practice it w thout

undue experinentation, In re Scarbrough, 500 F.2d 560, 566,

182 USPQ 298, 302 (CCPA 1974); In re Brandstadter, 484 F.2d

1395, 1407, 179 USPQ 286, 294-95 (CCPA 1973).
In support of the rejections the exam ner states:

. specification teaches a device that accel erates
away fromthe material to be acted upon. As a result it
appears as if the container does not inpact on the

mat eri al, making the magnetic energy the only force used
I n conpaction. Thus, the clains are inconsistent wth
the specification, and it is not perfectly clear what
caused the conpaction. . . . one skilled in the art
clearly would not know how to use the clained invention.
The specification, it discloses only the wall 108" (the
container wall) “expands radially to conpress materia
102" (page 15, line 25 ). (Final Rejection at page 2)

We have reviewed the appellant’s specification and note

that in the summary of the invention the specification states
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that the container is reduced in transverse dinensions thereby
indicating that the walls of the container nove i nward upon
the application of the nagnetic force. (see specification at
pages 5 and 6). The specification also discloses in
connection with the first enbodi nent depicted in figure 1 that
the magnetic pressure acts inwardly upon the electrically
conductive container 38 so that the transverse di nensi ons of
the container are reduced (see specification at page 8). 1In
connection with the tubul ar container depicted in figure 2,
the specification also indicates that the magnetic pressure
acts upon the tubul ar nenber and causes reduction of the
transverse di nensions of the tubular nenber thereby al so
indicating that the walls of that container nove inward. (See
specification at pages 9 and 10). The specification and it’s
expl anation of the enbodi nent depicted in Figures 3 through 7,
in which there is a predeterm ned stand-off distance states:
.o magneti c pressure i s applied upon the electrically
conductive container 100'. This pressure acts simlarly
upon the electrically conductive container 100", and the
transverse di nensions of the electrically conductive

contai ner 100" are reduced (specification at page 12).

The specification also states that the process and operation
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of the enbodi nent depicted in Figures 3 through 7c, is
substantially the same as the enbodi nent described earlier
herein. Therefore, in our view, a person of ordinary skill in
the art reading the specification as a whole woul d under st and
that the wall of the container depicted in Figures 3 through
7c noves inwardly to conpact the material notw thstanding the

use of the phrase “expands radially.”
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In view of the above we will not sustain the examner’s
rejections under 35 U S.C. §8 101 and 35 U.S.C. § 112,
par agr aph one.

The decision of the exam ner is reversed.

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT
JOHN P. McQUADE
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Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
MURRI EL E. CRAWFCRD )

Adm ni strative Patent Judge
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