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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1, 3 and 5 through 7, which are all of the

claims remaining in this application. dains 2, 4 and 8
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t hrough 20 have been cancel ed.

Appellant's invention relates to an ultrasonically driven
surgical cutting blade. Independent claim1l is representative
of the subject matter on appeal and a copy of that claim as
reproduced fromthe Appendi x to appellant's brief, is appended

to this decision.

The sole prior art reference of record relied upon by the
exam ner is:
Davi son et al. (Davison) 5, 324, 299 Jun. 28,

1994

Claims 1, 3 and 5 through 7 stand rejected under 35
UusS. C
§ 102(b) as anticipated by or, in the alternative, under
35 U.S.C. 8§ 103 as obvi ous over Davison. More particularly,
t he exam ner has relied upon the enbodi nent of the ultrasonic
surgi cal blade seen in Figures 6 through 8 of Davison, urging
that the sharpened recess (62), disclosed in colum 7, lines
34-36, includes a hook portion which term nates at a pointed
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tip. In the examner's view, this pointed tip in Davison is
at an outernost distal end of the blade body because,

"[t]he point (at the end of the edge of the hook
portion 62 shown in figure 8 of Davison et al.) is
at the radially outernost point of the device. 1In
ot her words, no other portion of the device extends
radi ally outward beyond this point. This point is
therefore at an outernost point of the body. The
point is also at a distal end of the body since it
is located at the distal end portion of the body.
The distal end portion of the Davison et al. body is
considered to be the portion of the body which

i ncl udes portions 60 and 64. Although the extrene
end of the sharped point is spaced proximally from

t he distal nost end point of the device, this is true
for the blade of the invention as well. The extrene
end of the pointed tip 24 of the blade of the
invention is spaced proximally fromthe distal nost
end point of the device as seen in figure 1 of the
application. Even if the term"pointed tip" in the
clainms is considered to include the portion of the
bl ade that has tapered sides that lead to the
extrenme end point (that is, the portion denoted by
reference nuneral 24 in figure 1), then even this
pointed tip, including its base, is spaced
proximally a small distance formthe distal nost end
poi nt of the device as seen in figure 1 of the
application.”

In the alternative, the exam ner urges that "it woul d have

been obvious that the tip described in col. 7, lines 34-36 of
Davison et al. is pointed for the reasons set forth above"
(answer,
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page 4).

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ant regardi ng the above-noted
rejection, we refer to the examner's answer (Paper No. 19,
mai | ed Novenber 4, 1998) and to appellant's brief (Paper No.

18, filed Septenber 9, 1998) for a full exposition thereof.

0PI NI ON

Having carefully reviewed the anticipation and
obvi ousness issues raised in this appeal in light of the
record before us, we have cone to the conclusion that the
exam ner's rejections of the appeal ed clains under both 35
US C 8§ 102(b) and 35 U.S.C. §8 103 will not be sustained.

Qur reasoning in support of these determ nations foll ows.

The only argunment raised by appellant in this appeal
(brief, pages 4-5) is that Davison does not anticipate or
render obvious appellant's presently claimed ultrasonic

cutting bl ade because the Davi son patent does not teach or
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di sclose a pointed tip at an outernost distal end of the bl ade
body, as set forth in independent claim1l on appeal. The

| anguage of independent claim1 relating to the recessed
cutting portion termnating in a pointed tip "at an outernost
distal end of said body" was first added to claim1l in an
anmendnent filed May 12, 1997 in the parent of the present
application. Appellant's specification does not use the sane
| anguage as claim 1l in describing the recessed portion (22)
and the pointed tip (24) of the cutting blade (12). Mre
specifically, the specification does not nmention or describe
"an outernost distal end of said body," as is set forth in
claim1 on appeal. Therefore, our principal guidance for
under st andi ng this | anguage nust conme from appellant's

dr awi ngs.

Figure 1 of appellant's drawi ngs shows the cutting bl ade
body (20) as terminating in an outernost distal end that is
contoured or curved fromits upper or second side to its |ower
or first side and which term nates at the first side at a
pointed tip (24). Thus, as is apparent fromFigure 1, the

entirety of the curved or contoured surface at the end of the
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bl ade body (20) adjacent to the recessed cutting portion (22)
constitutes the "outernost distal end" of the blade body and

includes the pointed tip (24). Stated another way, as can be
clearly seen in Figure 1 of appellant's drawings, in a

hori zontal plane containing the pointed tip (24) there is no

portion of the blade body to the left of the pointed tip and

the pointed tip is thus |located "at an outernost distal end"

of the bl ade body.

G ven our understandi ng of the | anguage of claim1l on
appeal as set forth above, |ike appellant, we note that the
pointed tip of the hook portion (64) of the sharpened recessed
cutting portion (62) in Davison is |ocated between the
outernost distal end of the blade body and the proximal end of
t he bl ade body, i.e., the pointed tip in Davison is clearly
spaced inwardly (proximally) of the outernost distal end (60)
of the blade body. In this regard, as is apparent from Fi gures
6 through 9 of Davison, there is clearly a portion of the
bl ade body which extends outwardly (distally) beyond the
pointed tip of the sharpened recessed cutting portion to the
outernost distal end (60) of the bl ade body. Accordingly, it
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is clear to us that the pointed tip of the hook portion (64)
and cutting portion (62) of Davison is not part of a recessed
cutting portion which "termnates at a pointed tip at an
outernost distal end of said body” as required in appellant's
claim1l on appeal. For that reason, we will not sustain the
examner's rejection of claiml1, or of clainms 3 and 5 through
7 whi ch depend therefrom under

35 U.S.C. § 102(b).

The examiner's attenpt to read the entire upper segnent
of the hook portion (64) of Davison as the pointed tip (as
shown in the marked-up Figure 8 attached to the exam ner's
answer) is unavailing. The pointed tip of Davison's
ultrasonic cutting blade is only that portion of the bl ade
that is part of the sharpened recess (62) at the top side edge
of the blade and does not include the flat uppernost surface
of the hook portion and the remai nder of the blade body seen
in Figures 6 through 9 adjacent to and underlying where the
lead line for reference character (64) termnates. As for the
exam ner's position that the drawi ngs of appellant's
application show the pointed tip (24) spaced "proximally from
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t he di stal nost end point of the device as seen in Figure 1 of
t he application"” (answer, page 4), we note that this is not

t he | anguage of appellant's claim1l on appeal and thus is of
no nonent, since the pointed tip (24) seen in Figure 1 of
appellant's drawings is clearly part of the "outernost distal
end"” of the blade body as claim1l on appeal requires. By
contrast, the pointed tip relied upon by the exam ner in the
ultrasonic cutting blade of Davison (Fig. 8) clearly is not

| ocated at the outernost distal end of the bl ade body.

As for the examner's rejection of the clainms on appeal
under 35 U. S.C. 8 103 based on Davison, we note that even if
it is conceded that the surgical blade therein includes a
pointed tip at the sharpened recessed cutting portion (62),
such does not in any way change the fact that Davi son does not
di scl ose, teach or suggest the cutting blade structure called
for in appellant's claim 1l on appeal and in the clains which
depend therefrom since Davison clearly does not have a
recessed cutting portion which "termnates at a pointed tip at
an outernost distal end of said body" as required in
appel l ant's i ndependent claim 1 on appeal. Accordingly, we
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w Il not sustain the examner's alternative rejection of
claims 1, 3 and 5 through 7 on appeal under

35 U S.C. § 103.

In summary, the decision of the examner to reject clains
1, 3 and 5 through 7 under 35 U . S.C. § 102(b) based on Davi son
is reversed, as is the examner's decision to reject clains 1,

3 and 5 through 7 under 35 U . S.C. 8§ 103 based on Davi son.

JENNI FER D. BAHR
CEF: | mb Adm ni strative Patent Judge

REVERSED
| RW N CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)

BLAKELY, SOKCOLOFF, TAYLOR & ZAFNAN
SEVENTH FLOOR

1200 W LSHI RE BOULEVARD

LOS ANGELES, CA 90025
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CAMI1

An ultrasonic cutting bl ade, conprising:

A-1
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a body which has a dianeter, said body has a stepped fl at
portion which has a first side and a second side, said stepped
flat portion has a recessed cutting portion |located on only
said first side of said body and which term nates at a pointed
tip at an outernost distal end of said body, said stepped flat
portion having a wdth that is no greater than said dianeter
of said body.

A-1



