TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore CALVERT, MCQUADE, and NASE, Administrative Patent
Judges.

CALVERT, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed February 9, 1998.
According to appellant this application is a continuation-in-
part of Application No. 08/ 714,628, filed Septenber 16, 1996,
now U. S. patent 5,716, 040.
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This is an appeal fromthe final rejection of clains 1 to
9, all the clainms in the application.
The clains on appeal are drawn to a safety vehicle lift,

and are reproduced in the appendi x of appellant’s brief.
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Clainms 1 to 9 stand finally rejected on the grounds that:
(1) They contain subject matter which is not described in the
specification in such terns as to conply with the enabl enent
requirenent of 35 U . S.C. 8§ 112, first paragraph;
(2) They are not in conpliance with 35 U . S.C. § 112, second
par agr aph.

Rej ection (2)

Considering first the question of conpliance with the
second paragraph of 8 112, the exam ner states on page 3 of
the final rejection (Paper No. 6) that:

The phrase "opposite ends secured to the
axially shiftable ends of the crosslinkage" in
claim1, line 23 appears to be inaccurate since
only one end of the cross brace is apparently
connected to the crosslinkage. Simlarly, the
phrase "the opposite ends of the cross brace
bei ng coupled to guide rollers” inclaim1l1, line
26 appears to be inaccurate since only one end
of the cross brace is apparently connected to
the guide rollers.

We do not consider this rejection to be well taken. A
claimconplies with the second paragraph of 8§ 112 if its
| anguage, when read by one of ordinary skill in the art in
light of the specification, describes the subject matter with

sufficient precision that the bounds of the clainmed subject
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matter are distinct. In re Merat, 519 F.2d 1390, 1396, 186

USPQ 471, 476 (CCPA 1975). In the present case, as appell ant
poi nts out on page 9 of the brief, cross brace 49 is disclosed
on pages 5 and 6 of the specification as having "opposite
ends" 52 which are secured to axially shiftable ends of the
cross |linkage elenents, and guide roller supports are attached
to each end of the cross brace. The correspondence between
this disclosure and the claimlanguage in question is such
that we consider that, when read by one of ordinary skill in
light of this disclosure, claim1l would be sufficiently
precise to conply with the second paragraph of
§ 112.

Accordingly, rejection (2) will not be sustained.

Rej ection (1)

It is fundanental that "[i]n order to satisfy the
enabl ement requirenent of § 112, paragraph 1, the
speci fication nust enable one of ordinary skill in the art to

practice the clainmed invention w thout undue experinentation.”

Nat i onal Recovery Technol ogies Inc. v. Mugnetic Separation

Sys. Inc., 166 F.3d 1190, 1196, 49 USPQ2d 1671, 1676 (Fed.
Cr. 1999). In the present case, the exam ner specifies a
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nunber of inconsistencies between drawi ng figures, unclear
depi ctions of parts in the drawings, etc., as itens formng
the basis for rejection (1). However, none of these reasons
concern the clained subject natter, and we consider that one
of ordinary skill would not have to engage in undue
experinmentation in order to nake and use what is recited in
t he appeal ed cl ai ns.

Rejection (1) therefore will not be sustained.

This is not to say, however, that we do not consider that
the itens enunerated by the exam ner do not have nerit and
need not be corrected. For exanple, since the tongue and
groove structure 43, 44 shown in Fig. 8 is an alternative to
the hinge 15 shown in Fig. 2 (as disclosed on page 4, lines 3
to 5), Fig. 8 should be described on page 3 as showing a
second enbodi nent of the invention. However, these itens
constitute a basis for objecting to the specification and/or
drawi ngs, rather than for rejecting the clains under § 112.

Cf. Ex parte MIner, 21 USPQ 589, 590 (Bd. Apps. 1933).

An additional potential basis for objection which we have
noted concerns Fig. 7. In that Figure, the el enent which

extends frompivot 32 to end 38 is shown as being nearer to
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edge 14 of the base 12 than the el ement which extends from
pivot 34 to end 36, while in Figs. 1 and 2 the position of
these two elenents is reversed. Also, on page 5, |ast three
lines, it is stated that the ends 52 of cross brace 49 "are
secured to the axially shiftable ends 36[,] 38 of the cross

| i nkage el enments 28 within the |lower portion 22," but although
only ends 36 are "within the | ower portion 22," Fig. 7 seens
to show ends 52 of the cross brace 49 as being connected only

to ends 38.
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Concl usi on

The exam ner’s decision to reject clains 1 to 9 is

rever sed.
REVERSED
| AN A. CALVERT )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOHN P. MCQUADE ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JEFFREY V. NASE )
Adm ni strative Patent Judge )
SLD
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