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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner's final rejection® of clains 2-5 and 7. Caiml
has been canceled. Caim®6 remains wthdrawn from
consi deration based upon a restriction requirenment (Paper No.

5, mailed August 26, 1997).

1 An anendrment (Paper No. 13, filed November 3, 1998) submitted
subsequent to the final rejection has been entered by the exam ner (Paper No.
14, mail ed Novenber 10, 1998).
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BACKGROUND

Appel l ants' invention relates to a side light type
surface |light source. A roughness is applied to the emtter
surface 12 of light scattering guide plate 11 to prevent the
sheet - shaped |ight control nmenber 5 from adhering to the
emtting surface, without |loss of directivity. An
under st andi ng of the invention can be derived froma reading
of exenplary claim7, which is reproduced as foll ows:

7. A side light type surface |ight source device
conpri si ng:

a sheet-shaped |ight control nenber disposed closely
along an emtting surface emtting light having directivity
and functioning to correct directivity of the emtted |ight;

wherein a roughness is applied to the emtting surface to
prevent the light control nmenber from adhering to the emtting
surface without losing the directivity of light emtted from
the emtting surface.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Tanaka et al. (Tanaka) 4,617, 245 Cct. 14, 1986
H sanura et al. (H samura) 4,948, 690 Aug. 14, 1990
Endo et al. (Endo) 5,123,077 Jun. 16,
1972

The adm tted prior art described on pages 1-3 and illustrated

in figures 6 and 7 of the specification (APA).
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Clainms 2, 4, and 7 stand rejected under 35 U . S.C. 8§ 103
as being unpatentable over APA in view of Endo.

Claim3 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over APA in view of Endo, and further in view of
Tanaka.

Caimb5/2 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over APA in view of Endo, and "with or wthout”
Hi sanur a.

Claimb5/3 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over APA in view of Endo, further in view of
Tanaka and "with or w thout" H sanura.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 16, mmiled March 11, 1999) and the final rejection? (Paper
No. 11, nmailed May 6, 1998) for the exam ner's conplete
reasoning in support of the rejections, and to appellants

brief (Paper No. 15, filed Decenber 23, 1998) and reply brief

2 |ncorporated by reference into the exam ner's answer (pages 3 and 4).
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(Paper No. 18, filed May 4, 1999) for appellants' argunents

t her eagai nst.

OPI NI ON

In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ecti ons advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, appellants' argunents
set forth in the briefs along with the examner's rationale in
support of the rejections and argunents in rebuttal set forth
in the exam ner's answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the |evel of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention as set forth in clainms 2-5 and
7. Accordingly, we reverse, essentially for the reasons set
forth by appellants.

We begin with the rejection of clains 2, 4, and 7 under

35 U.S.C. 8 103 as unpatentable over APA considered with Endo.
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In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doi ng, the exam ner is expected to nake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
fromsone teaching, suggestion or inplication in the prior art
as a whole or know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USPRd 1434, 1438 (Fed. Cir

1988); Ashland QI, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985); ACS

Hosp. Sys.., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These showi ngs by the

exam ner are an essential part of conplying with the burden of

presenting a prim facie case of obviousness. Note In re
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Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. GCr
1992). If that burden is nmet, the burden then shifts to the

applicant to overconme the prima facie case with argunent

and/ or evidence. (Cbviousness is then determ ned on the basis

of the evidence as a whole. See id.; In re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976).

The exam ner's position (final rejection, page 3) is that
APA does not teach "neans!® applied to the emtting surface of
the light guide plate (2) for the purpose of reducing the
tendency for the |ight control nmenber to adhere to the |ight
gui de plate"” to overcone this deficiency in APA the exam ner
turns to Endo for a teaching of providing a roughened emtting
surface on the light guide plate. The exam ner asserts that
the emtting surface of |ight guide nenber 4A of Endo has a
roughened surface, and concludes that it would have been

obvi ous to roughen the emtter surface of APA as suggested by

3 W presune that the examiner meant to say "roughness" instead of
"means” as none of the clains are in nmeans-plus-function format.
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Endo. The examiner's rationale is that the roughened surface
Wi Il increase the uniformdistribution of |ight and
simul t aneously reduce the tendency for the |light contro
menber to adhere to the |ight guide plate.

Appel l ants (brief, page 5) acknow edge that Endo does
teach a roughened em ssion surface, but assert that "the only
notivation to add the roughened emtting surface of Endo to
the device of the admtted prior art is notivation which is
based upon hindsi ght reconstruction.” Appellants argue
(brief, pages 4 and 5) that Endo fails to teach or suggest any
el enent cl osely disposed to the roughened surface, and that
Endo fails to teach or suggest that roughening of the emtting
coul d be useful in preventing the adherence of the |ight
control nenber to the emtting surface. Appellants further
assert (brief, page 6) that APA nmakes no nention of a
roughened emtting surface, and suggests that the emtting
surface is snooth.

The exam ner responds (answer, pages 6 and 7) by noting
that both APA and Endo are drawn to optical devices having
i ght guide plates, control nenbers and prisns and diffusing

el enments for controlling the directivity of light. The
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exam ner asserts that preventing adherence between the |ight
control element and the light guide plate is an inherent
characteristic of Endo. The exam ner argues that "[s]ince the
use of roughened patterns formed on the emtting surface of
the light guide plate is clearly suggested by Endo et a

it 1s not understood why one skilled in the art cannot apply

t he Endo teachi ng".

Endo di scloses that in the prior art (figure 8) a snooth
surface 4a is provided on the em ssion surface of the |ight
guide 4A. A light source 4B is provided at one end of the
light guide 4A. In Endo's invention, we find that Endo
di scl oses plural light sources 4B, |ocated at the ends of the
light guiding element 4A (figure 1, and col. 2, lines 46 and
47). the light guiding element 4A is formed of transparent
material having a light transmssivity of 90%to 95% (col. 4,
lines 33-39). Endo discloses (col. 2, lines 11-13 and 21-54)
that the emtting surface of the light guiding elenent 4A is
formed as a curved surface. The center is concave, and the
sides are convex. A space is formed between the inclined and
curving surface, and the uniformdiffusion layer. This

prevents interference fringes frombeing formed by the |ight
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guiding material and the diffusion plate. Endo further
di scl oses (col. 5, line 63-col. 6, line 14, and col. 2, lines
57 and 58) that since the light is concentrated from both ends
of the substrate to the area near the center of the |ight
gui di ng el enment, the brightness becones conparatively high at
the center and sonetines results in a problem In order to
overcone the problem of non-uniformty of brightness, "[t]he
surface of the light guiding elenent is formed as a rough
surface in order to scatter the light at this surface.” Wen
the degree of roughness is small, less light is scattered.
The |ight guiding el enent does not have the sanme roughness
across its entire surface. The area near the center is forned
with a degree of roughness set to a snmall value. The
remai ning surface is forned as a rough surface. As a result,
the light is emtted "toward a regi on other than the center
area, resulting in the brightness in the center being
suppressed and a nore uni form brightness can be obtained."

In APA (specification, page 3), the light guide 2 is a
light scattering guide plate containing uniformy distributed
l'ight-perneable fine particles. The |Iight-perneable fine

particles distributed in the |ight scattering guide plate 2
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scatter the light L. The exam ner and appel |l ants agree that
APA does not disclose a roughened emtter surface.

From the disclosure of Endo of using a 90%to 95%
transm ssivity guide el enent or transparent glass, and
provi di ng a roughened em ssion surface to scatter light at the
em ssion surface, we find no reason why a skilled artisan
woul d have been led to provide the light guide of APAwith a
roughened em ssion surface, because APA uses fine particles in
the light guide to scatter the light. Endo needs the
roughened em ssion surface to scatter the |ight because of the
high transm ssivity of the light guide. Since the light in
APA is already scattered by the fine particles within the
light guide, there is no need to scatter the light at the
em ssion surface, where the prismb5 corrects the directivity.
In addition, Endo uses a roughened em ssion surface to
conpensate for non-uniformty of brightness due to the use of
| ight sources at both ends of the light guide. Because APA
does not have light sources at both ends of the Iight guide,
we find that an artisan would not have been led to provide a

roughened surface on the emtter surface for the additiona
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reason that APA does not have the probl em of non-uniform
bri ght ness due to opposing |ight sources.

Qobvi ousness cannot be established by combining the
teachings of the prior art to produce the clained invention,
absent sone teaching or suggestion supporting the conbination.

See ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). Teachi ngs of

ref erences can be conbined only if there is sone suggestion or
incentive to do so. Here, the prior art contains none.
Instead, it appears to us that the examner relied on

hi ndsi ght in reaching the obviousness determ nation. 1In
addition, even if APA were provided with a roughened em ssion
surface as advanced by the exam ner, the clains would stil

not be net because there is no evidence that the |evel of
roughness applied to the emtting surface would "prevent the
l'ight control menber from adhering to the emtting surface

wi thout losing the directivity of light emtted fromthe
emtting surface" as recited in independent clains 1 and 7.
In Endo, a space is formed between the emtting surface and
the uniformdiffusion layer. As a result, Endo need only set

t he roughness of the emtting |ayer to the anmobunt necessary to
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insure that the desired anmpbunt of scattering occurs at the
emtter surface. There is no evidence that the emtting
surface roughness of Endo will be the same as the anmpunt of
roughness necessary to prevent the light control nenber from
adhering to the emtting surface without |osing the
directivity of light emtted fromthe emtting surface.
Fromall of the above, we find that the exam ner has

failed to establish a prima facie case of obvi ousness of the

i nvention set forth in clains 2, 4, and 7. Accordingly, the
rejection of claims 2, 4, and 7 under 35 U.S.C. § 103 is
reversed.

Wth respect to the rejection of dependent clains 3 and 5
based upon the additional teachings of Tanaka and H samura, we
find that these references do not overcone the deficiencies of
t he basi c conbi nati on of APA and Endo. Accordingly, these

rejections under 35 U.S.C. 8§ 103 are al so reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clains 2-5 and 7 under 35 U.S.C. 8 103 is reversed.

REVERSED

STUART S. LEVY
Adm ni strative Patent Judge

JOHN C. MARTI N )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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