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DELMENDO, Adni ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U S.C. § 134 from
the examiner’s final rejection of clains 9 through 14 and 16
through 23 in the above-identified application. dains 15 and
24 through 28, which are the only other pending clains, have
been indicated as allowable if rewitten in independent form

including all of the |imtations of the base claimand any

intervening clains. (Exam ner's answer, page 2.)

The subject natter on appeal relates to a polyner alloy.



Appeal No. 1999- 2507
Application No. 08/967, 367

Further details of this appeal ed subject natter are recited in
illustrative clains 9 and 14, which are reproduced fromthe
application and are appended to this decision.

The examiner relies on the followng prior art references as

evi dence of unpatentability:

Laughner 5, 094, 806 Mar. 10, 1992
Ei chenauer et al. 5,274,032 Dec. 28, 1993
(Ei chenauer) (filed Nov. 13, 1989)
Yamanot o 5, 304, 606 Apr. 19, 1994
(filed Mar. 15, 1993)

Brekner et al. 5,324, 801 Jun. 28, 1994
(Brekner) (filed Aug. 9, 1993)

Clainms 9 through 14 and 16 through 23 on appeal stand
rej ected under 35 U . S.C. 8§ 103(a) as unpatentable over Brekner
and/ or Yamanoto in view of Laughner. (Exam ner’s answer, pages
4-6.) Also, clains 9 through 14 and 16 through 23 on appeal
stand rejected under 35 U.S.C. 8 103(a) as unpatentable over
Ei chenauer. (ld. at pages 6-7.)"1

W affirmthese rejections essentially for those reasons set

forth in the answer.® Nevertheless, we add the foll ow ng

l . - .
set out -ll-hne t'hd C|tr{a n dqq%re 3a5ctL|J'oSn' %f %1rlc%1 ié,r SthQ%ar(ap%lrpaéorh’lﬁs
at p. 2 has been withdrawmn. (Advisory action of Novenber 2,
1998, paper 23.)

’ : .
constit u-lt-hee oarpéjedrlo%nﬁ Sansd“'%me;[i r%hf}f ccolnas'trlrst u% e153 aanrbq h1e6r 2g?’r oup.
(Appeal brief, p. 5.) W therefore select clains 9 and 14 from
the two groups of clains, respectively, and decide this appeal as
to the exam ner's grounds of rejection on the bases of these
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comrents primarily for enphasis.

Br ekner and/or Yamanoto in view of Laughner

As correctly found by the exam ner (exam ner's answer, page
4), Brekner describes cycl ool efin copol yners enconpassed by
appealed claim9 (e.g., an ethyl ene-norbornene copol yner), which
are particularly suitable for the production of extruded parts,
such as filns, tubes, rods and fibers, and for the production of
i njection-nolded articles. (Colum 2, line 25 to colum 4, |ine
61; columm 9, lines 48-52.) Brekner further teaches that the
cycl ool efin copolynmer can be used together with a wide variety of
pol yners (e.g., styrene-acrylonitrile copolyners) in the
preparation of polyner alloys, which are favorable for certain
applications. (Colum 10, lines 1-21.)

Yamanot o descri bes a thernoplastic resin conposition, which
exhi bit excellent characteristics in terns of rigidity, dinension
accuracy, inpact resistance, and light resistance,
conprising a polynmer conprising recurring units of a particul ar
pol ycyclic (nmeth)acrylate and a soft polyner in a weight
proportion of polynmer to soft polyner of 99:1 to 40:60. (Columm
1, line 42 to colum 2, line 18.) As a suitable soft polyner,
Yamanot o descri bes a soft polynmer conprising recurring units

derived froma cycloolefin (e.g., 40 to 98 nol % ethylene, 2 to

clainms only. See 37 CFR 8§ 1.192(c)(7) (1997).
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50 nol % of an &-olefin having 3 or nore carbon atons, and 2 to
20 nol % of a cycl ool efin such as tetracyclo[4.4.0.1%° 1"%]-3-
dodecene. (Columm 12, line 37 to colum 26, line 2.) Yanmanoto
further teaches that the thernoplastic resin conposition may
additionally contain other resins such as an
acrylonitril e/ butadi ene/ styrene copol yner, acrylonitrilel/styrene
copol yner, or acrylonitrile/styrene/acrylic acid ester copolyner.
(Col um 29, lines 32-50.)

The exam ner determ ned that neither Brekner nor Yanmanoto
descri bes the particulate core/shell conponent recited in
appealed clains 9 and 14. To account for this difference, the
exam ner relied on Laughner.

Laughner teaches a conposition for bl ow nol ding processes
conprising about 75 to about 99.999% by wei ght of a
t hernopl astic polyneric material, about 0.001 to about 5% by
wei ght of a fluorinated olefin polyner, and optionally up to
about 20% by wei ght of an el astoneric inpact nodifier. (Colum
2, lines 7-30; 48-66.) The exam ner determ ned (exam ner's
answer, page 5), and the appellants appear to concede (appeal
brief, page 7), that Laughner describes a specific elastoneric
i npact nodifier (i.e., an MBS core/shell elastoner) falling
within the scope of the appealed clains as the recited

particul ate core/shell conmponent. (Colum 10, line 66 to col umm
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11, line 57.) In this regard, it is inportant to note that the
appel l ants' reason for adding the recited particul ate core/shell
conponent is to obtain a product that exhibits "good i npact
strength even at |ow tenperatures.” (Specification, page 11,
lines 21-23.) Laughner additionally teaches that the
t hernopl astic polyneric material that can benefit fromthe
addition of the elastoneric inpact nodifier include
pol yal kenamers obtai ned fromcycloolefins as well as
pol yol efins. ?

Based on these teachings in the prior art, the exam ner
determ ned that one of ordinary skill in the art would have found

it prima facie obvious to add Laughner's MBS core/shell el astoner

into the conpositions of either Brekner or Yamanoto

Wi th the reasonabl e expectation of obtaining a product that
exhibits inproved inpact strength. W agree. The notivation to
conbine the prior art references cones fromthe express

t eachi ngs of Laughner that the MBS core/shell elastoner provides
i nproved inpact strength in various classes of thernoplastic

pol ynmers, which classes enconpass those described in Brekner or

Yanmanot o.

3

pol yol ef'?‘cncsord'(%eccl’ ¢ ceat poonel I antzs, quclﬂplzeé‘ |)n copol yners are
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The appel |l ants argue that Brekner does not disclose the use
of core/shell polynmer particles. (Appeal brief, page 6.) But
this is exactly why the exam ner relied on Laughner. The
guestion is what the conbined teachings of the applied references
woul d have suggested to one of ordinary skill in the art.

Nonobvi ousness cannot be established by attacking references
i ndividually when the rejection is based on a conbi nati on of

references. Inre Merck & Co., 800 F.2d 1091, 1097, 231 USPQ

375, 380 (Fed. Cir. 1986); In re Keller, 642 F.2d 413, 425, 208

USPQ 871, 881 (CCPA 1981)).

The appel |l ants point out that Yamanoto descri bes a nodified
acryl ate or nethacrylate copolynmer with cycl ool efin side groups
and that, therefore, Yamanoto's matrix is different fromthat
recited in the appealed clains. (Appeal brief, pages 6-7.)
However, the appellants overl ook Yamanoto's teaching that the
soft polyner may be a polynmer derived fromcycl ool efins, as we
di scussed above.

The appel |l ants contend that "Laughner is directed to a
different class of polyners then [sic] the primary references.”
(Appeal brief, page 7.) As pointed out by the exam ner
(exam ner's answer, page 8), the appellants' argunent is not
fully explained and is not supported by any facts. Regardl ess,

the exam ner correctly determ ned that Brekner and Yananoto
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descri be cycl ool efin copolyners within the scope of the appeal ed
clains and that the prior art provides the requisite reasonable
expectation of success for adding Laughner's el astoneric inpact
nodi fier into the conposition of either Brekner or Yamanoto in
order to inprove inpact strength. (1d.)

Wi | e acknow edgi ng that Laughner's el astoneric inpact
nodifiers "mght fall within the definition of the applicants
cl ai med conmponent (b)," the appellants argue that Laughner's
el astoneric inpact nodifiers are only an optional conmponent and
that "as exanples of thernoplastics and el astoners a | ot of
pol yol efins are nentioned." These argunents are not persuasive.
(Appeal brief, page 7.) That Laughner's el astoneric inpact
nodi fiers are disclosed as an optional conponent does not alter
the analysis. As pointed out by the exam ner (exam ner's answer,
page 9), one of ordinary skill in the art would have expected
t hat Laughner's el astoneric inpact nodifiers, including the MBS
core/shell elastoner, would inprove the inpact strength of the
products described in either Brekner or Yananoto.

The appel |l ants urge that Laughner's patented clainms do not
recite cycloolefin copolyners as the thernoplastic material.
(Appeal brief, page 8.) W also reject this argunent because the
di sclosure of a prior art patent is not limted to its clainms. A

prior art disclosure nust be evaluated for all that it discloses.
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For these reasons and those set forth in the exam ner's
answer, we uphold the examner's rejection on this ground.

Ei chenauer

Ei chenauer describes a thernoplastic nolding conposition
conprising: (A from5 to 95% by weight of a graft product of a
m xture of from50 to 100 parts by wei ght of styrene, o-
nmet hyl styrene, vinyl toluene, p-nethylstyrene, nethyl
nmet hacrylate, or m xtures thereof and fromb5 to 40 parts by
wei ght of acrylonitrile on a particulate silicone rubber having a
speci fic average particle dianeter and rubber content; and (B)
from5 to 95% by weight of a graft product of a m xture of from
50 to 100 parts by weight of styrene, &-nethylstyrene, vinyl
tol uene, p-nethyl styrene, nethyl nethacrylate, or m xtures
thereof and fromO to 50 parts by weight of acrylonitrile on a
particul ate EPDM rubber having a specific average particle
di ameter and rubber content. (Colum 1, lines 30-56.)

Ei chenauer further teaches that suitable silicone rubbers include
core/shell materials such as particulate silicone rubbers which
are covered by a shell of crosslinked acrylate rubber or
particul ate silicone rubber containing a core of crosslinked
acryl ate rubber or styrene/acrylonitrile copolyner. (Colum 2,
lines 23-33.) Also, Eichenauer teaches that the EPDM i ncl ude

pol yners of ethylene and propyl ene containing small quantities of
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a non-conj ugat ed di ene, e.g. dicycl opentadi ene, ethylidene
nor bor nene, 1, 4- hexadi ene, 1, 4-cycl oheptadi ene, or 1, 5-
cycl ooctadi ene. (Colum 3, lines 10-14.)

Thus, the exam ner determ ned that Ei chenauer's conponents
(B) and (A) correspond to the appellants' recited cycloolefin
copol yner conponent and particul ate core/shell conponent,
respectively. (Examner's answer, page 6.) According to the
exam ner, Eichenauer's conposition differs fromthe invention
recited in the appealed clains only in that the anpunt of the
non- conj ugat ed di ene nononer in the EPDMis not specifically
disclosed. (ld.) This difference notw thstanding, the exam ner
determ ned that Ei chenauer woul d have | ed one of ordinary skil
in the art to make conpositions enconpassed by the appeal ed
clains. (ld. at pages 6-7.) W agree.

The appellants argue that the recited particul ate core/shell
conponent sol ves the probl em of poor inpact strength
characteristic of cycloolefin copolynmers. This argunent is not
per suasi ve, because Ei chenauer's conposition contains a
particul ate core/shell polynmer conponent as in the invention
recited in the appealed clains. To the extent that a cyclool efin
copol ynmer has poor inpact strength, the particul ate core/shel
pol yner described in Eichenauer solves the sanme problem & . In

re Dillon, 919 F.2d 688, 693, 16 USPQ2d 1897, 1901 (Fed. Grr.
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1990) (en banc). Here, the appellants have not pointed to any
obj ective evidence (e.g., conparative experinental data)
establ i shing ot herw se.

The appellants urge that "in the case of graft product A,

the particul ate rubber nmust be a silicone rather than a

polyneri zed unsaturated conpound.” On this point, we agree with

the exam ner's analysis. (Exam ner's answer, page 10.)
For these reasons and those set forth in the answer, we
uphol d this ground of rejection as well.
Sunmar y
In summary, we affirmthe examner's rejections under 35
U S.C 8 103 of appealed clainms 9 through 14 and 16 through 23 as
unpatentabl e over: (1) Brekner and/or Yamanoto in view of
Laughner; and (2) Ei chenauer.
The decision of the exam ner to reject appealed clains 9
t hrough 14 and 16 through 23 is affirmned.
No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).
AFFI RVED

BRADLEY R GARRI S )

10
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APPENDI X

9. A polymer alloy conprising (a) one or nore cycloolefin
copol yner “(COC)” conponents(s), and, dispersed in said
cycl ool efin copol ynmer conponent, (b) one or nore particul ate
core/ shell conponents;

sai d cycl ool efin copol ymer conmponent consisting essentially of at
| east one cycl ool efin copol ymer conprising structural units obtained
by copol ynmeri zation of two or nore of the following olefins in the
i ndi cat ed anounts:

0. 1-99% by wei ght, based on the weight of the cyclool efin
copol yner, of at |east one of the follow ng polycyclic olefins of
the formulas I, I, IIIl, IV, Vor VI,

12
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R are identical or different and are a hydrogen atomor a C,-C,
hydrocarbon radical, or two or nore of the radicals R* through Re
formaring, if sterlcally positioned to be able to forma ring,
and the radicals R® to Rin the formulae | to VI are identical
or different from one anot her,

0 to 95% by wei ght, based on the total weight of the
cycl ool efin copolyner, of at |east one nonocyclic olefin of the
formula VI

13



Appeal No. 1999- 2507
Application No. 08/967, 367

in which nis a nunber from2 to 10, and
0 to 99% by wei ght, based on the total weight of cycloolefin
pol ynmer, of one or nore acyclic olefins of the fornmula VIII

in which R, R®, RY and R“” are identical or different and are a
hydrogen atom or a C,-C,, hydrocarbon radical; and

said particul ate core/shell conponent consisting essentially
of :

one or nore rubber phase(s) and one or nore hard phase(s),
the hard phase having a glass transition tenperature above 50°C
and the rubber phase having a | ower glass transition tenperature
t han said hard phase, said rubber and hard phases consi sting
essenti al |
y of
pol yneri ze
d R
gnsaturate RH‘/C-——C\\
compounds
havi ng
car bon-
carbon bonds in the pol yner backbone.

14. A polyner alloy conprising: (a) a cyclool efin copolyner
conmponent conprising a copolynmer of the reactants conpri sing
nor bor nene or tetracycl ododecene and an acyclic olefin, and
di spersed in said cycl ool efin copol ynmer conponent, (b) a
particul ate core/shell conponent conprising at |east one rubbery
phase having a glass transition tenperature below 0°C and a hard
phase having a glass transition tenperature above 50°C, the
rubbery phase consisting essentially of, or, if nore than one
rubbery phase is present in said alloy, each said rubbery phase
consi sting essentially of one or nore polymerized unsaturated

14
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conpounds.

15



