TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte THOVAS H VH TE

Appeal No. 1999-2456
Appl i cation No. 08/655, 649

ON BRI EF

Bef ore STAAB, NASE, and BAHR Admini strative Patent Judges.
NASE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1, 2 and 7 to 15, which are all of the

clainms pending in this application.

W REVERSE

! Application for patent filed May 30, 1996.
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BACKGROUND

The appellant's invention relates to a device and net hod
for facilitating the proper function of, and avoi di ng i nproper
functioning of, certain air vent intake systens of autonobiles
(specification, p. 1). An understanding of the invention can
be derived froma reading of exenplary clainms 1 and 11, which

appear in the appendix to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Hei nt z 3, 845, 983 Nov. 5,
1974
East erbrook et al. 5, 479, 984 Jan. 2,
1996

( East er br ook)

In addition, the exam ner also relied upon the admtted

prior art of an M5 autonobile (specification, pp. 4 and 7).
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Clainms 1, 2 and 7 to 15 stand rejected under 35 U.S.C. §
103 as bei ng unpatentable over Heintz in view of Easterbrook

and the admtted prior art of an MG autonpbile.?

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejection, we make reference to the final rejection (Paper No.
6, mailed Cctober 14, 1997) and the answer (Paper No. 13,
mai | ed Novenber 25, 1998) for the exami ner's conplete
reasoni ng in support of the rejection, and to the brief (Paper
No. 12, filed July 16, 1998) and reply brief (Paper No. 14,
filed February 1, 1999) for the appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to the appellant's specification and

2Wile the admtted prior art of an MG autonobil e was not
set forth in the statenment of this rejection, it is clear from
our reading of this rejection that the exam ner has relied
upon the admtted prior art of an MG autonobile in making this
rejection.
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clainms, to the applied prior art, and to the respective
positions articul ated by the appellant and the exam ner. Upon
eval uati on of the evidence before us, it is our conclusion
that the evidence adduced by the examner is insufficient to

establish a prima facie case of obviousness with respect to

the clains under appeal. Accordingly, we wll not sustain the
examner's rejection of clainms 1, 2 and 7 to 15 under 35

US C 8 103. Qur reasoning for this determnation follows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness is established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clained

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. G r. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).
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The appel |l ant argues that the applied prior art does not

suggest the clainmed subject matter (brief, p. 3). W agree.

Al the clains under appeal require "a generally planar
i nt ake cover having a perineter configuration substantially
the sane as the intake opening [of the autonobile air vent
systen]”. However, this l[imtation is not suggested by the
applied prior art. In that regard, while Heinz does teach the
use of a renovable cow ing cover for autonobiles, Heinz does
not teach or suggest using a cow ing cover having a perineter
configuration substantially the sane as the intake openi ng of
the autonobile air vent system |In fact, Heinz specifically
teaches that his cowing cover is a size, shape and contour
for disposition over at |east the cow portion of the
aut onobi l e (see for exanple colum 2, line 38 to columm 3,
line 4, and Figure 2). It is our viewthat an artisan in
appl yi ng the teachings of Heintz to the admtted prior art MG
aut onobi | e woul d have sized the cowling cover for attachnent

to the cow, not to the size of the grill over the intake
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openi ng. Thus, the applied prior art would not have been

suggestive of the clained invention.?

In our view, the only suggestion for nodifying the
applied prior art to arrive at the clainmed invention would
stem from hi ndsi ght know edge derived fromthe appellant's own
di scl osure. The use of such hindsi ght know edge to support an
obvi ousness rejection under 35 U S.C. 8 103 is, of course,

i mperm ssible. See, for exanple, W L. Gore and Associ ates,

Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-

13 (Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).

For the reasons set forth above, we cannot sustain the

examner's rejections of clains 1, 2 and 7 to 15.

® W have also reviewed the reference to Easterbrook. The
exam ner applied this reference solely for its suggestion of
replacing the material of the cowing cover of Heinz with a
cow i ng cover nade of a flexible magnetic nmaterial. Wile the
shut -of f panel of Easterbrook is a generally planar intake
cover having a perinmeter configuration substantially the sane
as the outlet register of a forced air system we see no
suggestion or notivation therein to have changed the size of
the cowl i ng cover of Heinz.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
clainse 1, 2 and 7 to 15 under 35 U. S.C. § 103 is reversed.

REVERSED

JENNI FER D. BAHR
Adm ni strative Patent Judge

LAVWRENCE J. STAAB )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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