THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)

was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore ABRAMS, McQUADE and BAHR, Admi nistrative Patent Judges.

McQUADE, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

Charles M Copple et al. appeal fromthe final rejection
of claims 5 through 10 and 32. dCdains 11 through 27, 31 and
33 stand allowed. dains 1 through 4, which were objected to
in the final rejection, presumably now stand allowed in |ight
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of an

anmendnent to claim 1l nade subsequent to final rejection.
Clainms 28 through 30, the only other clainms pending in the
application, stand withdrawn from consi deration pursuant to 37
CFR § 1.142(b).

The subject nmatter on appeal relates to a clip-on
fastener assenbly for use in conjunction with a wall opening.
A copy of appealed clains 5 through 10 and 32 appears in the
appendi x to the appellants’ main brief (Paper No. 20).

The references relied upon by the exam ner to support the
final rejection are:

Chartier 4,576, 533 Mar. 18, 1986
Thi el 4,582, 462 Apr. 15, 1986

The appealed clains stand finally rejected as foll ows:

a) clainms 5 through 10 and 32 under 35 U. S.C. § 112,
second paragraph, as failing to particularly point out and
distinctly claimthe subject matter the appellants regard as

the invention;!?

! The record indicates that the exanminer’'s failure to
restate this rejection in the answer (Paper No. 25) was an
i nadvertent oversight.



Appeal No. 1999-2363
Appl i cation 08/587, 710

b) clains 5, 6, 9, 10 and 32 under 35 U S.C. 8§ 102(b) as
being anticipated by Chartier; and
c) clainms 7 and 8 under 35 U.S.C. § 103 as being

unpat ent abl e over Chartier in view of Thiel.

Reference is made to the appellants’ main brief (Paper
No. 20) and to the examner’s final rejection and answer
(Paper Nos. 15 and 25) for the respective positions of the
appel l ants and the
examner with regard to the nerits of these rejections.?

The first rejection rests on the exam ner’s determ nation
that clainms 5 through 10 and 32 are indefinite due to their
failure to recite as part of the clained conbination the
“receptor” nentioned in independent clains 5 and 32.
According to the exam ner, the nut-el ement cannot be secured
to the nut-element retainer as recited in claim5 and the

f ast ener - el enent cannot be secured to the fastener-el enent

2The reply brief filed by the appellants (Paper No. 23)
does not contain any argunent relating to the appeal ed
rejections.
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retainer as recited in claim32 in the absence of the
receptor. The exami ner also considers the clains to be
indefinite due to a | ack of antecedent basis in the underlying
specification for the “elenents” term nol ogy enpl oyed in the
cl ai ns.

The second paragraph of 35 U S.C. §8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In determ ning whether this standard is net, the definiteness
of the | anguage enployed in the clains nust be anal yzed, not
in a vacuum but always in light of the teachings of the prior
art and of the particular application disclosure as it would
be interpreted by one possessing the ordinary |evel of skil
in the pertinent art. I1d.

An analysis of clainms 5 through 10 and 32 in light of the
under | yi ng di scl osure shows the exam ner’s indefiniteness
concerns to be unfounded. Using the disclosure of the
enbodi ment illustrated in Figures 1 through 4 as an exanpl e,

it is evident that the nut/fastener element 36 is secured to
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the nut/fastener elenent retainer 34 i ndependently of receptor
18 by flats 40 and closure ring 46. This disclosure belies
the exam ner’s rationale that the appealed clains are
indefinite for failing to recite the receptor as part of the
cl ai med conbi nation. Furthernore, the exam ner has not
specifically explained, nor is it apparent, why the so-called
“elenments” termnology in the clains cannot be readily read on
the structure described in the appellants’ specification,
notw t hstanding any |ack of literal antecedent basis in the

specification for such term nol ogy.

Thus, the points raised by the exam ner do not justify a
conclusion that clainms 5 through 10 and 32 fail to set out and
circunscribe a particular area with a reasonabl e degree of
precision and particularity. Accordingly, we shall not
sustain the standing 35 U . S.C. § 112, second paragraph,
rejection of these cl ains.

As for the standing 35 U.S.C. §8 102(b) rejection of
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claims 5, 6, 9, 10 and 32 as being anticipated by Chartier, it
is axiomatic that anticipation is established only when a
single prior art reference discloses, expressly or under
princi ples of inherency, each and every elenent of a clained

invention. RCA Corp. v. Applied Digital Data Sys., Inc., 730

F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).

Chartier discloses a cap 10 for securenent over the head
11 of a screw or bolt fastener 12. The cap includes a holl ow
head portion 13 for fitting about the fastener head and a cap
attachnment portion 14 for snap-fitting over a circunferenti al
flange 11" on the head. As shown in Figure 2, the screw or
bolt fastener may have a rubber washer 24 disposed about its
shank bel ow the head for conpression between the head and the

surface to which the bolt or screw fastener is secured.

| ndependent claim5 recites a clip-on nut conprising,
inter alia, a nut-elenent retainer and a nut-el ement secured
to the nut-elenment retainer by elenents allow ng the nut-
elenent to float in position radially a limted anount

relative to the nut-elenment retainer. According to the
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exam ner (see page 3 in the final rejection), Chartier’s cap
10 and rubber washer 24 neet the recitations of the nut-
el enent retainer and nut-elenment, respectively. By no stretch
of the imagination, however, does the rubber washer 24
constitute a “nut-elenent” under any reasonabl e definition of
this term?® Furthernore, Chartier does not provide any
i ndication that cap 10 and rubber washer 24 have the radi al
float relationship required by claimb5.

| ndependent claim 32 recites a clip-on fastener-el enent

conprising, inter alia, a fastener-elenent retainer and a

fastener-el enent secured to the fastener-el enent retainer by
el enents allow ng the fastener-elenent to float in position
radially a limted anount relative to the fastener-el enent
retainer. Although not expressly stated in the final
rejection or answer, it is presumably the exam ner’s position
that Chartier’s cap 10 and rubber washer 24 neet the
recitations of the fastener-elenent retai ner and fastener-

el ement, respectively. Here again, however, rubber washer 24

® For exanple, Webster's New Collegiate Dictionary (G &
C. Merriam Co. 1977) defines the term*“nut” as “a perforated
bl ock usu. of netal that has an internal screw thread and is
used on a bolt or screw for tightening or holding sonething.”
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does not constitute a “fastener-el enent” under any reasonable
definition of this term and Chartier does not provide any

i ndi cation that cap 10 and rubber washer 24 (or that cap 10
and screw or bolt fastener 12) have the radial float

rel ationship required by claim32.

Thus, Chartier does not disclose, expressly or under
princi pl es of inherency, each and every el enment of the
invention set forth in clains 5 and 32. Hence, we shall not
sustain the standing 35 U.S.C. 8§ 102(b) rejection of these
clains, or of clains 6, 9 and 10 which depend fromclaim5, as
bei ng anticipated by Chartier.

W al so shall not sustain the standing 35 U. S.C. 8§ 103
rejection of clainms 7 and 8, which depend fromclaimb5, as
bei ng unpatentabl e over Chartier in view of Thiel. 1In short,
Thiel’s disclosure of a protective cap for a nut does not cure
the af orenmenti oned deficiencies of Chartier with respect to

parent claimb5.
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In summary, the decision of the exam ner to reject clains
5 through 10 and 32 is reversed.

REVERSED

NEAL E. ABRANMS )
Adm ni strative Patent Judge

BOARD OF PATENT
JOHN P. McQUADE

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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JPM pgg

Del bert J. Barnard
Barnard Pauly P.S.
P. OO Box 58888
Seattle, WA 98138
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