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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the exam ner’s final rejection of clains 1-10, which are al
of the clains pending in this application. An anmendnent
(Paper No. 11, filed April 9, 1998) submtted subsequent to
the final rejection was denied entry by the exam ner (Paper
No. 13, mailed April 17, 1998). However, the exam ner states
(1Ld.) that appellants' response has overcone the rejections
under 35 U. S.C. § 112, first and second paragraphs. The

exam ner additionally states (answer, page 3) that the
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rejection of clainms 3-7 has been w t hdrawn. Appel | ant s
assert (brief, page 2) that the rejection of claim9 is not
bei ng appeal ed because the proposed anendnent to claim9 has
not been entered by the exam ner. Appellants additionally
assert (id.) that claim10 is allowable if witten in

i ndependent form because claim 10 was only rejected under 35
U S C 8§ 112, second paragraph, and that this rejection has
been wi t hdrawn by the exam ner?.

We observe that the only clains rejected by the exam ner
in the answer are clains 1, 2, and 8, which stand rejected
under 35 U.S.C. 8 102(b). 1In sum the rejection of clainms 3-7
and 10 has been withdrawn by the exam ner, the appeal is
dismssed as to claim9, and rejected clains 1, 2, and 8

remai n before us for decision on appeal.

BACKGROUND

! Appellants state (brief, page 2) that the amendment to claim10 is

assuned to have been entered in view of the exami ner's wi thdrawal of the
rejection of claim10 under 35 U . S.C. § 112, second paragraph. As to whether
or not the anendnment to claim 10 has been entered, or whether the examn ner
determ ned that claim 10 was definite w thout the amendnent, we consider to be
a formal matter to be resolved by the exami ner and appel | ants subsequent to
this appeal. W do not address this rejection of claim10 under 35 U. S.C

8§ 112, second paragraph in this decision.
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Appel lant's invention relates to a picker for handling
data cartridges. An understanding of the invention can be
derived froma reading of exenplary clains 1 and 8, which are
reproduced as foll ows:

1. A picker for extracting a data cartridge froma
storage | ocation, conprising:

a sl eeve;

a thunb, adapted for novenent relative to the sl eeve;
a finger nmounted on the thunb;

a post on the finger;

a first track in the sleeve, the first track adapted to
receive the post, wherein when the post is in the first track
the finger is positioned to grip the data cartridge;

a second track in the sleeve, the second track adapted to
recei ve the post, wherein when the post is in the second
track, the finger is positioned to release the data cartridge;
and

a gate, spring | oaded between the first track and the
second track, wherein when the post is in the first track and
the thunmb is noved to a first predeterm ned position, the post
defl ects the gate, enabling the post to nove past the gate
into the second track, even when no data cartridge is being

gri pped.

8. A picker for extracting a data cartridge froma drive
mechani sm the drive nmechani smincluding a handl e, the picker
conpri si ng:

a thunb having a first extension and a second extension;
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wherein when the thunb is positioned so that the handl e
is between the first extension and the second extension, the
thunmb is noved in a first direction causing the first
extension to contact the handle and to nove the handle from an
unl at ched position to a | atched position or the thunb is noved
in a second direction causing the second extension to contact
the handl e and to nove the handle fromthe | atched position to
t he unl at ched position.

The prior art reference of record relied upon by the
examner in rejecting the appealed clains is:

Wanger et al. (\Wanger) 5,014, 255 May 7, 1991

Claims 1, 2, and 8 stand rejected under 35 U.S.C. §
102(b) as being anticipated by Wanger.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ants regardi ng the above-noted
rejection, we nmake reference to the exam ner's answer (Paper
No. 17, mail ed Novenber 24, 1998) for the exam ner's conplete
reasoning in support of the rejection, and to appellants’
brief (Paper No. 16, filed August 19, 1998) and reply brief
(Paper No. 18, filed February 1, 1999) for appellants
argunents thereagainst. Only those argunents actually nmade by

appel l ants have been considered in this decision. Argunents
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whi ch appell ants coul d have nade but chose not to nake in the

bri efs have not been considered. See 37 CFR 1.192(a).

OPI NI ON

In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rejection advanced by the exam ner, and the evidence of
anticipation relied upon by the exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, appellants' argunents
set forth in the briefs along with the examner's rationale in
support of the rejection and argunents in rebuttal set forth
in the exam ner's answer.

Upon consi deration of the record before us, we reverse,
for the reasons set forth by appell ants.

To anticipate a claim a prior art reference nust

di scl ose every limtation of the clained invention, either

explicitly or inherently. 1In re Schreiber, 128 F.3d 1473,

1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997).

Appel l ants note (brief, page 10), at the outset, that as
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di scussed in appellants' specification, Wanger discl oses a
two-fingered picker in which the state of the pickers is
changed froma gripping state to a splayed state only if a
cartridge is present. Appellants' specification states that
t he i nprovenent over Wanger is that the state of the gripper
can be changed froma gripping state to a splayed state
W thout requiring a cartridge to be present (specification,
pages 11 and 12). Appellants specification states (id.) that
Wanger does not disclose "enabling the post to nove past the
gate into the second track, even when no data cartridge is
being gripped" as required by claiml1l. The examner's
position (answer, pages 3 and 5) is that this [imtation is
met by Wanger, and that Wanger discloses that the post is
defl ected by the gate (col. 7, lines 39-45;
col. 8 Iline 67 to col. 9, line 31, and figures 8-10).
Appel l ants disagree with the examner's interpretation of
Wanger (brief, pages 10-14), and note (id., page 14) that
claiml1 does not recite that the gate deflects the post, but
rather that the post deflects the gate.

From our review of Wanger, we are in agreenent with

appel lants, for the reasons set forth in the brief (pages 10-
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14) that Wagner does not disclose that "the post deflects the
gate, enabling the post to nove past the gate into the second
track, even when no data cartridge is being gripped" as
required by claiml. In Wanger, four operating nodes: "go-
get;" "retrieve;" "put," and "return"” are discussed. Wanger
di scl oses (col. 3, lines 39-49) that:

The cartridge engagi ng neans has a “go-get”

operating node, FIGS. 8-12, wherein the engagi ng

means 18 noves forwardly 24 without a cartridge in

engagenent therewith; a “retrieve” operating node,

FIGS. 12, 13 and 1, wherein said engagi ng neans 18

moves rearwardly 26 with an engaged cartridge; a

“put” operating node. FIGS. 14 and 15, wherein said

engagi ng nmeans noves forwardly 24 with an engaged

cartridge; and a “return” operating node, FIGS. 15,

6, and 14, wherein the engagi ng neans 18 noves

rearwardly without a cartridge in engagenent

t herew t h.
The only node in which the gate is deflected by the post is
the "retrieve" node, where | ower stud 88 nobves al ong a | ower
stud path 312 including channel portion 164, gate surfaces
192, 194, channel portion 156, as shown in figure 13 (col. 9,
lines 32-43). However, in the "retrieve node," the cartridge
is gripped. In the "go-get" node and the "return” node, the

cartridge is not gripped. However, the post does not defl ect

the gate in either of these nodes. 1In the "go-get" node, the
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| oner stud 88 of latch nenber 74 noves along a first path 310
i ncl udi ng channel portions 152, 154, and 164, as best shown in
figures 10 (col. 9, lines 12-14). |In the "go-get" node, the
gate is not deflected by the stud. 1In the "return” node,
| ower stud 88 follows path 316 including channel portion 160,
gate surface portion 196, channel portion 156, as best shown
in figure 14 (col. 9, lines 60-64). In the "return" node, the
| oner stud 88 goes past surface 196 of the gate, but does not
defl ect the gate and nove from channel 154 to channel 156.
The post 88 is already in channel 160 and is noving past
surface 196 of the gate as post 88 noves to channel 156.
Thus, the gate surface 196 deflects the post 88, and is not
defl ected by the post as required by claiml1l. W have
reviewed the portions of Wanger relied upon by the exam ner,
but we find no teaching of post 88 deflecting the gate and
nmoving fromthe first channel to the second channel when no
cartridge is being gripped.

Accordingly, we find that Wanger does not anticipate
claim1 as advanced by the exam ner. The rejection of claim

1, and claim2 which depends therefrom is therefore reversed.
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We turn next to independent claim8. Appellants note
(brief, page 16) that "[c]laim8 specifies that the picker has
a thunb with first and second extensions suitable for
mani pul ating a handle on a drive froma |atched position to an
unl at ched position and vice-versa." Appellants assert (id.)
that figure 2 of Wagner illustrates a picker positioned
relative to a storage |ocation, but that \Wanger does "not
di scuss drives or drive handles, much | ess nmani pul ati on of a
drive handle wth the picker."

The exam ner's position (final rejection, pages 7 and 8)
is that Wanger discloses in figures 10 and 11, two extension
portions | ocated between nuneral 74 and handl e 18, and that
Wanger discl oses that the extension portions contact the
handl e 18 whenever the handle is noved. Appellants assert
(brief, page 16) that in Wanger, reference nuneral 18 refers
to the picker engagi ng assenbly, and that nuneral 74 refers to
one of the two fingers nounted on the picker engagi ng
assenbly. Appellants argue (id.) that in "claim@8, the drive
handl e is not part of the picker. The drive handle is a

separate item being mani pul ated by the picker."
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Claim8 recites "A picker for extracting a data cartridge
froma drive nmechanism the drive nechanismincluding a
handl e, the picker conprising: . . .." W find that claim8
is drawn to a picker. The handle assenbly is not part of the
pi cker, but rather is part of a drive nechani smwhich includes
a data cartridge, which is extracted by the picker. W do not
agree with the exam ner that numeral 18 of Wanger can be
construed as a handle of a drive nmechani sm because reference
numeral 18 of Wanger represents the cartridge engagi ng
assenbly (col. 3, lines 31 and 32) which includes |atch
menbers or picker fingers 72, 74 (col. 3, line 59). Since the
cartridge engagi ng assenbly includes the picker fingers, it
cannot be construed as a handle of a drive mechani smfrom
which the cartridge is extracted by the picker. |In addition,
claim8 further recites that:

the thunmb is noved in a first direction causing the

first extension to contact the handle and to nove

the handl e froman unl atched position to a | atched

position or the thunb is noved in a second direction

causi ng the second extension to contact the handle

and to nove the handle fromthe | atched position to

t he unl at ched position.

The exam ner states that the extension portions contact the

handl e 18 whenever the handl e is noved. However, the exam ner



Appeal No. 1999-2278 Page 11
Appl i cation No. 08/641, 442

points to no showing in Wanger, and we are not aware of any
teaching, of the thunmb noving in a first direction to contact
t he handl e and nove the handl e froman unl atched position to a
| at ched position, and vice versa. W therefore find that the
exam ner has failed to establish a prim facie case of
anticipation of claim8 by Wanger. Accordingly, the rejection

of claim8 under 35 U . S.C. 8§ 102(b) is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clains 1, 2, and 8 under 35 U.S.C. 8 102(b) is reversed.

REVERSED

STUART S. LEVY
Adm ni strative Patent Judge
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