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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 16, 18 and 19.* Caim 15, the only

other claimpending in this application, has been objected to

as depending froma non-all owed claim

We REVERSE and enter a new rejection pursuant to 37 CFR

' Cdaim1l was anended subsequent to the final rejection.
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§ 1.196(b).

BACKGROUND

The appellants' invention relates to the art of printing
and applying | abels (specification, p. 1). A substantially
correct copy of the clainms under appeal is set forth in the

appendi x to the appellants' brief.?

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Ham sch, Jr. 4,624, 733 Nov. 25,
1986

(Ham sch)

Sato et al. 4,820, 064 Apr. 11
1989

( Sat 0)

Weaver et al. Des. 308, 865 June 26, 1990
(Weaver)

Chri stopher et al. 5,227,617 July 13,
1993

(Chri st opher)

Mat sushita et al. 5,401, 352 Mar. 28,
1995

(Mat sushi ta) (filed May 25, 1993)

2 Mnor errors in clains 1 and 16 are set forth on page 3
of the Exam ner's Answer.
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An additional reference of record relied on by this panel

of the Board is:?

Shepard et al. 5,107, 100 Apr .
21, 1992
( Shepard)

3 This reference was cited by the appellants in Paper No.
2 and a copy is of record in the application file.
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Clains 16, 18 and 19 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over Christopher in view of Sato,

Mat sushi ta, and Weaver.

Claim1l stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Christopher in view of Mtsushita, Waver,

Sat o and Hamni sh.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 15,
mai | ed February 22, 1999) for the exam ner's conplete
reasoning in support of the rejections, and to the brief
(Paper No. 13, filed Decenber 21, 1998) for the appellants

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the

respective positions articulated by the appellants and the
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exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prinma facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1, 16, 18 and
19 under 35 U.S.C. § 103. OQur reasoning for this

determ nati on foll ows.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established by presenting evidence that would
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The appel lants argue that the applied prior art does not

suggest the clained subject matter. W agree.
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Al'l the clainms under appeal require "a keyboard di sposed
at a rear portion of the housing." |In addition, clains 1 and
16 recite that the scanner is nmounted to a housing section
whi ch i s novabl e between open and cl osed positions. However,
these limtations are not suggested by the applied prior art.
Wi | e Weaver does teach an el ectronic bar code reader having a
keyboard di sposed at a rear portion of its housing, it is our
opi ni on that Waver woul d not have suggested nodi fying
Chri stopher's hand-held | abel applicator to include a keyboard
di sposed at a rear portion of its housing. Additionally,
whi | e Mat sushita does teach a | abel printer having a pivoted
cover, it is our opinion that Matsushita would not have
suggested nodi fyi ng Christopher's hand-hel d | abel applicator
to include a scanner nounted on the pivotable cover. |In
short, we see no suggestion or notivation in the applied prior
art to nmake the sel ections nmade by the appellants and thus
arrive at the presently clainmed subject matter. It is well
settled that obviousness cannot be established by conbining
the teachings of the prior art to produce the clained

i nvention, absent sonme teachi ng, suggestion or incentive
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supporting the conbination. In our view, the only suggestion
for nodi fying Christopher in the manner proposed by the

exam ner to neet the above-noted limtations stenms from

hi ndsi ght know edge derived fromthe appellants' own

di scl osure. The use of such hindsi ght know edge to support an
obvi ousness rejection under 35 U . S.C. §8 103 is, of course,

inpermssible. See, for exanple, W L. Gore and Assocs.., Inc.

v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13

(Fed. Gr. 1983), cert. denied, 469 U S. 851 (1984). It

foll ows that we cannot sustain the exam ner's rejections of

clains 1, 16, 18 and 19.

Under the provisions of 37 CFR 8 1.196(b), we enter the
foll owi ng new ground of rejection against appellants' clains
18 and 19:

Clainms 18 and 19 are rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Shepard in view of Sato and

Chri st opher.

Shepard di scl oses a scanning head 10 including a keyboard

38 and a display 40 respectively nounted at rear and front
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regions of the head. The outgoing |aser beam of a scanner
and/or the returning portion of the reflected |ight pass

t hrough a wi ndow 60 positioned between the keyboard and the

di splay and travels unobstructedly exteriorly of and past the
front region of the scanning head over the display. A printer
100 is nmounted in the scanning head. The printer includes a
thermal printhead 102 operative for thermally inprinting
graphi cal markings on a journaled roll 104 of paper | abels,
each printed | abel being torn off the roll by being urged

agai nst tear-off edge 106 at the front of the scanning head.
The | abel preferably has a pressure-adhesi ve backing so that
it can be applied directly on the product, either as an
original |abel or adjacent to, or preferably as an overlay to,

an existing | abel on the product.

Shepard teaches (colum 4, lines 9-35) that his invention
proposes nounting the keyboard at a rear region of the head,
and nmounting the display at a front region of the head with a
wi ndow provi ded on an internedi ate region of the housing
bet ween the keyboard and the display. The placenment of the

keyboard behind the wi ndow i nsures that no fingers or hands of
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the operator blocks or interferes with the scanner operation
(i.e., reading of synbols). To enhance visibility of and
access to the keyboard, Shepard teaches that the keyboard is
nmount ed on an inclined upper wall that rises in elevation in a
direction fromthe rear towards the front region of the

scanni ng head.

Sat o di scloses an el ectronic hand | abeler. As shown in
Figure 1, the electronic hand | abeler includes a
printer-labeler unit 1 that is suited for single-hand
operation; a separate,
sel f-contained, control unit 100 which is connected by a cable
2 to printer-labeler unit 1; and a pen scanner 4 which is
connected to control unit 1 by cable 5. Control unit 100
i ncl udes keyboard 103, display 104, batteries 105, and a

hol der 7 for hol di ng pen scanner 4.

As shown in Figure 3A of Sato, the printer-labeler unit 1
i ncludes a | abel web holder 13 for holding a continuous rol
95 of thermal-labels; a thermal print head 36; a platen roller

51; bending pin 54; a traction roller 71; and |abel applicator
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91. Sato teaches (colum 4, lines 3-14) that information is
inmprinted on thermal |abels 96 as platen roller 51 both noves
and presses the | abels against thermal print head 36. At the
tip of the platen roller 51, backing sheet 97 bends sharply
around bending pin 54 to cause thermal |abels 96 to peel off
backi ng sheet 97. The nechanical interconnection of notor M
to platen roller 51 and traction roller 71 is illustrated in
Figure 5. Thus, rotation of notor Mis transmtted to platen
roller 51 through rotation of notor gear wheel 42 whose
rotation is in turn communi cated via internedi ate gear wheels
43 and 44 which nmesh with a gear
wheel 45 with which platen roller 51 is coaxially nounted.
Traction roller 71 is also rotated by notor M because the
notor is coupled thereto via belt 47 which is nounted on
pul | eys 46a and 46b . The belt 47 rotates gear wheel 48 which
in turn rotates traction roller gear wheel 49 of traction
roller 71. Sato teaches (colum 4, line 67, to colum 5, line
5) that
[i]t is desired that traction roller 71 be driven at
a higher speed than platen roller 51. This is needed in
order to apply extra traction to backing sheet 97

downstream of platen roller 51. Stated differently, the
section of the backing sheet 97 between platen roller 51
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and traction roller 71 nust be taut to reliably separate
| abel s 96 from backi ng sheet 97

Chri stopher discloses a hand-held | abeler 10 with an
integrally fornmed optical scanner 12. A keyboard 14 is
provided to initiate various operations of the |abeler 10,
such as selective data retrieval wherein information
identifying the coded records stored in the |abeler's nenory
is depicted on a display 16. Wen the display 16 is
di splaying information identifying a particul ar coded record
to be printed, the user
initiates the printing and | abel applying operation of the
| abel er 10 by actuating a trigger switch 18. As shown in
Figure 2, the labeler 10 includes a frame or housing 22 and a
| abel supply roll Ris nmounted on the housing 22, the roll R
bei ng shi el ded from anbi ent conditions, such as dust, by a
cover 24. The roll R is conprised of a conposite |abel web C
shown by both a solid line representing a full roll R and
phant om | i nes
representing a nearly depleted roll. The conposite web C

includes a carrier web Whaving a coating of rel ease nmateri al
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such as silicone wherein the | abels, such as a | abel L, are
rel easably secured to the carrier web Wby a pressure

sensiti ve adhesi ve.

Chri stopher teaches (colum 4, lines 30-59) that in
response to actuation of the trigger switch 18, an electric
nmotor 28 rotates a driving roll 30 coupled thereto wherein the
driving roll 30 cooperates with an idler roll 32 to advance
the conposite web C past a print head 34. The print head 34
prints information on the leading label L as it passes
thereby. More particularly, as the conposite web Cis paid
out fromthe roll R the web C passes between a pair of guides
only one 36 of which is shown. Rollers 38 guide the conposite
web C around a curve where the conposite web C passes between
the printhead 34 and a cooperating platen 40. A del am nator
42 includes a peel roller positioned closely adjacent to the
line of pressure contact between the printhead 34 and the
pl aten 40. The carrier web Wpasses about a portion of the
del am nator 42 to effect delam nation of the |eading |abel L

The leading label L is then passed into
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| abel applying relationship with respect to an applicator rol
44 so that the leading |abel L may be applied to an article.
From the del am nator 42, the carrier web Wagain passes into
contact with the platen 40 fromwhich it is guided by a rol
46 to the driving roll 30 and the idler roll 32, the web W
passi ng there between. The web Wthen noves past an optical
sensor 26 and is pushed al ong guides 48 and 50 to an exit

opening 52 in the housing 22.

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clainse at issue are to be ascertai ned. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

Based on our analysis and review of Shepard and clains 18
and 19, it is our opinion that the followwng limtations are
not taught by Shepard: (1) a |abel roll conposed of a
conposite | abel web having a series of |abels releasably
adhered to a carrier web, (2) a driven platen roll cooperable

with the print head,
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(3) a delam nator for delamnating printed | abels fromthe
carrier web, (4) an applicator for applying del am nated

| abels, (5) a feed roller driven at a peripheral speed
slightly greater than the peripheral speed of the platen rol
for advancing the carrier web, the carrier web bei ng novabl e
along a path for the label roll to between the print head and
platen roll, about the delam nator and to the feed roller, and
(6) gearing driven by an electric nmotor for driving the platen

roll and the feed roller.

Wth regard to these differences, it is our conclusion
that it would have been obvious at the tine the invention was
made to a person having ordinary skill in the art to nodify
Shepard's portable scanner to (1) acconmpdate a | abel rol
conposed of a conposite | abel web having a series of |abels
rel easably adhered to a carrier web as suggested and taught by
Sato's | abel er and Christopher's applicator in view of the
applied prior art establishing that the two different types of
| abel rolls are well-known alternatives, and (2) drive the
traction roller at a higher speed than the platen roller as

suggested and taught by Sato to reliably separate the | abels
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fromthe backing sheet as taught by Sato. Thus, in view of
the teachings of Sato and Christopher, it would have been
obvi ous to have nodified Shepard to include (1) a |abel rol
conposed of a conposite |abel web having a series of |abels
rel easably adhered to a carrier web, (2) a driven platen rol
cooperable with the print head, (3) a delam nator for

delam nating printed | abels fromthe carrier web, (4) an
applicator for applying delam nated | abels, (5) a feed roller
driven at a peripheral speed slightly greater than the

peri pheral speed of the platen roll for advancing the carrier
web, the carrier web being novable along a path for the |abel
roll to between the print head and platen roll, about the
del am nator and to the feed roller, and (6) gearing driven by
an electric notor for driving the platen roll and the feed

roll er.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1, 16, 18 and 19 under 35 U.S.C. 8§ 103 is reversed and
a new rejection of clains 18 and 19 under 35 U. S.C. 8 103 has

been added pursuant to provisions of 37 CFR § 1.196(b).
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Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b). 37 CFR 8§ 1.196(b) provides that, "[a]
new ground of rejection shall not be considered final for

pur poses of judicial review"

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI QN, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

JENNI FER D. BAHR
Adm ni strative Patent Judge

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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