The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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Bef ore COHEN, STAAB and BAHR, Adninistrative Patent Judges.
BAHR, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 18-20, which are all of the clains pending
in this application.

BACKGROUND

The appellants' invention relates to detachable cleats or
spi kes for golf shoes which are suitable for winter play
(specification, page 1). CCaim18 is illustrative of the

i nvention and reads as foll ows:
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18. A renovable athletic shoe cleat conprising:

a disk-l1ike flange, having an upper surface, for
pl acenent underneath and in contact with the sol e of
an athletic shoe, and having an opposi ng bottom
sur f ace;

a plurality of ridges, each of said ridges being
el ongated and having a substantially triangul ar
cross-sectional shape, and being integrally forned
wi th and extendi ng down fromthe bottom surface, for
suppl ying tracti on agai nst the ground; and

an attachment neans, extending fromthe upper
surface, for renovably attaching the cleat to the
athletic shoe, whereby the cleat provides traction
but does not damage the surface being wal ked upon.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Zal eski et al. (Zal eski) 2,491, 596 Dec. 20,

1949

Lor ne 62336 Nov. 11, 1912!
(Sw ss patent docunent)

St uder 77922 Jun. 1, 1918?
(Sw ss patent docunent)

Casti oni 467815 Dec. 22, 19513
(I'talian patent docunent)

Bayl o 342232 Nov. 23, 1989

(Eur opean patent application)

The followi ng rejections are before us for review

1 An English language translation of this reference, prepared by the
Pat ent and Trademark O fice, is appended hereto.

2 An English |anguage translation of this reference, prepared by the
Pat ent and Trademark Office, is appended hereto.

3 W derive our understanding of this reference fromthe translation
subm tted by appellants with the appeal brief (Paper No. 17).
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(1) daim18 stands rejected under 35 U.S.C. § 102(b) as
bei ng antici pated by Studer.*

(2) daim?20 stands rejected under 35 U.S.C. § 103(a) as
bei ng unpatent abl e over Studer in view of Zal eski.

(3) dains 18 and 19 stand rejected under 35 U S. C
§ 103(a) as being unpatentable over Baylo in view of Lorne.

(4) dains 18 and 19 stand rejected under 35 U S. C
§ 103(a) as being unpatentable over Baylo in view of Castioni.

(5 daim?20 stands rejected under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over Baylo in view of Lornme, as applied
above to claim 18, and further in view of Zal eski.

(6) Caim20 stands rejected under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over Baylo in view of Castioni, as applied

above to claim 18, and further in view of Zal eski.

4 Not wi t hst andi ng appel | ants' contention in the brief (page 7) and reply
brief (page 3) that rejections (1) and (2) are based on the French Studer
reference, the exam ner's answer (pages 3-4) clearly states that the
rejections are based upon the Swi ss Studer reference (77922). As there is no
i ndi cation that appellants tinely filed a petition under 37 CFR § 1.181
all eging that the exam ner's answer contai ned an inperm ssible new ground of
rejection (37 CFR § 1.193(a)(2)), the right to nake such allegation has been
wai ved (MPEP § 1208.01). |In any event, appellants concede, and the attached
transl ation of the Swiss Studer reference confirms, that the disclosures of
the French and Swi ss references are the sane (with the exception of the
clainms). Accordingly, in reaching our decision in this appeal, we have
treated all argunents made by appellants with regard to the French Studer
reference as applying equally to the Swiss Studer reference. Thus, appellants
do not appear to be prejudiced by this treatnent.
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Reference is made to the brief and reply brief (Paper
Nos. 17 and 23) and the answer (Paper No. 19) for the
respective positions of the appellants and the exam ner with
regard to the nerits of these rejections.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the
determ nati ons which foll ow.

The anticipation rejection

As noted above, the examiner's rejection of claim 18
under 35 U.S.C. 8 102(b) is based upon the Swi ss Studer
reference, not the French Studer reference. Nevertheless, in
that a conparison of the attached translation of the Sw ss
reference with the translation of the French reference
supplied by appellants confirns that the disclosures (wth the
exception of the clains) are the sanme, for appellants

conveni ence, we shall refer to the translation of the French
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reference submtted by appellants in discussing the Studer
ref erence.

Appel  ants argue on pages 8 and 9 of their brief that
claim18 is not anticipated by Studer because (1) Studer
"never mentions 'ridges' or any simlar termat all" and (2)
even assum ng that Studer shows "ridges" as clainmed, Studer
does not show an el ongated ridge having a "substantially
triangul ar” cross section, as required by claim 18.

Turning first to appellants' argunent that Studer never
mentions "ridges" or any simlar term we note that a
reference does not fail as an anticipation nerely because it
does not contain a description of the subject matter of the

appealed claimin ipsissims verbis. Inre My, 574 F. 2d

1082, 1090, 197 USPQ 601, 607 (CCPA 1978). Appellants
specification (page 6) defines a ridge as having "a crest that
is at least one line, conpared to the crest of the prior art
spi kes which are a point or a circle (for a truncated cone,
for exanple)."”™ From our perspective, even if appellants

transl ation (page 2) of the French Studer reference is
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accurate in translating "nervures"® (page 1, |ines 28-29, of

t he French | anguage docunent) as "grooves," the walls of the
grooves are formed by ribs or ridges which, as clearly
illustrated in Figures 4 and 5 of Studer, have a crest in the
formof aline, as set forth in appellants' specification.
According, we are of the opinion that Studer does indeed

di scl ose el ongated "ridges."

Turning now to appel lants' second argunent, we note that
appel l ants have not expressly defined "substantially
triangular”™ in their specification. |In fact, aside fromclaim
18, the phrase "substantially triangular” does not appear in
appel l ants' specification. Wth regard to the cross sectional
shape of the ribs or ridges, appellants' specification (page
5) states:

The cross sectional shape of ribs 15 may be arcuate,

triangul ar, rectangular, or a conbination thereof.

Preferably, ribs 15 are triangular, but with rounded

edges to provide the best conprom se between

traction and damage to the turf. By "rounded edges”

we nean that whenever two surfaces neet (the edge),

the region of the edge is free fromsharp points or
angul arity (rounded). This is true wherever our

> The French-English Dictionary for Chenists (John Wley & Sons, Inc.
1921) translates "nervure" as "vein, nerve (as of a leaf); rib; web, fin,
vane, feather, flange, fillet; groove.
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cleat may neet the turf -- on the ribs 15 and on the
bottom surface of the flange.

This disclosure indicates that the cross sectional shape
of the ribs or ridges nay have el enents of arcuate, triangul ar
and rectangul ar shapes. W interpret "substantially
triangular” within this context to denote a shape havi ng
sidewal I s which are spaced farther apart at the base than at
an apex toward which they converge. The apex of such a
"substantially triangular” shape may be rounded and the
sidewal | s of the "substantially triangular” shape may be
ei ther straight or curved and may conprise portions which are
per pendi cul ar to the base and, thus, do not converge toward
the apex. This interpretation is consistent with the
definition "triangular, but possibly with rounded corners, or
possibly with sides that are nearly straight, but sonmewhat
| ess than conpletely straight" urged by appellants on page 8
of the brief.

The ridges illustrated in Figures 4 and 5 of Studer, even
if not perfectly triangular, certainly appear to us to have a
cross-sectional shape which falls within the broad definition

of "substantially triangular"” set forth above. Thus, it is
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our opinion that the ridges between the grooves of Studer are
"substantially triangular” as required by claim 18.

For the foregoing reasons, we shall sustain the
examner's rejection of claim18 under 35 U.S.C. § 102(b).

The obvi ousness rejections

Wth regard to the examner's rejection of claim20 as
bei ng unpatent abl e over Studer in view of Zal eski, appellants’
only argunment (brief, page 9) is that Zal eski does not show or
suggest elongated ridges with triangular® cross sections,
whi ch appell ants have argued that Studer |acks. As we have
concl uded, supra, that Studer does disclose el ongated ridges
havi ng substantially triangul ar cross-sectional shapes and as
appel l ants have offered no other argunent in support of the
patentability of claim?20, it follows that we shall also
sustain the examner's rejection of claim20 as being
unpat ent abl e over Studer in view of Zal eski.

The exam ner also rejects clains 18 and 19 as being

unpat ent abl e over Baylo in view of Lorne. Baylo discloses a

6 W interpret appellants' argunent to be that Zal eski does not teach or
suggest ridges having "substantially triangular" cross sections, as this is
the term nol ogy used in claim18.
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mul ti - purpose shoe and a variety of different types of spikes
for use in different applications. For exanple, Figures 4-9
illustrate, respectively, an ordinary spike (e.g., for use
after golfing), a rain shoe spike, an ice/snow shoe spi ke, a
gol f spike, a fishing spike and a nountain clinbing spike. In
making this rejection, the exam ner relies upon the spike
illustrated in Figure 5 (the rain shoe spike) and discussed in
colum 5, lines 15-29. This spike conprises a di sk-shaped
portion 51a made of netal or plastic, an elastic nenber 51b
fitted over the disk-shaped portion 5la to cover one surface

t hereof and screw portion 51c nade of a netal or a plastic and
extended fromthe other surface of the disk-shaped portion 5la
in the direction perpendicular thereto. The surface of the

el astic nmenber 51b is forned of relatively small ridges and
valleys in order to prevent slippage. Furthernore, the

el astic nmenber 51b is made of a rubber containing a non-slip
agent .

According to the exam ner, Baylo (Figure 5) discloses a
renmovabl e athletic shoe cleat as recited in claim18 except
for the exact shape of the ridges (answer, page 3). W have
consi dered appel l ants' argunent (brief, pages 10-11) that the

9
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spi ke or cleat of Baylo's Figure 5 enbodinent is not an
athletic shoe cleat, in that it is disclosed as a rain spike,
but we do not find it persuasive. As the shoe for use with
whi ch the rain shoe spike is disclosed is a nulti-purpose
shoe, with nost of the enunerated purposes therefor being
directed to athletics, the rain spike of Figure 5 is an
"athletic shoe cleat" as clainmed. Moreover, it is not
apparent to us why the rain shoe spike of Figure 5 is not
capabl e of use in an athletic endeavor or howit is to be

di stingui shed fromcleats which are used in athletic
endeavors, aside fromits intended use. It is well settled
that the recitation of an intended use for an old product does
not make a claimto that old product patentable. 1n re
Schrei ber, 128 F.3d 1473, 1477, 44 USPQd 1429, 1431 (Fed.
Cr. 1997).

Lorme di scloses a renovable stud for the tread of shoes
or tires for preventing, or significantly reducing, sliding on
the street surface (translation, page 2). Lorne's studs have
teeth which appellants concede are triangular in cross-section

(brief, page 10).
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The basis of the examner's rejection is that it would
have been obvious to one of ordinary skill in the art at the
time of appellants' invention to shape the ridges as taught by
Lorme in the cleat of Baylo to increase traction (answer, page
4). For the reasons which follow, we do not agree with the
exam ner.

The test for obviousness is what the conbi ned teachings
of the references woul d have suggested to one of ordinary

skill in the art. See I n re Young, 927 F.2d 588, 591, 18

USP2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d

413, 425, 208 USPQ 871, 881 (CCPA 1981). Indeed, a prima
facie case of obviousness is established where the reference

t eachi ngs woul d appear to be sufficient for one of ordinary
skill in the art having those teachings before himto nake the

proposed conbi nation or nodification. See In re Lintner, 458

F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972).

We recogni ze that both the rain shoe spike of Baylo
(Figure 5) and the stud of Lornme are intended to reduce or
prevent slippage. However, from our perspective, Lornme

di scl oses an alternative spike for achieving this purpose.

11



Appeal No. 1999-2103
Application No. 08/734, 205

Wil e Lorne may suggest repl acing the rain shoe spi ke of Bayl o
with the stud taught by Lornme, we perceive no teaching or
suggestion in the conbined references to nodify the shape of
the ridges of Baylo's rain shoe spi ke as proposed by the
exam ner. Accordingly, we shall not sustain rejection (3).
The exam ner has rejected claim20, which depends from
claim 18, as being unpatentable over Baylo in view of Lorne
and Zal eski. The deficiency in the conbination of Bayl o and
Lorne finds no cure in the teachings of Zaleski. Therefore,
it follows that we shall also not sustain rejection (5).
Turning now to the examner's rejection of clains 18 and
19 as bei ng unpatentable over Baylo in view of Castioni, we
note that Castioni discloses a rubber heel-tap and sole-tap
whi ch present a series of progressively circular ribbings 2-5.
While Castioni (translation, pages 1 and 4) describes the taps
as possessing the property of agility (ninbleness, elasticity,
springiness or resilience), Castioni does not teach or suggest
that the heel or sole taps reduce or prevent slippage, as the
rain shoe spikes of Baylo are intended to do. Thus, it is not
apparent to us why one of ordinary skill in the art would have
found any suggestion in Castioni to nodify the shape of the

12
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ri dges of the Baylo rain shoe spike as proposed by the

exam ner. Accordingly, we shall not sustain rejection (4).
Turning finally to the examner's rejection of claim 20

as bei ng unpatentable over Baylo in view of Castioni and

Zal eski, we have reviewed the teachings of Zal eski and find no

teachi ng or suggestion therein to nodify the shape of the

ridges of Baylo's rain shoe spike to arrive at the clained

invention. It follows then that we shall also not sustain

rejection (6).

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claim 18 under 35 U . S.C. § 102(b) as being anticipated by
Studer and cl aim 20 under 35 U.S.C. 8 103(a) as being
unpat ent abl e over Studer in view of Zaleski is affirmed. The
exam ner's decision to reject clains 18 and 19 under 35 U S. C
§ 103(a) as being unpatentable over Baylo in view of either
Lorme or Castioni and claim 20 under 35 U . S.C. § 103(a) as
bei ng unpatentabl e over Baylo in view of either Lorne and

Castioni and further in view of Zaleski is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

LAWRENCE J. STAAB APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge

N N N N N N N N N N N N N N
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Epstein, Edell, Shapiro & Finnan, LLC
1901 Research Blvd., Suite 400
Rockvill e, MD 20850-3164
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