TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore ABRAMS, STAAB and NASE, Adm nistrative Patent Judges.

ABRAMS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clains 1-8, which constitute all of the

clainms of record in the application.

! Application for patent filed May 2, 1997.
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The appellant's invention is directed to a di sposabl e
pl astic slipper. The clains on appeal have been reproduced in

an appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Ri gsby 3, 058, 241 Cct. 16,
1962
Ito 4,030, 212 Jun. 21,
1977
Kri ppel z 4,112,599 Sep. 12,
1978
Kol sky 5,274, 846 Jan. 4,
1994

THE REJECTI ONS

The follow ng rejections stand under 35 U.S.C. § 103:

(1) dainms 1 and 3 on the basis of Krippelz and Kol sky.?

2 Since claim3 depends fromclaim2, which stands
rejected on the basis of Krippelz, Kolsky and Ito, it is
apparent that claim3 should not have been included in this
rejection, but wwth clains 2 and 4. Mreover, since claim4
depends fromclaim1 and adds only that the two el enents of
the slipper be heat bonded together, a feature that is taught
by Krippelz, we are at a |loss to understand why claim4 has

(continued. . .)



Appeal No. 1999-2100
Application No. 08/850, 825

(2) Cainms 2 and 4 on the basis of Krippelz, Kolsky and Ito.

(3) Adainms 5-8 on the basis of Krippelz, Kolsky and R gsby.

2(...continued)
been grouped with claim 2.



Appeal No. 1999-2100
Application No. 08/850, 825

CPI NI ON

Rat her than attenpt to reiterate the exam ner’s ful
comentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and the
appel l ant regarding the rejections, we nmake reference to the
Exam ner’s Answer (Paper No. 17) and to the Appellant’s Brief
(Paper No. 16).

The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skill
in the art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina
faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbi ne
reference teachings to arrive at the clainmed invention. See
Ex parte Capp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nust stemfrom sone
teachi ng, suggestion or inference in the prior art as a whol e
or fromthe know edge generally avail able to one of ordinary

skill in the art and not fromthe appellant's disclosure.
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See, for exanple, Uniroyal ,Inc. V. Rudkin-Wley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1052 (Fed. Cir.), cert.
deni ed, 488 U.S. 825 (1988).

The appellant’s invention is directed to inexpensive
pl astic slippers of the type that are disposable. bjectives
of the invention include providing such a slipper with soft
cushi oni ng and snooth inner and outer surfaces, as well as
preventing the heel portion fromfolding under during use. As
mani fested in independent claim1, the invention conprises a
sole portion and a vanp portion, both of which are forned of a
mat eri al

having a substantially planar thernoplastic top web

and a substantially planar thernoplastic bottom web

spaced apart by a thernoplastic mddle web .

being in the formof a plurality of bubbles bonded

to the top and bottom webs so that the bubbles are

hernetical |y seal ed.
The cl ai m concl udes by stating that the bubbles provide a
cushi oning property and the spaced apart webs stiffen the sole
to prevent it fromfolding under in use.

The exam ner has rejected this claimas being

unpat ent abl e over Krippelz in view O Kolsky. Krippelz is

nmentioned in the appellant’s specification as the type of
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slipper over which he believes his invention to be an
I nprovenent. The Krippelz slipper is made from “bubbl e wap”
material, which has a planar web on one side and a plurality
of upstandi ng bubbles on the other. The Krippelz slipper
conprises two sheets of bubble wap naterial arranged in
| ayers. Al though Krippelz teaches a first enbodi nent in which
bubbl es contact the ground and a second enbodi nent in which
the planar web contacts the ground, it is basic to the
i nvention that bubbles always contact the sole of the user’s
foot, and such is the case in both enbodi nents. The purpose
of this is to provide effective ventilation so as to prevent
“plastic raincoat effect,” that is, heating and perspiration
danpness agai nst the user’s skin (colum 2, lines 17-22).
Therefore, insofar as the requirenents of the appellant’s
claim1 are concerned, Krippelz fails to disclose or teach the
substantially planar top and bottom webs spaced apart by a
m ddl e web of a plurality of bubbles. Krippelz also has not
recogni zed the problem of the folding under of the hee
portions of this type of slipper.
Kol sky di scl oses a cushion material that can be used for

mats including “protective” devices for human bei ngs (col um
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4, lines 64-67), such as gloves (Figure 19). As shown in
Figure 1, the material is nmulti-layered, and at the very | east
conprises a |layer of material (18) which is the type descri bed
in the appellant’s claim1 plus a |layer of foam (14). It is
the examner’s position that it would have been obvious to one
of ordinary skill in the art to replace the two | ayers of
pl astic bubble-wap naterial used in the Krippelz slipper with
a layer of the plastic material disclosed by Kol sky as one of
the elenments in the cushioning material.

W do not agree. It is axiomatic that the nere fact that
the prior art structure could be nodified does not nmake such a
nodi fi cati on obvious unless the prior art suggests the
desirability of doing so. See In re Gordon, 733 F.2d 900, 221
USPQ 1125 (Fed. Gr. 1984). 1In the present situation, we fai
to perceive any teaching, suggestion or incentive which would
have | ed one of ordinary skill in the art to make the
nodi fication proposed by the exam ner. The exam ner has
concl uded that such a change woul d provide “better support,
added cushi oning and better energy absorption” than the
mat eri al used by Krippelz (Answer, page 4). However, from our
perspective, any advantages touted in Kol sky apply to the

7
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mul tilayered naterial and not to the bubble wap materi al
al one, for nowhere does Kol sky teach using it by itself.
Mor eover, the proposed change woul d have destroyed one of the
obj ectives of the Krippelz invention, nanely, the elimnation
of the “plastic raincoat effect,” which would have operated as
a disincentive to the artisan to do so.

We therefore are of the opinion that the conbined
teachi ngs of Krippelz and Kol sky fail to establish a prima
faci e case of obviousness with regard to the subject matter
recited in claiml1l, and we will not sustain the rejection of
this claimor of dependent claim 3, which stands rejected on
the sane basis. Inasnmuch as Ito, which was cited agai nst
dependent clains 2 and 4, does not cure the problens with the
basi ¢ conbi nation, we also will not sustain the rejection of
these two clains, which depend fromclaim 1.

| ndependent claimb5, which has been rejected on the basis
of Krippel z, Kol sky and Ri gsby, also requires the el enents
di scussed above with regard to claim1l. R gsby does not cure
the deficiencies we found in the basic conbination of

references, and therefore the rejection of claimb5 fails al so,
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along with that of clains 6 through 8, which depend from cl ai m

5 and were rejected on the sane grounds.
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SUMVARY
None of the rejections are sustained.

The decision of the exam ner is reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

LAWRENCE J. STAAB APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge

N N N N N N N N N N N N N

bae

10



Appeal No. 1999-2100
Application No. 08/850, 825

Alvin S. Bl um
2350 Del Mar Pl ace
Fort Lauderdale, FL 33301
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