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DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allowclains 1 to 7, as anended subsequent to the fina
rejection.? These clains constitute all of the clains pending

in this application.

W REVERSE

2 Wi le the exam ner has approved entry of the anendnent
after final rejection (Paper No. 8, filed July 13, 1998), we
note that this anendnent has not been clerically entered.
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BACKGROUND

The appellants' invention relates to a sem conduct or
wafer |ifter basket assenbly. A copy of the clains under

appeal appears in the appendix to the appellants' brief.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:

Bal | 1, 016, 386 Feb.
6, 1912

Claims 1 to 7 stand rejected under 35 U. S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellants regard as the invention.

Clains 1 to 7 stand rejected under 35 U S.C. §8 103 as

bei ng unpat ent abl e over Ball

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted

rej ections, we nake reference to the answer (Paper No. 12,
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mai | ed Novenber 6, 1998) for the exam ner's conpl ete reasoning
in support of the rejections, and to the brief (Paper No. 11,
filed Cctober 8, 1998) and reply brief (Paper No. 13, filed

Decenber 10, 1998) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art reference, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

The i ndefiniteness rejection

W will not sustain the rejection of clains 1 to 7 under

35 U.S.C. 8§ 112, second paragraph.

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re

Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
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In making this determ nation, the definiteness of the |anguage
enpl oyed in the clains nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision (i.e., they
define the netes and bounds of a clained invention with a
reasonabl e degree of precision and particularity), not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme |atitude in the manner of expression and the aptness of
terns is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |If the scope of the
I nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,

a rejection of the clains under 35 U.S.C. § 112, second
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par agraph, is appropriate. See In re Venezia, 530 F.2d 956,

958, 189 USPQ 149, 151 (CCPA 1976).

We have reviewed both the specific objections and
argunments (answer, pp. 3 and 4) raised by the exam ner in the
rejection under 35 U.S.C. 8§ 112, second paragraph, and the
argunent s t hereagai nst advanced by the appellants (brief, pp.
6-9 and reply brief, pp. 2-3) that the rejection is not

warranted. After

review of the clains under appeal, we find ourselves in
agreenent with the appellants’ position in this matter.
Specifically, we have reviewed claim1 and fail to find any
basis for the exam ner's determnation that claim1 is
indefinite (e.g., omts recitation of essential elenents,
steps, or necessary structural cooperation between the

el enents) for the reasons set forth by the appellants.

Furthernore, we note that the nere breadth of a cl ai mdoes not
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in and of itself make a claimindefinite.® In any event, it
is our viewthat claim1l does set forth a cooperative

rel ati onship of the elenents recited. 1In view of the above,
we conclude that claim1 does define the netes and bounds of
the clained invention with a reasonabl e degree of precision

and particularity.

For the reasons stated above, the decision of the
exam ner to reject clains 1 to 7 under 35 U.S.C. § 112, second

par agraph, is reversed.

The obvi ousness rejection
Upon eval uation of all the evidence before us, it is our
concl usion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 to 7 under 35

U S C § 103.

® Breadth of a claimis not to be equated with
indefiniteness. See Inre Mller, 441 F.2d 689, 169 USPQ 597
(CCPA 1971).
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In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clained

invention. See Inre Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

In this case, we agree with the appellants' argunent that
Bal | does not suggest the invention as set forth in claim1l
(the only independent claimon appeal). Specifically, we
agree with the appellants' position (reply brief, p. 5) that
the el evator cage of Ball does not teach or suggest the
recited "wafer lifter basket" due to the definition of that
phrase set forth in the specification at page 5, |ines 24-25.
That is, the elevator cage of Ball is not a mechani smthat
hol ds, carries or otherw se transports a sem conductor wafer

during processing. Moreover, we agree with the appellants
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view (brief, pp. 11-12; reply brief, pp. 5-6) that Ball's
"means for rel easable coupling” the elevator cage 6 to the
draw wi ng 45 has not been established to be an equivalent to
the structure disclosed by the appellants which correspond to

the clainmed neans. See In re Donaldson, 16 F.3d 1189, 1193,

29 USP(Rd 1845, 1848-49 (Fed. CGr. 1994) (the PTO is not
exenpt fromfollow ng the statutory nandate of 35 U S. C

§ 112, paragraph 6).

For the reasons stated above, the decision of the
examner to reject clains 1 to 7 under 35 U S.C. § 103 is

rever sed.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 to 7 under 35 U.S.C. 8§ 112, second paragraph, is
reversed and the decision of the examner to reject clains 1
to 7 under
35 U S.C. 8 103 is reversed.

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWFCORD
Adm ni strative Patent Judge
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