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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

Jeffrey J. Boreali et al. appeal fromthe final rejection

of claims 1 through 20, all of the clainms pending in the
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application.! W reverse.

The invention relates to a dispenser for linerless
| abels. A copy of the clains on appeal appears in the
appendi x to the appellants’ main brief (Paper No. 22).

The references relied upon by the exam ner as evidence of

obvi ousness are:

Hill 3,924, 498 Dec.
9, 1975
Yokot a 4, 690, 344 Sept. 1,
1987
Cassi a 4,738,176 Apr. 19,
1988
Hirono et al. (Hirono) 5, 447, 383 Sept. 5,
1995
Kudo et al. (Kudo) 5, 556, 213 Sept. 17
1996
(filed Mar. 30,
1994)
Boreali et al. (Boreali) 5, 560, 293 Cct .
1, 1996
(filed Jun. 7,
1995)
Szczepaniec et al. (Szczepaniec) 5,725,719 Mar. 10,
1998
(filed Jun. 26
1995)

' Cains 1 and 4 have been anended subsequent to final
rejection.

-2-



Appeal No. 1999-1965
Appl i cation 08/529, 230

The clains stand rejected as foll ows:

a) clains 5, 6, 17, 18 and 20 under 35 U.S.C. § 112,
second paragraph, as failing to particularly point out and
distinctly claimthe subject matter the appellants regard as
t he i nvention;?

b) clains 1, 7, 8, 11, 12 and 19 under 35 U. S.C. 8§ 103(a)

as being unpatentable over Boreali in view of Yokota;

c) clains 2 through 4 and 16 under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over Boreali in view of Yokota and Hill;

d) claims 5, 13 and 17 under 35 U . S.C. § 103(a) as being
unpat ent abl e over Boreali in view of Yokota, H |l and
Szczepani ec;

e) clainms 6, 14, 15 and 18 under 35 U.S.C. § 103(a) as
bei ng unpat ent abl e over Boreali in view of Yokota, H I,
Szczepani ec and Hirono;

f) claim9 under 35 U.S.C. § 103(a) as bei ng unpatentable

2In the final rejection (Paper No. 12), clainms 1 through
4 and 7 through 15 also stood rejected under 35 U.S.C. § 112,
second paragraph. The exam ner has since w thdrawn the
rejection as to these clains in |light of anendnents nade
subsequent to final rejection (see page 12 in the answer,
Paper No. 24).
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over Boreali in view of Yokota and Cassi a;

g) claim10 under 35 U.S.C. 8§ 103(a) as being
unpat ent abl e over Boreali in view of Yokota, Cassia and Kudo;
and

h) claim20 under 35 U.S.C. 8§ 103(a) as being
unpat ent abl e over Boreali in view of Yokota, Szczepaniec and
Hi r ono.

Ref erence is nade to the appellants’ nmain and reply
briefs (Paper Nos. 22 and 25) and to the exam ner’s answer
(Paper No. 24) for the respective positions of the appellants
and the examner with regard to the nerits of these

rej ections.

The 35 U.S.C. 8 112, second paragraph, rejection rests on
the exam ner’s determnation that clainms 5, 6, 17, 18 and 20

are indefinite because

i) In claim5 [and presunably claim17], the
phrase “a label” is vague and indefinite in
that it is a doubl e inclusion of the sane
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previously recited. Applicant is advised to
carefully review the rest of the clainms to
obviate this issue.

it) Caim20 is vague and indefinite in that it is

not cl ear what the clai menconpasses. Wat is
t he “conbination” in line 1 referring to?
A “conbi nati on” has not been recited
i n i ndependent claim19 [answer, page 4].

Nei t her of these concerns is well taken. The references
to “a label” inclains 5 and 17 (fromwhich clainms 6 and 18
depend, respectively) are made in a functional context to
define how the cl ai ned subject matter works. As such, they do
not pose a double inclusion problem Furthernore, although
“di spenser” claim 19 does not explicitly include the word
“conmbination,” it is in fact a conbination claim 1In this
light, the reference in the preanble of claim20 to the
“conbination as recited in claim 19" is readily understood to
refer to the conbination of dispenser elenents recited in
claim19.3

Thus, the claimlimtations targeted by the exam ner are

not indefinite. Accordingly, we shall not sustain the

® Nonet hel ess, the appellants mght find it desirable for
t he sake of consistency to carry through on their offer (see
page 5 in the main brief) to anmend claim19 by changi ng
“conbi nation” to --dispenser--.
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standing 35 U. S.C. § 112, second paragraph, rejection of
clainms 5, 6, 17, 18 and 20.

Wth regard to the standing prior art rejections,
Boreali, the examner’s primary reference, discloses a
linerless | abel printer and transport system conprising a rol
of linerless |abels 13 nounted on an unw nd core 12, a | abel
guide 15, a transport plate 16, a driven platen roller 17, a
thermal printhead 18, a stripper blade/bridge 42, a cutter 60
and an exit plate 65. These elenents are arranged as shown in
Figures 1 and 2.

As conceded by the exam ner (see page 4 in the answer),
the Boreali systemfails to neet the limtations in
i ndependent clains 1, 16 and 19 requiring first and second
drive rolls for engaging the | abels and taking themoff a
supply. In the Boreali system this function is perfornmed by
driven platen roller 17. Boreali also fails to respond to the
limtations in independent claiml1l requiring the drive rolls
to be grooved and to be associated with first and second sets
of stripper and guiding fingers disposed in at |east sone of

t he grooves.
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Yokot a di scl oses an apparatus for rotatably hol ding and
paying out a roll 1 of thin, filmlike products 3 such as
pl asti c pouches or paper towels. The apparatus includes a
wi nding core 2 for supporting the roll, grooved feed rolls 6
and 7, and product guides 11 and 12 having wire portions
di sposed in the roller grooves.

In rejecting clains 1, 16 and 19 under 35 U S.C. 8§
103(a), the exam ner concl udes that

[i]t would have been obvious to one having ordinary

skill in the art at the tinme the invention was nade

to provide the device of Boreali et al ‘293 with the

pair of drive rolls and first and second sets of

“stripper and guiding fingers” as taught by Yokota

in order to facilitate positive guiding [and]

feeding of the strip of material to be cut [answer,

page 5].

The appel l ants counter that this proposed reference
conbi nation constitutes an inperm ssi bl e hindsight
reconstruction of their invention.

G ven the disparate teachings of Boreali and Yokota, the
appel l ants’ hi ndsi ght argunent is persuasive. These
references provide no support for the exam ner’s determ nation

that the feeding and guiding characteristics of Boreali’s

linerless |abel systemwould be facilitated or inproved by
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Yokota's plastic

bag/ paper towel feed roll arrangenent. The addition of the
Yokota feed rolls and product guides to the Boreali system
woul d appear to be unnecessarily redundant, while the
substitution of same for Boreali’s driven platen roller 17
woul d conplicate the printing aspect of the Boreali system by
necessitating the provision of another platen for printhead
18. In this light, it is evident that the exam ner has
i nproperly enployed the clainmed invention as a tenplate to
sel ectively conbine the Boreali and Yokota disclosures. It is
al so noted that these references fail to respond to the
particular relationship required by clains 1, 16 and 19
bet ween the housing and the | abel supply support. As for the
additional prior art references applied by the exam ner,
suffice to say that they are insufficient to cure the
foregoi ng deficiencies in the basic Boreali-Yokota
conmbi nati on

Hence, we shall not sustain the standing 35 U S.C. 8§
103(a) rejections of independent clainms 1, 16 and 19 or of
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claims 2 through 15, 17, 18 and 20 which depend therefrom

The decision of the exam ner i s reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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Ni xon and Vander hye

1100 North d ebe Road
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