THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF?

Bef ore COHEN, NASE, and BAHR, Adninistrative Patent Judges.
NASE, Adninistrative Patent Judge.

! Application for patent filed October 1, 1996.

2 W note that the appellant has requested an oral hearing
on page 19 of the brief (Paper No. 11, filed Cctober 29,
1998), but under the circunstances a hearing is not considered
necessary. See 37 CFR 8§ 1.194(c), last sentence, as anended
effective Dec. 1, 1997, by final rule notice, 62 Fed. Reg.
53131 (COct. 10, 1997), 1203 Of. Gaz. Pat. Ofice 63, (Cct.
21, 1997).
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DECI SI ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allow clainms 3-8, 10, 11, 23-27, 32-37 and 39-43, as anended
subsequent to the final rejection. Cains 9, 12-22 and 28-31
have been withdrawn from consi deration under 37 CFR § 1.142(Db)

as being
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drawn to a nonelected invention. Cains 1, 2 and 38 have been

cancel ed. 3

W REVERSE

BACKGROUND

The appellant's invention relates to a device for formng
a connection between connectabl e el enents. An understandi ng
of the invention can be derived froma readi ng of exenplary
claim 32, which appears in the appendix to the appellant's

brief.

The prior art reference of record relied upon by the
exam ner in rejecting the appeal ed clains is:

Johnst on 443, 855 Dec. 30, 1890

Clains 25, 26, 34 and 39 stand rejected under 35 U S. C

3 Caim2 was canceled by the appellant's entered
anmendnent after final rejection (Paper No. 8, filed July 27,
1998). However, both the appellant in the brief and the
exam ner in the answer (Paper No. 12, mailed January 21, 1999)
have m stakenly treated claim2 as pending.
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8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellant regards as the invention.

Cains 3, 6, 8 10, 11, 23, 27, 32-36 and 39-43 stand
rejected under 35 U. S.C. § 102(b) as being anticipated by

Johnst on.

Clains 4, 5, 7, 24-26 and 37 stand rejected under 35

U S.C. 8 103 as bei ng unpatentabl e over Johnston.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we make reference to the answer for the exam ner's
conpl ete reasoning in support of the rejections, and to the

brief for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and

clains, to the applied prior art reference, and to the
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respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we nmake the

determ nati ons which foll ow
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The indefiniteness rejection
W w il not sustain the rejection of clains 25, 26, 34

and 39 under 35 U.S.C. § 112, second paragraph.

The exam ner determ ned (answer, p. 3) that clains 25 and
26 were indefinite since "said tapered neans" |acks positive
antecedent basis in the clainms. The exam ner al so determ ned
(answer, p. 4) that clains 34 and 39 were indefinite since it
is unclear how the inner surface of the first nenber

circunscribes the first nenber.

W agree with the appellant's position (brief, p. 6) that
the entered anmendnent after final obviated this rejection. 1In
that regard, we note that the phrase "said tapered neans” in
clainms 25 and 26 was anmended to "said tapered elenent.” In
addition, the phrase "the inner surface of the first nenber
substantially circunscribes the outer surface of said first
menber" in claim34 was anended to read "the inner surface of
the first nenber substantially circunscribes the outer surface

of said second menber."
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For the reasons stated above we see no basis for the
exam ner maintaining this rejection followi ng entry of the
amendnent after final. Accordingly, the decision of the
exam ner to reject clains 25, 26, 34 and 39 under 35 U.S.C. 8§

112, second paragraph, is reversed.

The anticipation rejection
W will not sustain the rejection of clains 3, 6, 8, 10,

11, 23, 27, 32-36 and 39-43 under 35 U.S.C. § 102(b).

To support a rejection of a claimunder 35 U.S.C. §
102(b), it nust be shown that each elenment of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalnman v.

Kinberly-d ark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Gr. 1983), cert. denied, 465 U S. 1026 (1984).

Claim32 (the only independent claimon appeal) recites a
device for form ng a connection between connectabl e el enents,
conprising, inter alia, a first connectabl e nenber neans; a

second connect abl e nenber neans; and at | east one tapered
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el ement for either conpressing the first connectabl e nmenber
nmeans i nto engagenent with the second connect abl e nenber neans
or expandi ng the second connectabl e nenber neans into
engagenment with the first connectable nmenber neans. In
addition, claim32 recites that
at | east one of said first connectable nenber neans and
sai d second connect abl e nenber neans includes a tapered
openi ng havi ng nmeans for securely engaging said tapered
el emrent, and wherein said engagenent provides a

substantially uniformforce distribution between the
first and second connect abl e nenber [neans].

Johnston di scloses a handle for a | awn-mower. As shown
in Figures 1-3, the handl e includes a cross-bar A having an
obl ong nortise a; a push-bar B having a tenon b, which
corresponds to and fits into the nortise a; an axial opening
b' in the tenon b; a netal plate C provided with a central
opening c; and a tapered screw D. Johnston teaches (page 1,
lines 64-69) that the tapered screw D causes the tenon b to
expand so that the sides of the tenon press closely agai nst
the walls of the nortise a, thereby materially aiding in

hol ding the parts tightly together.
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We agree with the appellant's argunment (brief, pp. 11-12)
that the standing 35 U.S.C. § 102(b) rejection of the sole
i ndependent claimon appeal (i.e., claim32) is unsound
because Johnston does not provide a substantially uniform
force distribution between his first and second connectabl e
menber neans (i.e., the nortise a and the tenon b).

The exam ner's contention that Johnston's device would
provi de, presumably under principles of inherency, a
substantially uniformforce distribution between the nortise a
and the tenon b (answer, pp. 8-9) is not well founded. Under
princi ples of inherency, when a reference is silent about an
asserted inherent characteristic, it nust be clear that the
m ssing descriptive matter is necessarily present in the thing
described in the reference, and that it would be so recogni zed

by persons of ordinary skill. Continental Can Co. v. Mnsanto

Co., 948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. Grr

1991). As the court stated in In re QCelrich, 666 F.2d 578,

581, 212 USPQ 323, 326 (CCPA 1981)(quoting Hansgirg v. Kemer

102 F.2d 212, 214, 40 USPQ 665, 667 (CCPA 1939)):

| nher ency, however, may not be established by
probabilities or possibilities. The mere fact that
a certain thing may result froma given set of
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circunstances is not sufficient. [Citations
omtted.] |If, however, the disclosure is sufficient
to show that the natural result flowi ng fromthe
operation as taught would result in the performance
of the questioned function, it seens to be well
settled that the disclosure should be regarded as
sufficient.

Here, the examiner's determ nation that Johnston's device

woul d provide a substantially uniformforce distribution

between the nortise a and the tenon b is sinply specul ative.

Thus, Johnston does not neet the particular limtation in
claim32 requiring a substantially uniformforce distribution
between the first and second connectabl e nenber neans. In
light of the foregoing, the decision of the exam ner to reject
claim32, as well as clains 3, 6, 8, 10, 11, 23, 27, 33-36 and

39- 43 dependent thereon, under 35 U S.C. 8§ 102(b) is reversed.

The obvi ousness rejection

The decision of the examner to reject clains 4, 5, 7,
24-26 and 37 under 35 U.S.C. § 103 is reversed since the
above-noted |limtation of parent claim32 is neither taught by

Johnston for the reasons set forth above, nor would it have
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been obvious to one of ordinary skill in the art fromthe

t eachi ngs of Johnston.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 25, 26, 34 and 39 under 35 U.S.C. § 112, second
par agraph, is reversed; the decision of the exam ner to reject
clains 3, 6, 8, 10, 11, 23, 27, 32-36 and 39-43 under 35
U S.C 8 102(b) is reversed; and the decision of the exam ner
toreject clains 4, 5, 7, 24-26 and 37 under 35 U. S.C. § 103

is reversed.

REVERSED

JENNI FER D. BAHR
Adm ni strative Patent Judge

| RW N CHARLES COHEN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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