THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1999-1744
Application No. 08/ 743,521

Bef ore FRANKFORT, STAAB, and JENNI FER D. BAHR, Adnministrative
Pat ent Judges.

STAAB, Adninistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe examner’s fi nal
rejection of clainms 2, 4 and 10-13, all the clainms currently

pending in the application. An anendnment filed subsequent to
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the final rejection on June 25, 1998 (Paper No. 7) has been
ent er ed.

Appel lant’ s invention pertains to a fishing hook renover.
An under standi ng of the invention can be derived froma
readi ng of exenplary claim2 which appears in an appendi x to
appel lant’ s brief.

The references relied upon by the exam ner in support of
the rejections are:

Lawr ence 2,561, 281 Jul. 17, 1951
Cripps et al. (Cripps) 4,342,171 Aug. 3, 1982

The follow ng rejections under 35 U.S.C. § 103 are before
us for review'!

(a) clainms 2, 4, 10 and 11, unpatentable over Cripps in
vi ew of Law ence; and

(b) clainms 12 and 13, being unpatentable over Cripps.

1'n the final rejection, clainms 2, 4 and 10-13 were al so
rejected under 35 U.S.C. 8§ 112, second paragraph. However, in
that the exam ner indicated in the advisory letter mailed July
8, 1998 (Paper No. 8) that this rejection has been overcone by
t he amendnent filed subsequent to the final rejection, and in
that the rejection has not been repeated in the examner’s
answer, it is not before us in this appeal.
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Each of the independent clains on appeal, nanely, clains
2 and 12, clains the fishing hook engaging end of the renover
as follows (wth enphasis added):

an el ongated shank that is fixed to the handl e
and extends forwardly fromthe handle to term nate
in a forked end havi ng divergent branches;

wherein one of the branches of the forked end is
further configured with a J-shaped portion such that
the forked end and J-shaped portion thereof are
contained in a comon plane, and that the J-shaped
portion defines a rearwardly openi ng U-shaped sl ot

In rejecting the clains, the exam ner nmakes the follow ng
findings of fact with respect to Cripps, the primry
ref erence:

Cripps shows a pistol grip handle 14, an el ongated

shank 12 that is fixed to the handl e and extends

forwardly fromthe handle to terminate in a forked

end havi ng divergent branches 17, 18. Cripps shows

a J-shaped portion 17 that defines a rearwardly

opening slot (not labeled). . . . Cripps shows al

the elements recited in claim2 with the exception

of the lateral flange fixed to the pistol grip.

[ Final rejection, page 3.]

In addition, in the “Response to Argunent” section of the
answer, the examner states that “[t]he J-shaped structure of

Cripps and the forked end 18 are contained in a common pl ane

which is the plane of the plunger 12" (answer, page 4).
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From the above, it is apparent that the exam ner
considers hook 17 and tip 18 of Cripps as corresponding to the
cl aimed branches of the “forked end” of the fishhook renover.?
However, the exam ner has not expl ai ned how t hese el enents
constitute “divergent” branches of a forked end, as now
clainmed. Apparently, the examner is of the view that because
t he | ooped portion of hook 17 is slightly upturned at its
extremty when viewed fromthe side (as seen, for exanple, in
Figure 1), the hook 17 can be considered to “diverge” relative
tothe tip 18. Wile this may arguably be true to a certain
extent at selected tines during operation of the Cripps
device, as when the hook 17 is retracted relative to the tip
18 (see colum 2, lines 15-19), it is not generally the case.
For this reason, we consider that it is debatable whether the
Cripps device can be fairly said to neet the “divergent
branches” limtation of independent clains 2 and 12.

In any event, even if we were to agree with the
exam ner’s determnation that elenments 17 and 18 of Cripps

conprise divergent branches of a forked end of the device,

’2ln a functional sense, it appears to us that the V-shaped
end of tip 18 of Cripps nore closely corresponds to
appel lant’ s “forked end having divergent branches.”
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there remains the requirenment of the clains that the forked
end and the J-shaped portion “are contained in a comon
pl ane.” Wile we acknow edge that a plane perpendicular to
the plan view of Figure 2 can be drawn through the plunger 12
of Cripps that contains portions of the hook 17 and tip 18, we
do not think this circunstance can be parlayed into a fair
readi ng of appellant’s claimlanguage onto the structure of
Cripps. In this regard, notw thstandi ng where any such
per pendi cul ar plane is located, only certain portions of hook
17 and tip 18 of Cripps would lie therein, wwth major parts of
hook 17 and tip 18 lying conpletely beyond any such plane. In
the present instance, we think appellant’s characterization of
Cripps’ hook 17 and tip 18 as being contained in parallel
pl anes (see, for exanple, the Figure 1 view of these el enents)
as opposed to being wwthin a cormmon plane, is a fairer and
nore accurate way of describing the relationship of elenents
17 and 18 of the reference.

Wiile it is true that the clains in a patent application
are to be given their broadest reasonable interpretation
consistent with the specification during prosecution of a

pat ent application (see, for exanple, In re Zletz, 893 F.2d
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319, 321, 13 UsPQ@d 1320, 1322 (Fed. Cr. 1989)), it is also
wel | settled that ternms in a claimshould be construed as
those skilled in the art would construe them (see Specialty
Conposites v. Cabot Corp., 845 F.2d 981, 986, 6 USPQ2d 1601,
1604 (Fed. Cir. 1988) and In re Johnson, 558 F.2d 1008, 1016

194 USPQ 187, 194 (CCPA 1977). Here, we think the exam ner’s
reading of the claimterm nology calling for a forked end and
a J-shaped portion that are contained in a conmon plane on the
end elenments 17 and 18 is strained and unreasonabl e.

For these reasons, we find nothing in the disclosure of
Cripps that corresponds to the clained forked end and J-shaped
portion contained in a comon plane. Mreover, the exani ner
does not contend, and it is not apparent to us, that Cripps
alone (in the case of clainms 12 and 13), or Cripps in
conbination with Lawence (in the case of clains 2, 4, 10 and
11) suggests nodifying the end portion of Cripps to arrive at
this clainmed configuration. Accordingly, we will not sustain
either of the standing rejections of the appeal ed cl ai is.

The decision of the examner is reversed.

REVERSED
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