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for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 to 14. Caim19 has been all owed.
Cl ai m 15 has been objected to as depending froma non-al |l owed

claim dains 16 to 18 have been cancel ed.

! Application for patent filed February 13, 1997.
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We REVERSE.
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BACKGROUND

The appellant's invention relates to a flush glass seal
insert with a belt-line extension. An understanding of the
i nvention can be derived froma reading of exenplary claim 1,

whi ch appears in the appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Orura et al. (Orura) 4,908, 989 Mar. 20,
1990
Nort on 5,694, 718 Dec. 9,
1997

(filed Sept. 6, 1996)

Clains 1 to 4, 6 to 8 and 10 to 14 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Onura.

Claim9 stands rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Onura.

Claim5 stands rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Qmura in view of Norton
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 16,
mai | ed February 26, 1999) for the exam ner's conplete
reasoning in support of the rejections, and to the brief
(Paper No. 15, filed Novenber 16, 1998) for the appellant's

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we make the

determ nati ons which foll ow

The anticipation rejection
W w il not sustain the rejection of clains 1 to 4, 6 to

8 and 10 to 14 under 35 U.S.C. § 102(b).
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Initially we note that anticipation by a prior art
reference does not require either the inventive concept of the
cl ai med subject matter or the recognition of inherent
properties that nmay be possessed by the prior art reference.

See Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633,

2 USPQ2d 1051, 1054 (Fed. Cr.), cert. denied, 484 U S. 827

(1987). A prior art reference anticipates the subject of a
cl ai mwhen the reference discloses every feature of the

clainmed invention, either explicitly or inherently (see Hazan

V. Int'l Trade Conmmin, 126 F.3d 1473, 1477, 44 USPQRd 1358,

1361 (Fed. Gr. 1997) and RCA Corp. v. Applied Digital Data

Systenms, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cir. 1984)); however, the law of anticipation does not require
that the reference teach what the appellant is claimng, but
only that the clainms on appeal "read on" sonething disclosed

in the reference (see Kalman v. Kinberly-dark Corp., 713 F.2d

760, 772, 218 USPQ 781, 789 (Fed. Cr. 1983), cert. denied,

465 U.S. 1026 (1984)).

Al'l the independent clains on appeal (i.e., clains 1, 6,

10 and 13) include the limtation that the insert include "a
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line of weakness" for "permtting the second leg to be

separated fromthe base.”

The exam ner's anticipation rejection (answer, pp. 4 and
5-6) is founded on the basis that the clainmed "line of
weakness" is readable on the slit 16 in Orra's glass run (see
Figure 8). Specifically, the exam ner states (answer, p. 5)
that Orura discloses "a slit or |line of weakness which is
taught to be ripped or torn.” W do not agree. W have
reviewed the entire disclosure of Orura and fail to find any
teaching therein that Owra's slit is "ripped or torn."
Accordingly, we find ourselves in agreenent with the
appel lant's argunent (brief, pp. 4-6, 8 and 12-13) that Qmura
does not disclose "a |line of weakness" as recited in the

cl ai ms under appeal.

Since all the limtations of clains 1 to 4, 6 to 8 and 10
to 14 are not disclosed in Omwra for the reasons stated above,
the decision of the examner to reject clains 1 to 4, 6 to 8

and 10 to 14 under 35 U. S.C. 8§ 102(b) is reversed.
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The obvi ousness rejections
W w il not sustain the rejections of clains 5 and 9
under

35 U.S.C. § 103.

As pointed out above, the |imtation regarding "a |ine of
weakness" is not taught or suggested by Orura. W have al so
reviewed the reference to Norton applied in the rejection of
claim5 but find nothing therein which would have suggested
the clainmed "line of weakness." Since all the clained
l[imtations are not suggested by the applied prior art, the
deci sion of the examner to reject clains 5 and 9 under 35

US. C 8 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1 to 4, 6 to 8 and 10 to 14 under 35 U S.C. §8 102(b) is
reversed and the decision of the examner to reject clains 5

and 9 under 35 U . S.C. § 103 is reversed.
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REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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