The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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ON BRI EF

Bef ore KRASS, JERRY SM TH, and GROSS, Adninistrative Patent Judges.

GROSS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's fina
rejection of clains 1 through 25. 1In the Answer (page 4) the
exam ner withdrew the rejection of clains 2 through 6, 11 through
17, 20, and 22 through 25. Accordingly, clains 1, 7 through 10,
18, 19, and 21 remmin before us on appeal.

Appellant's invention relates to a redundant peri pheral
devi ce subsystemin which a controllable switch selectively
i sol ates two peripheral device busses or joins theminto a single
peri pheral device bus when a fault occurs in the controller
coupl ed one of the two busses. Claiml is illustrative of the

clainmed invention, and it reads as foll ows:
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1. A redundant peri pheral device subsystemin a conputer
system conpri sing:

first and second peripheral device controllers;

first and second peripheral device busses coupled to the
first and second peripheral device controllers, respectively; and

a first controllable swtch, coupled between the first and
second peri pheral device busses, for selectively isolating the
first and second peripheral device busses or joining the first
and second peripheral device busses into a single peripheral
devi ce bus.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:

G aber et al. (G aber) 4, 456, 965 Jun. 26, 1984
Allen et al. (Allen) 4,663, 706 May 05, 1987

Clainms 1, 7 through 10, 18, 19, and 21 stand rejected under
35 U.S.C. §8 103 as being unpatentable over Allen in view of
G aber.

Reference is made to the First O fice Action (Paper No. 2,

mai | ed February 21, 1997), the Examiner's Answer ' (Paper No. 11,

We note that the examiner (Answer, page 3) refers us to the Final
Office Action (Paper No. 4) for the rejection of the claims. However, the
Final Rejection in turn refers us to the First Office Action of February 21,
1997 for an explanation of the rejection, contrary to MPEP § 1208, which
states:

Examiners may incorporate in the answer their statement of the
grounds of rejection merely by reference to the final rejection
(or a single other action on which it is based, MPEP § 706.07).
Only those statements of grounds of rejection appearing in a
single prior action may be incorporated by reference. An
examiner’s answer should not refer, either directly or indirectly,
to more than one prior Office action. Statements of grounds of
rejection appearing in actions other than the aforementioned
single prior action should be quoted in the answer. The page and
paragraph of the final action or other single prior action which
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mai | ed July 10, 1998), and the Suppl enental Exam ner's Answer
(Paper No. 14, mailed August 20, 1998) for the examner's
conpl ete reasoning in support of the rejections, and to
appellant's Brief (Paper No. 10, filed June 4, 1998), Reply Brief
(Paper No. 13, filed August 3, 1998), and Suppl enental Reply
Brief (Paper No. 15, filed Septenber 25, 1998) for appellant's
argunent s t her eagai nst.

OPI NI ON

We have carefully considered the clains, the applied prior
art references, and the respective positions articul ated by
appel l ant and the exam ner. As a consequence of our review, we
wi Il reverse the obviousness rejection of clains 1, 7 through 10,
18, 19, and 21.

The exam ner admts (First Ofice Action, page 2) that Allen
| acks the clainmed switch between the first and second busses for
selectively isolating the busses or joining theminto a single
bus. The exam ner asserts (First Ofice Action, pages 2-3) that:

G aber teaches the selective isolation or connection of

system buses (see Abstract). It would have been

obvious to one of ordinary skill in the art to nodify

Allen to include the switches of G aber to isolate or

connect the 12(n) bus to the 14(n+l1l). This

nodi ficati on woul d have been obvi ous because one of

ordinary skill would have wanted to i nprove upon the
fault-tol erance of the Allen system Allen provides

it is desired to incorporate by reference should be explicitly
identified. (Underlining ours for emphasis)
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notivation for this nodification in that he provides a

redundant communi cation path so that comuni cati on may

be continue in spite of a hardware failure. Wth such

a desire in mnd, one of ordinary skill would have

wanted to further inprove the Allen system by having a

si mpl e i nexpensi ve way of maintaining conmunication in

the event that the primary cluster controllers (18b and

18c, for exanple) fail |eaving any particular cluster

W t hout connection to the ring configuration.

Al | en di scl oses redundant peripheral device controllers each
connected to a separate peripheral device bus for maintaining
communi cations even if one of the controllers fails. G aber
(colum 2, lines 39-46) teaches splitting of system busses for
al l owi ng sinultaneous data transfer on each of the split busses.

Al t hough the exam ner argues that it would have been obvi ous
to include Graber's swtches to isolate or connect the 12(n) bus
to the 14(n+l) bus, we find no suggestion in either reference for
connecting Allen's busses as clained. 1In fact, Allen
specifically provides separate, redundant busses. Further,

G aber does not relate to a fault tol erance, and, therefore,
cannot provide the notivation or suggestion for nodifying the
fault-tolerance of Allen's system as proposed by the exam ner.
Therefore, the exam ner has failed to establish a prinma facie
case of obviousness, and we cannot sustain the rejection of
clainms 1, 7 through 10, 18, 19, and 21 over Allen in view of

G aber.
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CONCLUSI ON

The deci sion of the exam ner rejecting clains under
35 U.S.C. § 103 is reversed.
REVERSED

ERRCL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

JERRY SM TH APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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