THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for

publication in a law journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to

3, 6 and 7. O the other clainms in the application, clains 9

1 Application for patent filed February 12, 1996.
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to 21 have been allowed, and clains 4, 5 and 8 have been

indicated as allowable if rewitten in independent form

The appealed clains are drawn to a free-standi ng cabi net
unit, and are reproduced in the appendi x of appellants’ brief.
The reference applied in the final rejection is:
De Lisle 2,404, 949 Jul . 30, 1946
A reference, of record,? applied herein in a rejection
pursuant to 37 CFR 1.196(b)is:
Har man 1, 889, 783 Dec. 6,
1932
Clains 1 to 3, 6 and 7 stand finally rejected as
anticipated by De Lisle, under 35 U.S.C. § 102(b).
The issue involved here is whether the pivot axis of
De Lisle’s pivots 24 is “upright-oriented”, as recited in
i ndependent claiml1l. If it is not, then the rejection cannot
stand, because a reference does not anticipate unless it

di scl oses “every limtation of the clainmed invention, either

2 This reference was cited by appellants in an Information Disclosure Statenment
filed on March 17, 1997 (Paper No. 5).
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explicitly or inherently”. In re Schreiber, 128 F.3d 1473,

1477, 44 USPQd 1429, 1431 (Fed. Cir. 1997).
The axis of the pivots 24 of De Lisle is shown as being
hori zontal (i.e., parallel to the floor). However, the

exam ner

takes the position that the De Lisle axis is “upright-
ori ented” because (answer, pages 5 and 6):

the upright-oriented pivot axis
is considered to perpendicular to

the paper. In a 3-di nensional
pl ane, the exam ner has defi ned
t he

upright-oriented pivot axis [of
De Lisle] to be the Z-axis which
cones out of the paper and toward
the reader. The Y-axis is
vertical and the X-axis is

hori zonal [sic] fromleft to
right of the paper. Therefore,
the exam ner has interpreted the
pi vot means (24) to enable
drawi ng board 11 to pivot in a
substantially horizontal
direction with respect to the
Z-axis or upright-oriented axis
(see Figure 1).

Since the Appellant [sic]
has not positively defined the
upright-oriented pivot axis with
respect to the other structural
elenments in the claim
[imtations, the exam ner can
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interpret the axis in a broad
manner .

We do not agree with the examner. A limtation in a claim
cannot be read in a vacuum but rather all elenents of a claim
must be read together as a whole, in relation to each other.

In the present case, the “upright-oriented pivot axis” is an

el ement of the overall conbination of el enents which together
conprise the clainmed free-standi ng cabinet unit. Thus, in

construi ng

claim1l1, the term*“upright-oriented” (i.e., vertically
oriented) nust be read in conjunction with the clainmed “upward
facing first work surface” and “upward facing second work
surface”; since these surfaces are defined as “upward facing”,
the “upright-oriented pivot axis” nust be construed as
extending in the direction in which those surfaces face, in
other words, in a direction perpendicular to those surfaces.
Such an arrangenent is not disclosed by De Lisle. If one were
to accept the examner’s interpretation of the pivot axis of
De Lisle as “upright-oriented’”, then, as appellants point out

on page 2 of their reply brief, De Lisle s first and second
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wor k surfaces 12, 11 woul d face sideways, rather than being
“upward facing” as required by claim1.

Accordingly, the rejection of claiml, and therefore of
dependent clains 2, 3, 6 and 7, will not be sustai ned.

Rej ecti on Pursuant to 37 CFR 1.196(b)

Pursuant to 37 CFR 1.196(b), clains 1 to 3 are rejected
under 35 U.S.C. 8 102(b) as anticipated by Harman, which
di scl oses a base unit with first upright end portion 12, 13,
16, 22, 46, 47, and second upright end portion 11, 14, 18; an
upward facing work surface 25; and a pivoting table top 34.
There is
al so a vertically elongate support 35, 80 depending fromtable
top 34, a pivot nmeans 38, 39 permtting top 34 to pivot
hori zontal ly around an upright-oriented axis, and hei ght
adj ust abl e neans in support 35 (page 2, lines 54 to 104). As
for claim2, there is an actuator 63 nounted on table top 34,
and as for claim 3, support 35 includes tel escopi ng nenbers
36, 37.

Remand to the Exani ner

Har man does not di scl ose the hei ght adjustnent neans

recited in claim4 or the |l ocking neans recited in clains 6 to
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8. However, we will remand the application to the exam ner
pursuant to 37 CFR 1.196(e) to determ ne whether clains 4 and
6 and 8, or any other clainms in the application, should be
rej ected under
35 U.S.C. §8 103 as unpatentable over Harman in view of other
prior art.
Concl usi on

The exam ner’s decision to reject clains 1 to 3, 6 and 7
is reversed. Cains 1 to 3 are rejected pursuant to 37 CFR
1.196(b), and the application is renmanded to the exam ner
under 37 CFR 1.196(e).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) and a renmand pursuant to 37 CFR §

1.196(e).

37 CFR 8 1.196(b) provides, “A new ground of rejection
shall not be considered final for purpose of judicial review”
37 CFR 8 1.196(e) provides that

When a decision of the Board of Patent Appeals and
Interferences includes or allows a remand, that decision shal

not be considered a final decision. Wen appropriate, upon
concl usi on of proceedi ngs on renmand before the exam ner, the
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Board of Patent Appeals and Interferences nmay enter an order
ot herwi se making its decision final.

37 CFR 8 1.196(b) al so provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.



Appeal No. 1999-1502
Application 08/600, 060

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED 1. 196(b)

& REMANDED

| AN A, CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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