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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clainms 33-36 and 40-43. W affirmin-part.

BACKGROUND

The invention at issue in this appeal reads bar codes.
Bar code readers operate by scanning an emtted |ight beam
across a bar code synbol conprising |ight and dark bars.

Because nore light is reflected fromthe light bars than from
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the dark bars, a detector in the reader can discrimnate
bet ween the two types of bars. Information contained in the

synbol is then extracted by a signal processor in the reader.

In a bar code reader, discrimnating automatically
bet ween detected signals of higher and | ower frequency is
desirable. Figure 10 of the appellants’ specification shows
two bar code synbols, one above the other. The bars of the
upper synbol are narrower and nore closely spaced than those
of the | ower synbol. G ven the sane scanni ng speed for both
synbols, transitions fromlight to dark occur at a higher
frequency in a signal detected fromthe upper synbol than in a
signal detected fromthe | ower synbol. Consequently, the
upper synbol produces a higher frequency detected signal than

the | ower synbol.

The invention at issue automatically discrimnates
bet ween the higher and | ower detected frequencies. Between a
detector and processor, a differentiator is coupled to a | ow

pass filter of a selectable bandwidth. The bandwidth is
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tuned, via feedback, to the | owest bandwi dth sufficient to

pass the frequency of the detected signal.

Claim 33, which is representative for our purposes,
fol | ows:

33. A systemfor detecting reflected |ight,
conpri si ng:

a light source for generating a |ight beam

means for sweeping the |ight beam across an
obj ect ;

means for detecting light reflected by the
obj ect and for generating electrical signals
i ndicative of the detected |ight; and

circuitry neans for discrimnating the
el ectrical signals, said circuitry nmeans including

means for filtering with a respective
cutoff frequency each electrical signal to provide a
respective output signal having a respective
bandw dt h, wherein the circuitry means includes

a differentiator circuit, coupled to the
detecting neans, for generating a first derivative
signal of each electrical signal

The prior art applied in rejecting the clains foll ows:

Page 3
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Metlitsky et al. (Metlitsky) 5, 151, 580 Sep
29, 1992
(filed Aug. 3, 1990)
Hebert et al. (Hebert) 4, 000, 397 Dec. 28,
1976

Clainms 33-36 and 40-43 stand rejected under “the judicially
created doctrine of double patenting,” (Exam ner’s Answer at
4), as being unpatentable over clainms 1-30 of Metlitsky.
Clains 33, 34, 40, and 41 stand rejected under 35 U S. C

§ 102(b) as being anticipated by Hebert. Rather than

reiterate the argunents of the appellants or examner in toto,

we refer the reader to the briefs and answer for the

respective details thereof.

CPI NI ON
In deciding this appeal, we considered the subject matter
on appeal and the rejections of the examner. Furthernore, we
duly considered the argunents and evi dence of the appellants
and exam ner. After considering the record, we are persuaded
that the examner erred in rejecting clains 33-36 and 40-43 as
bei ng unpatentabl e over the clainms 1-30 of Metlitsky. W are

al so persuaded that she did not err, however, in rejecting
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claims 33, 34, 40, and 41 as being anticipated by Hebert.
Accordingly, we affirmin-part. Qur opinion addresses the
doubl e patenting rejection and anticipation rejections. W

begin with the forner rejection.

| . Double Patenting Rejection of dains 33-36 and 40-43

The appel |l ants argue, “the inventions clainmed in the 580
patent and in the instant application are ‘independent and
distinct.” The fornmer is directed to a novel optical
arrangenent of elenments with general circuitry recited, and
the latter is directed to a novel circuit arrangenent, for use
in a general optical system®“ (Reply Br. at 3.) The
examner's rejection is based on the plurality’'s opinion* in

In re Schneller, 397 F.2d 350, 158 USPQ 210 ( CCPA 1968).

“Schnel |l er does not set forth another test for determ ning

‘ obvi ousness-type’ double patenting.” Ex parte Davis, 56

USP2d 1434, 1436 (Bd. Pat. App. & Int. 2000). *“Schneller did

not establish a rule of general application and thus is

! Because only two judges joined the principal opinion,
while two others concurred in the result, and a fifth wote a
concurring opinion, Schneller |lacked a majority opinion.
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l[imted to the particular set of facts set forth in that

decision.” 1d.?

Accordi ngly, we consider whether the clains of the
instant application are patentably distinct fromthose of
Metlitsky. dCainms 33 and 40 specify in pertinent part the
followwng imtations: "generating a first derivative signal

" Furthernore, clainms 34-36 and 41-43 specify in
pertinent part the followng |imtations: “a |ow pass filter

having a resistor in series with a first capacitor which is in

parallel with a second capacitor in series with a switch.”

The exam ner fails to show a teaching or suggestion of
the limtations in the clains of Metlitsky. To the contrary,
she admts that the patent’s ”’signal processing neans"
does not recite all the details of the [instant applications]

‘circuitry means’ ...." (Exam ner’s Answer at 10.) Because

2 The plurality’s opinion cautioned “‘against the tendency
"to freeze into rules of general application what, at best,
are statenments applicable to particular fact situations'."
Schneller, 397 F.2d 350 at 355, 158 USPQ at 215 (quoting_ln re
Ri den, 318 F.2d 761, 763, 138
USPQ 112, 114 (CCPA 1963)).
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the facts of the instant appeal differ sufficiently fromthose
in Schneller, noreover, a double patenting rejection here is

i nappropriate. Therefore, we reverse the rejection of clains
33-36 and 40-43 as bei ng unpat entabl e over clains 1-30 of

Metlitsky. We proceed to the anticipation rejections.

I[I. Anticipation Rejection of Cains 33, 34, 40, and 41

We begin by noting the follow ng principles from Rowe v.

Dror, 112 F.3d 473, 478, 42 USPQRd 1550, 1553 (Fed. Cir.

1997) .

A prior art reference anticipates a claimonly if
the reference discloses, either expressly or

i nherently, every Iimtation of the claim See
Verdegaal Bros., Inc. v. Union G| Co., 814 F.2d
628, 631, 2 USP2d 1051, 1053 (Fed. Cir. 1987).

"[ Al bsence fromthe reference of any clai ned el enent
negates anticipation.” Kl oster Speedsteel AB v.
Crucible, Inc., 793 F.2d 1565, 1571, 230 USPQ 81, 84
(Fed. Gr. 1986).

O course, “‘[e]very patent application and reference relies
to sone extent upon know edge of persons skilled in the art to

conpl ement that [which is] disclosed ....”” In re Bode, 550

F.2d 656, 660, 193 USPQ 12, 16 (CCPA 1977) (quoting In re
W ggins, 488 F.2d 538, 543, 179 USPQ 421, 424 (CCPA 1973)).

Those persons “must be presunmed to know sonet hi ng” about the
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art “apart fromwhat the references disclose.” 1n re Jacoby,

309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962).

Furthernore, clains that are not argued separately stand

or fall together. |In re Kaslow 707 F.2d 1366, 1376, 217 USPQ

1089, 1096 (Fed. Cir. 1983) (citing In re Burckel, 592 F.2d
1175, 201 USPQ 67 (CCPA 1979)). \Wen the patentability of
dependent is not argued separately, noreover, the clains stand

or fall with the clains fromwhich they depend. In re King,

801 F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986)(citing

In re Sernaker, 702 F.2d 989, 217 USPQ 1 (Fed. C r. 1983) and

Burckel , 592 F.2d 1175, 201 USPQ 67.)

Here, the appellants assert, “[t]hese clains should be
considered in two groups: Goup |I: 34 and 41; and Goup Il: 33
and 40.” (Appeal Br. at 5.) Therefore, clains 33 and 40
stand or fall together in a first group, and clains 34 and 41
stand or fall together in a second group. W select clainms 40
and 41 to represent the respective groups. Wth these
principles and representation in mnd, we address the first

group of cl ai ns.
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A. Cains 33 and 40

The appel lants argue, “even if ... a first derivative
signal is internally produced in elenent 11, it is a
transitional or internediate signal that exists solely for the
pur pose of generating the second derivative signal 34 or 35 to
be used by other elenents. Such an internally produced
vol t age cannot be said to be ‘generated,’” as the termis used

inclainms 33 and 40.” (Reply Br. at 5.)

“In the patentability context, clains are to be given
t heir broadest reasonable interpretations. Limtations are
not to be read into the clains fromthe specification.” 1ln re
Van CGeuns, 988 F.2d 1181, 1184, 26 USPQd 1057, 1059 (Fed.

Cr. 1993) (citing Inre Zletz, 893 F.2d 319, 321, 13 USPQd

1320, 1322 (Fed. Cr. 1989)). Here, representative claim40
specifies in pertinent part the following limtations:
"generating a first derivative signal ...." Those skilled in
the art woul d have understood that “generate” is “to bring

sonething into existence; produce.” Anerican Heritage

Dictionary 552 (2d college ed. 1982) (copy attached). G ving

the claimits broadest reasonable interpretation in view of
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this understanding, the limtations recite bringing into

exi stence or producing a first derivative signal.

The prior art teaches the limtations. At oral hearing,
the appellants’ representative admtted that Hebert’s signal
processor produces a first derivative signal. Furthernore,

t he appel lants characterize the first derivative as a signal

“that exists .... (Reply Br. at 5 (enphasis added).)

What ever the adm ssion and characterization, the reference’s
“first differentiator[,]” col. 5, |. 39, necessarily brings
into existence or produces a first derivative signal. Because
Hebert’'s first differentiator brings into existence or
produces a first derivative signal, we are persuaded that the
reference discloses the limtations of "generating a first
derivative signal ...." Therefore, we affirmthe rejection of

clainms 33 and 40 as being anticipated by Hebert. W proceed

to the second group of clains.

B. dains 34 and 41
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The appellants argue, “Cl3 is not in parallel with the
series conbination of C21 and 4, because they are not
connected between the sane pair of nodes.” (Reply Br. at 4.)
They further argue, “Cl4 is not in parallel with the series
conbi nation of C22 and (B, because they are not connected

bet ween the sane pair of nodes.” (ld. at 4.)

Here, representative claim4l specifies in pertinent part
the followng Ilimtations: “a first capacitor which is in
parallel with a second capacitor in series with a switch.”

The appellants admt that "’ el enments are connected in parallel
when they are connected between the sanme pair of nodes.’" (ld.

(citing The | EEE Standard Dictionary of Electrical and

El ectronics Terns 744 (6th ed. 1997)). Gving the claimits

br oadest reasonable interpretation in view of this
understanding, the limtations recite a first capacitor
connected between the sanme pair of nodes as a second capacitor

in series with a switch

The prior art teaches the limtations. Specifically,

Figure 2 of Hebert depicts capacitor Cl13, capacitor C21, and
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switch 4. The appellants admt, “Cl3 and C21 have ... one
node in common, ground.” (Reply Br. at 4.) Mreover, the

Fi gure shows that capacitor C21 is in series with swwtch 4
and that capacitor Cl3 and the conbi nation of capacitor C21
and switch Q4 are both connected a node shown above resistor

R20.

Cumul atively, the Figure al so depicts capacitor Cl4,
capacitor C22, and switch . The appellants admt, “Cl4 and
C22 have ... one node in common, ground.” (ld.) In addition,
the Figure shows that capacitor C22 is in series with switch
@ and that capacitor Cl13 and the conbination of capacitor C22
and switch G are both connected a node shown above resistor

R21.

Because Hebert’s capacitor Cl3 and Cl4 are connected
bet ween the sane pair of nodes as its capacitor C21 and C22,
respectively, in series with switch Q4 and B, respectively,
we are persuaded that the reference discloses the limtations

of "a first capacitor which is in parallel with a second
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capacitor in series with a swwtch.” Therefore, we affirmthe

rejection of clains 34 and 41 as being anticipated by Hebert.
Qur affirmances are based only on the argunents made in
the briefs. Argunents not nade therein are neither before us

nor at issue but are consi dered wai ved.

CONCLUSI ON

In summary, the rejection of clains 33-36 and 40-43 under
the judicially created doctrine of double patenting is
reversed. The rejection of clainms 33, 34, 40, and 41 under 35

U S C 8§ 102(b), however, is affirned.
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No tinme for taking any action in connected with this

appeal may be extended under 37 CF.R 8§ 1.136(a).

AFFI RVED- | N- PART

JAVES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT

JOSEPH F. RUGE ERO APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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