The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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GARRI S, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe refusal of the
examner to allow clains 22, 23, 26-29 and 31-34 as anended
subsequent to the final rejection. These are all of the

claims remaining in the application.
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The subject matter on appeal relates to a nmethod for
bondi ng a silicon-containing polyneric adhesive to a nickel
met al surface having poor direct adherability to the adhesive
whi ch conpri ses depositing on the nickel metal surface a thin
adherent nmetal filmof chrom um nolybdenum tungsten and
al | oys thereof, contacting an uncured silicone elastoneric
material to the thin adherent netal filmand solidifying the
silicone elastoneric material, wherein the thin adherent netal
filmhas a thickness effective to bond the surface to the
adhesive (e.g., see claim?22). The appeal ed subject matter
also relates to the product resulting fromthis process (e.g.,
see claim32). This appeal ed subject matter is adequately
illustrated by independent claim22 which reads as foll ows:

22. A nethod for bonding a silicon-containing polyneric
adhesive to a netal having poor direct adherability to such
pol ynmeri c adhesive, conprising the steps of:

(a) providing an uncured silicone elastoneric materi al
and a substrate conprising a substrate surface containing
ni ckel ;

(b) depositing a thin adherent netal filmon said
substrate surface, wherein said thin adherent netal filmis a
metal selected fromthe group consisting of chromum M, and

W and all oys thereof;

(c) contacting said silicone elastoneric material to said
thin adherent nmetal film and
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(d) solidifying said silicone elastoneric materi al
wherein said thin adherent netal filmhas a thickness
effective to bond said substrate surface to said polyneric
adhesi ve.

The references relied upon by the exam ner in the

rejections before us are:

Benko 4, 446, 197 May 1, 1984
bayashi et al. (Cbayashi) 4,749, 625 Jun. 7, 1988
Yoshi kawa et al. (Yoshi kawa) 4,872,932 Cct. 10, 1989

Clains 22, 23, 26-28 and 31-34 are rejected under 35
U S C
8 102(b) as being anticipated by or in the alternative under
35 U.S.C. 8 103 as bei ng obvi ous over Cbayashi .

Claim27 is rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Obayashi in view of Yoshi kawa or Benko, and
claim?29 is simlarly rejected as bei ng unpatentabl e over
bayashi in view of Benko.

We refer to the brief and reply brief and to the answer
for a conplete exposition of the opposing viewoints expressed
by the appellants and by the exam ner concerning the above
noted rejections.

CPI NI ON

We cannot sustain any of these rejections.
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It is well settled that, for a section 102 rejection to
be proper, the prior art reference nust clearly and
unequi vocal |y di sclose the clainmed invention or direct those
skilled in the art to the invention wi thout any need for
pi cki ng, choosi ng and conbi ni ng vari ous di scl osures not
directly related to each other by the teachings of the cited

reference. In re Arkley, 455 F.2d 586, 587, 172 USPQ 524, 526

(CCPA 1972). Here, there is nothing in the teachings of
(bayashi which “clearly and unequivocally” directs those
skilled in the art to make the specific sel ections of
materials for patentee’ s anorphous netal core |ayer,
el ectroconductive netal plating |ayer, and pol yneric coating
| ayer which would be necessary in order to result in a method
and product of the type clainmed by the appellants. Therefore,
we cannot sustain the examner’s section 102(b) rejection of
clainms 22, 23, 26-28 and 31-34 as being anticipated by
Gbayashi .

As for the section 103 rejection based on Cbayashi, we
understand the exam ner’s point that patentee discloses the
i ndi vidual materials involved in the appellants’ clained

met hod and product. In our view, however, this fact nmerely
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establishes that it is possible to reproduce the here clai ned
nmet hod and product by appropriately selecting and
appropriately conbining particular materials from patentee’s
extensive listings. However, the nere fact that the prior art
could be nodified so as to result in a clainmed invention would
not have nade the nodification obvious unless the prior art

suggested the desirability of the nodification. |In re Gordon,

733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984). For
this reason and because we agree with the appellants that
bayashi woul d not have suggested the aforenentioned
sel ections and conbi nati ons needed to achieve the here clained
invention, we also cannot sustain the exam ner’s section 103
rejection of clainms 22, 23, 26-28 and 31-34 as bei ng obvi ous
over Obayashi .

As correctly argued by the appellants, the above
di scussed deficiency of (bayashi is not supplied by the
Yoshi kawa or Benko references, and the exam ner has not relied
upon these references for this purpose. It follows that we
cannot sustain the examner’'s section 103 rejection of claim
27 over (Obayashi in view of Yoshi kawa or Benko or his section

103 rejection of claim?29 over Obayashi in view of Benko.
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The deci sion of the exam ner

PATENT

BRG t dl

REVERSED

Edward C. Kinmlin
Adm ni strative Patent Judge

Bradley R Garris

Adm ni strative Patent Judge

Romul o H. Del nendo
Adm ni strative Patent Judge

is reversed.
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