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witten for publication and is not binding precedent of the Board.
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ON BRI EF

Bef ore FRANKFORT, NASE and BAHR, Admi nistrative Patent Judges

FRANKFORT, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe examner's third
rejection of clainms 1 through 7, which are all of the clains

pending in this application.

Appel l ants’ invention is directed to a rotary printing
press with units for the direct imaging of the printing fornms
within the printing units and to a nethod of influencing and

provi di ng i nk-trappi ng behavior to such printing forms that is
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i nproved

over the prior art, particularly during the press start-up
phase. As noted on page 2 of the specification, rotary
printing presses with units for the direct imging of the
printing forns within the printing units have shown t hat
heating of the printing-formcylinder and the inking unit
during direct imging of the printing forns has extrenely
undesirabl e consequences. More specifically, if the
tenperature of the printing formor the inking unit is to high
as a result of thermal conduction or other forns of heat
transfer, the printing formand inking unit tend to form scum
and the ink-trapping behavior thereof deteriorates due to the
tenperature being to high and due to premature vaporization or
evaporati on of danpi ng medium or ink, thus causing a delay in
the direct transition into the production printing run.
Appel l ants’ solution to this problemis to provide a printing
press (Fig. 1) wherein during the direct imaging process of
the printing-formcylinder (8), the inking unit (1) nay be

di sengage fromthe drive of the printing-formcylinder by
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means of a clutch nechanism (15) and, as a result thereof,
does not run dry, thereby elimnating the problem of scunm ng.
Thus, the ink balance can be mmi ntai ned, and the newy inmaged

printing

formcan receive the ink directly fromthe inking unit when

the clutch is re-engaged wi thout having first to produce a

| arge number of waste copies. |ndependent clains 1 and 2 are
representative of the subject matter on appeal and a copy of
those clainms may be found in the Appendix to appellants’

bri ef.

The prior art references relied upon by the exam ner in

rejecting the appeal ed clains are:

Mascor d 1,301,072 Apr. 15,
1919
Norton et al. (Norton) 3, 203, 346 Aug. 31,
1965
Har | ess 3,563,173 Feb. 16,
1971
Krochert et al. (Krochert) 3,744,414 Jul . 10,
1973
Di cker son 4,007, 683 Feb
15,
1977
Fi scher 4,290, 360 Sep. 22,
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1981
Dahl gren et al. (Dahl gren) 4,453, 463 Jun. 12,
1984
Humrel et al. (Hunmmel) 4,567, 823 Feb. 04,
1986
Harrison 5, 081, 928 Jan. 21
1992
Fadner 5, 333, 548 Aug. 02,
1994
Clains 2, 4 and 6 stand rejected under 35 U . S.C. § 103(a)
as being unpatentable over Harrison in view of Dickerson and

Nort on.

Claim 1l stands rejected under 35 U.S.C. 8 103(a) as being

unpat ent abl e over Fadner in view of Hummel and Harri son

Clainms 2, 3, 5 and 6 stand rejected under 35 U.S.C. 8
103(a)
as being unpatentable over Hummel in view of Dahlgren, Harl ess

and Krochert.

Claim7 stands rejected under 35 U.S.C. § 103(a) as being
unpat ent abl e over Hummel in view of Dahl gren, Harless and
Krochert as applied to claim 2 above, and further in view of

Mascor d.

Claim 4 stands rejected under 35 U. S.C. § 103(a) as being
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unpat ent abl e over Humrel in view of Dahl gren, Harless and
Krochert as applied to claim 2 above, and further in view of

Fi scher.

Rat her than attenpt to reiterate the examner's full
commentary with regard to the above-noted rejections and the
conflicting viewpoints advanced by the exam ner and appell ants
regarding the rejections, we nake reference to the examner's
answer (Paper No. 14, mail ed October 23, 1998) for the
reasoning in support of the rejections, and to appellants’
brief (Paper No. 13, filed Septenber 14, 1998) for the

argunment s thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellants’ specification and cl ains,
to the applied prior art references, and to the respective

positions

articul ated by appellants and the exam ner. As a consequence

of our review, we have nmade the determn nati ons which foll ow
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Looki ng at i ndependent claim2 on appeal, we are in
conpl ete agreenent with appellants (brief, pages 8-10) that
when claim2 is read as a whole and interpreted, as it nust
be, not in a vacuum but in light of the specification as it
woul d be understood by one of ordinary skill in the pertinent

art (See In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388

(Fed. Cir. 1983); In re Bond, 910 F.2d 831, 833, 15 USPQ2d

1566, 1567 (Fed. Cir. 1990) and In re Mrris, 127 F.3d 1048,

1054, 44 USP2d 1023, 1027 (Fed. Cir. 1997)), the subject

matter of claim2 is limted to a direct inmaging rotary

printing press having an inking unit “of a direct imging
rotary printing press,” a clutch system as cl ai ned and
printing unit cylinders including a blanket cylinder, an
i npression cylinder and “a printing formcylinder to be
directly imged” (i.e., that is capable of being directly

i maged) .

Since in the examner’s rejection of clains 2, 4 and 6
under 35 U.S.C. 8§ 103(a) as being unpatentable over Harrison

in view of
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Di ckerson and Norton, none of the applied references rel ates

to a direct inmaging rotary printing press, it follows that the
conbi nati on of these references urged by the exam ner woul d
not have been suggestive of, or resulted in, the particul ar
formof rotary printing press clainmed by appellants. As a
further point, we also share appellants’ view, noted by the
exam ner on page 7 of the answer, concerning the “electric
clutch” (126) of Harrison and the exam ner’s concl usi on,

wi t hout any evi dence what soever, that such a clutch is an
“axially acting clutch subjected to a pressure nedium” as
required in claim?2 on appeal. Since there is no disclosure at
all of the structure of the electric clutch (126) in Harrison,
we consider it to be rank speculation on the exanm ner’s part
to say that it is responsive to the “axially acting clutch
subjected to a pressure nediuni set forth in appellants’ claim

2.

In light of the foregoing, we will not sustain the
exam ner‘s rejection of claims 2, 4 and 6 under 35 U.S.C.
8 103(a) as being unpatentable over Harrison in view of

Di cker son and Norton
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As for the exam ner’s rejection of claims 2, 3, 5 and 6
under 35 U.S.C. 8§ 103(a) as being unpatentable over Hummel in
vi ew of Dahl gren, Harless and Krochert, we have carefully
reviewed the collective teachings of the applied references
and find ourselves in agreenment with appellants’ position set
forth on pages 12 and 13 of the brief. Again, since none of
the references applied by the examner relates to a direct
imaging rotary printing press as required in claim?2 on
appeal, it follows that the conbination of these references as
urged by the exam ner would not have been suggestive of, or
resulted in, the particular formof rotary printing press
cl ai med by appellants. Thus, since we have determ ned that the
t eachi ngs and suggestions found in Hunmel, Dahl gren, Harless
and Krochert would not have made the subject matter of clains
2, 3, 5 and 6 on appeal obvious to one of ordinary skill in
the art at the tinme of appellants’ invention, we nmust refuse

to sustain the exam ner’s rejection of those clainm under 35

U.S.C. § 103(a).
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Regardi ng the exam ner’s additional rejections of
dependent clainms 4 and 7 under 35 U.S.C. § 103(a), we have

revi ewed the

patents to Fischer and Mascord, but find nothing therein that
provi des for that which we have indicated above to be | acking
in the exam ner’s basic conbi nation of Humrel, Dahl gren,

Harl ess and Krochert. Accordingly, the exam ner’s further
rejections of clainms 4 and 7 under 35 U.S.C. 8§ 103(a) w Il

| i kewi se not be sustai ned.

The | ast of the exam ner’s rejections for our
consideration is that of method claim 1l under 35 U.S.C. §
103(a) as being unpatentable over Fadner in view of Hummel and
Harrison. Fadner is the only reference relied upon by the
exam ner that deals with a direct inmaging rotary printing
press. In the examner’s view (answer, page 8), it would have
been obvious to one of ordinary skill in the art at the tinme
appel lants’ invention was nade to broadly utilize a

di sconnecting clutch within the inking train rollers in Fadner
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in such a manner as exenplified by each of Harrison and
Humrel . However, even if that were true, we see in the applied
references no recognition of appellants’ problem or any
teachi ng or suggestion of the particular nethod set forth in

claim1l on appeal. In that regard, we agree with appellants’

argunments on pages 11 and 12 of their brief and, for those
reasons, will not sustain the exam ner’s rejection of claiml
under 35 U.S.C. 8§ 103(a) as being unpatentable over Fadner in

vi ew of Hummel and Harri son

In Iight of the foregoing, we have refused to sustain
each and every one of the exam ner’s rejections before us on
appeal . Thus, the decision of the examner to reject clains 1
t hrough 7 of the present application under 35 U. S.C. 8§ 103(a)

is reversed.

REVERSED
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CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)
JENNI FER D. BAHR
Adm ni strative Patent Judge )

cef/vsh
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