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DECI SI ON ON_ APPEAL

This is an appeal fromthe final rejection of clains
1-3 and 5-13. Clains 4 and 14 have been canceled. Claim
1 is reproduced bel ow.

1. A photoimging material conprising a support
havi ng thereon a photoi nagi ng | ayer conpri sing
m crocapsul es and a reduci ng agent present outside the
m crocapsul es,

wherein the m crocapsul es contain a | euco dye
capabl e of oxidative color formation, a photooxidi zing
agent and an organosul fur antioxi dant, and
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wherein the reducing agent is 2,2 -nethyl enebis(4-
met hyl - 6-t- butyl phenol) or 2,2 -methyl enebi s(4-ethyl-6-t-
but yl phenol) .

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Kohmura et al . (Kohnura) 3,937, 864 Feb. 10, 1976
Shi bahashi et al . (Shi bahashi) 4,425,161 Jan. 10, 1984
Washi zu et al.(Washi zu) 4,962, 009 Oct. 9, 1990
Saeki et al.(Saeki) 4,981, 769 Jan. 1, 1991

Clainms 1-3 and 5-13 stand rejected under 35 U. S. C
8§ 103 as bei ng unpatentable over either Saeki or Washizu

in view of Kohnmura and Shi bahashi

OPI NI ON

We have carefully considered all the argunents
advanced by appellants and the exam ner and agree with
appel lants that the aforenentioned rejection is not well-
founded. Accordingly, we reverse this rejection.

It is not disputed that the primary references of
Saeki and WAshizu are directed to i mage form ng systens
utilizing optical exposure and that the secondary
references of Kohnura and Shi bahashi are each directed to
recording materials that require heating for an initial
i mge formati on. See pages 9-10 of appellants’ brief and
see page 6 of the exam ner’s answer.

Appel | ants point out that the secondary references
of Kohnura and Shi bahashi do not utilize their clained
| euco dye capabl e of oxidative color formation. (brief,
page 11). The exam ner responds and asserts that all of

the applied references use the same famly of |euco dyes
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and that one of ordinary skill in the art would naturally
| ook to both areas for any advances or teachings.
(answer, page 6).

We find that in fact the primary references of Saeki
and Washi zu refer to |leuco crystal violet, whereas the
secondary references of Shibahashi and Kohnmura refer to
crystal violet lactone. In their reply brief, appellants
al so recognize this difference. (reply brief, page 2-3).
The exam ner fails to address this issue. That is, the
exam ner does not explain why one of ordinary skill in
the art would have been led to utilize the anti oxi dant
set forth in Shibahashi and the devel opi ng agent/reduci ng
agent set forth in Kohmura, whereby each of these systens
in these secondary references utilize a crystal violet
| actone, in the system of WAshi zu or Saeki which utilize
a leuco crystal violet. W note that the exan ner bears

the initial burden of factually supporting a prim facie

concl usi on of obvi ousness. In re Cetiker, 977 F.2d 1443,
1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992); In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed.

Cir. 1984). Here, the exam ner does not explain why one

of ordinary skill in the art would have been notivated to
utilize the organosul fur antioxi dant of Shibahashi in the
system of Saeki or Washizu. Also the exam ner has not

expl ai ned why one of ordinary skill in the art would have

been notivated to use the devel opi ng agent of Kohmura in
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the system of Saeki or Washizu. Finally, the exam ner
has not explained one of ordinary skill in the art would
have been notivated to utilize both the devel opi ng agent
of Kohnmura and the antioxi dant of Shibahashi in the
system of Saeki or Washizu. Here, absent hindsight, the
skilled artisan would not have found it obvious to
utilize the antioxidant of Shibahashi and the devel oping
agent of Kohnura for the reason discussed above. These
desperate processes provide no desirability for the
conbi nation as set forth by the exam ner, and we find
that the exam ner’s asserted notivation to conbine these
references is based on inproper hindsight reasoning.
These circunstances | ead us to conclude that the

exam ner, in making his Section 103 rejection, has fallen
victimto the insidious effect of hindsight syndronme
wherein that which only the inventor has taught is used
against its teacher. W L. Gore & Assocs. v. Garl ock,
Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed.
Cir. 1983), cert. denied, 469 U. S. 851 (1984).

Hence, we reverse the rejection of record.

CONCLUSI ON
To summari ze, the decision of the exam ner to reject
claims 1-3 and 5-13 under 35 U.S.C. 8§ 103 is reversed.
REVERSED
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