TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore McQUADE, NASE and GONZALES, Administrative Patent
Judges.

McQUADE, Administrative Patent Judge.

DECI S| ON ON APPEAL

Robert J. Allwein et al. appeal fromthe final rejection
of clainms 1 through 16, 18 through 26 and 38 through 66, al
of the clainms pending in the application. W affirmin-part.
The invention relates to “a nmethod of and an article for

i nsul ating both standard and nonstandard wall, ceiling, floor
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and roof cavities” (specification, page 1). A copy of the

appeal ed

clainms appears in the appendix to the appellants’ brief (Paper
No. 14).
The references relied upon by the exam ner as evi dence of

antici pati on and obvi ousness are:

Sawt el | 2, 335, 968 Dec. 7, 1943
Gay 5, 099, 629 Mar. 31, 1992
G ant 5, 545, 453 Aug. 13, 1996

Clains 1 through 6, 9 through 11 and 19 through 24 stand
rejected under 35 U. S.C. § 102(b) as being anticipated by Gay.
Clainms 1 through 16 and 18 through 26 stand rejected
under 35 U. S.C. 8 103(a) as being unpatentable over G ant.

Clains 38 through 66 stand rejected under 35 U S.C. §

103(a) as being unpatentable over Sawmell in view of Gant.

The exam ner’s reasoning in support of these rejections
is set forth in the answer (Paper No. 15).
The appel lants’ position that the exam ner’s rejections

are unsound is detailed in the brief (Paper No. 14) and is
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aptly summari zed by the foll ow ng excerpt:

[t]he Gay ‘629, Grant ‘453 and Sawtel|l ‘968
[references] all disclose insulation with individual
packets, batts or blankets sized in width to fit the
normal or standard width of the cavities being
insulated. . . . However, none of the references
relied upon in the final rejection disclose, teach
or suggest the concept or structure of the
i nsul ati on assenbly of the present invention for
i nsul ating an el ongated buil ding cavity wherein the
relative widths of the elongated insul ati on nodul es
of the insulation assenbly and the standard nom nal
cavity width of the elongated cavities to be
i nsul ated are such that at |east two of the
el ongated insul ation nodules are required to
insulate a cavity having the nom nal standard cavity
width as defined in the clains [brief, pages 5 and
6] .

This line of argunent is persuasive with respect to
clainms 38 through 66, but not with respect to clainms 1 through
16 and 18 t hrough 26.

Turning first to the 35 U S.C. 8 102(b) rejection of
claims 1 through 6, 9 through 11 and 19 through 24 , Gay
di scl oses “a thermal insulation packet for fitting into the
space above a basenent wall between floor joists” (colum 2,
lines 13 through 15). Figure 2 illustrates “a series of
thermal insulation packets connected in manufacturing, and

before tearing apart for individual application” (colum 2,
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lines 58 through 60). As described by Gay,

[rleferring nowto FIG 2, a thermal insulation
packet generally denoted by the nuneral 30 includes
a containing material 32 which surrounds a body of
insulation material (not shown) and is sealed by a
seal ing neans 34. The sealing nmeans 34 is
preferably environnentally safe, and nay consi st of
sewi ng thread, thermal bonding or any other
techni que which is known to those of ordinary skil
in the art. Although the containing material 32
should allow air to pass therethrough to permt
conpression for conformng to various spaces, the
materi al should not allow insulation contained
therein to escape. Even as the insulation packet
may be cl osely shaped to the space to be insul ated,

sonme shaping w Il undoubtedly be necessary, and the
containing material is preferably nade of an air-
perneable material. Thermal insulation packet 30

may be shaped into an individual pillowlike

i nsul ati on packet 36 as shown in FIG 2. The

i nsul ati on packet nay be between about 6 and 16

i nches hi gh, between about 6 and 16 inches deep, and
bet ween about 12 and 24 inches wide [colum 3, |ines
24 through 42].

Anticipation is established when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clained invention. RCA

Corp. v. Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. GCr. 1984). It is not necessary that
the reference teach what the subject application teaches, but

only that the claimread on sonething disclosed in the



Appeal No. 1999-0972
Appl i cation 08/ 724, 340

reference, i.e., that all of the limtations in the clai mbe

found in or fully nmet by the reference. Kalman v. Kinberly

dark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Grr

1983), cert. denied, 465 U S. 1026 (1984).

The appellants are correct in their contention that Gay
fails to teach their disclosed concept of insulating elongated
buil ding cavities wherein the relative widths of the el ongated
i nsul ati on nodul es of the insulation assenbly and the standard
nom nal cavity width of the elongated cavities to be insul ated
are such that at |east two of the elongated insulation nodul es
are required to insulate a cavity having the nom nal standard
cavity wwdth. daim1l1, however, is drawn to an insul ation
assenbly per se, and not to the conbination of the insulation
assenbly and the building cavities. The functional |anguage
inthe claimrelating to the building cavities nerely defines
the clained insulation assenbly in terns of its intended use.
As pointed out by the exam ner (see page 4 in the answer), the
i nsul ati on assenbly disclosed by Gay (see Figure 2) is
i nherently capable of the recited intended use, and therefore

nmeets the functional limtations under principles of
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i nherency. Since all of the other I[imtations in claim1,
i ncluding the width di mensi on of “between about one and about
ei ght inches,” read on Gay's insulation assenbly, the
exam ner’s determ nation that the subject matter recited in
this claimis anticipated by Gay is well founded.
Accordingly, we shall sustain the standing 35 U S. C

8§ 102(b) rejection of claim1l as being anticipated by Gay.
We al so shall sustain the standing 35 U . S.C. § 102(b)
rejection of dependent clains 2 through 6, 9 through 11 and 19
t hrough 24 as being anticipated by Gay since the appellants

have not chal |l enged

such with any reasonable specificity, thereby all ow ng these
clainms to stand or fall with parent claiml (see In re
Ni el son, 816 F.2d 1567, 1572, 2 USPQ2d 1525, 1528 (Fed. G r
1987)).

As for the 35 U.S.C. §8 103(a) rejection of clainms 1
through 16 and 18 through 26, Grant discloses a nultiple

conformabl e insul ation assenbly 60 conprising at |east two



Appeal No. 1999-0972
Appl i cation 08/ 724, 340

m neral fiber batts 62, exterior layers 42 encasing the batts
and a support |ayer 64 interconnecting the batts so as to
space them apart a distance 66 approximately equivalent to the
w dth of standard construction nenbers such as joists and
studs. The support |ayer 64 may include perforations 65 to
al | ow easy separation of the batts.

Here again, the appellants are correct in their
contention that Gant fails to teach the their disclosed
i nsul ation concept. As expl ai ned above, however, claim1l is
drawn to an insulation assenbly per se. Although G ant does
not di sclose any specific width for insulation nodul es or
batts 62, the appellants have not disputed the examner’s
conclusion (see page 5 in the answer) that it would have been
obvious to one of ordinary skill in the art to provide these
nodules with a width as recited in claiml1l. As so nodified,
the Grant insulation assenbly 60 would neet all of the
[imtations in claim1 including the functional limtations
relating to the intended use of the clained assenbly. Hence,
t he exam ner’s conclusion that the differences between the

subject matter recited in claiml and the prior art enbodi ed



Appeal No. 1999-0972
Appl i cation 08/ 724, 340

by G ant are such that the subject matter as a whole would
have been obvious at the tinme the invention was made to a
person having ordinary skill in the art is well taken.

Accordingly, we shall sustain the standing 35 U S. C

§ 103(a) rejection of claim1l as being unpatentabl e over
Grant. W also shall sustain the standing 35 U.S.C. § 103
rejection of dependent clains 2 through 16 and 18 through 26
as being unpatentabl e over G ant since the appellants have not
chal I enged such with any reasonabl e specificity, thereby
allowing these clains to stand or fall with parent claim1

(see In re N elson, supra).

We shall not sustain the standing 35 U.S.C. § 103(a)
rejection of clainms 38 through 66 as bei ng unpat ent abl e over
Sawtell in view of Gant.

Sawm el | discloses a multi-ply insulation blanket forned
of superposed insulating sheets tied together by adhesive-
reinforced stitching 11, scoring 18 or dinples 20. The
bl anket is adapted to be di sposed between structural nmenbers

such as the rafters 20! of a roof. According to Sawmell,

!Sawt el | has enpl oyed reference nuneral 20 to denote both
the dinples (see Figure 5) and the rafters (see Figure 7).

8
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[a]lthough the rafters 20 will ordinarily be a
fairly standard di stance apart, there may be sone
variation in spacing in different houses and
bui Il dings. Accordingly, the blankets of insulation
22 are supplied in such width as to adequately fit
t he wi dest spacing which will normally be
encountered. In cases where the full width of the
bl ankets 22 is not needed, the edges of each bl anket
may be conveniently turned down agai nst the sides of
the rafters as indicated at 24 [page 3, colum 1
lines 10 through 19].

As conceded by the exam ner (see page 6 in the answer),
Sawm el | does not neet the limtations in clains 38 through 66
relating to the nodul ar aspects of the appellants’ invention.
In this regard, independent claim 38, fromwhich clains 39
t hrough 53 depend, recites a building structure conprising,
inter alia, adjacent fram ng nenbers spaced apart distances
both equal to and | ess than a standard spacing of at |east 15
i nches, and an insul ati on panel conprising at |east two
separably joined insulation nodul es, each having a w dth of
bet ween about one and eight inches, held in placed between
adj acent fram ng nenbers spaced apart a di stance equal to or
| ess than the standard spacing. |ndependent claimb54, from

whi ch clainms 55 through 66 depend, recites a method for

insulating cavities defined by fram ng nenbers spaced apart
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di stances equal to or less than a standard spacing of at |east

15 inches conprising, inter alia, the steps of providing a
series of separably joined insulation nodules, each having a
wi dt h of between about one and ei ght inches, detaching at
| east one nodule fromthe series to forman insul ation panel
having a width approxi mating the di stance between adj acent
fram ng nenbers and inserting the panel into the cavity. 1In
short, there is nothing in Gant’s disclosure of multiple
conformabl e i nsul ati on assenbly 60 which cures the
Sawtell’'s failure to neet these claimlimtations.

In summary, the decision of the examner to reject 1
t hrough 16, 18 through 26 and 38 through 66 is affirnmed with
respect to clainms 1 through 16 and 18 through 26 and reversed

with respect to clains 38 through 66.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JOHN P. McQUADE
Adm ni strative Patent Judge

BOARD OF PATENT
JEFFREY V. NASE

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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Schul l er International |nc.

P. O Box 5108
Denver CO 80217
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