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DECI SI ON ON APPEAL

Thi s deci sion on appeal relates to the exam ner's final
rejection of all of appellants' pending clainms. Subsequent to
the final rejection, appellants chose to cancel claimb5, and
the exam ner withdrew all rejections based upon 35 U S.C. §
112. Accordingly, the sole issue before us relates to the

examner's rejection of clains 1-4 and 6-8 under 35 U S.C. 8§
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103 for obviousness in view of either adm ssions of prior art
in appellant's specification (pages 1-4) or Heller et al.
(5,292,558), taken in conbination with Cheng et al.

(5, 215,619) and Turner et al. (5,281, 320).

The appealed clains relate to a nethod for back-etching
of tungsten-coated substrate surfaces by pressing the
substrate agai nst a cool ed speci nen hol der during back-etching
with a retaining ring having prong-shaped extensions.

Based upon the record before us, we agree with appellants

that the exanmi ner has failed to establish a prinma facie case

of obvi ousness. Accordingly, we shall reverse the rejection
at issue for the foll ow ng reasons.

It is not enough that the prior art may suggest that
fingers or prongs are the functional equivalent of a retaining
ring which extends around the entire periphery of a substrate.
For instance, see Cheng et al. (colum 13, lines 22-26). This
does not end the inquiry since appellants' clains further
require that the prong-shaped extensions nust be "back-up free
relative to etching products liberated in the back-etching,

causing the etching products to flow past the prong-shaped
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ext ensi ons and be purposefully deposited outside the substrate

surface."

Appel l ants' specification (page 9, lines 11-14; page 10,
lines 6-22; page 11, lines 3-14) describes a nunber of
specific factors, e.g. the shape and di nensi ons of the prongs,
which are determnative in obtaining this desired effect as
claimed. The exam ner offers no convincing reason, nor are we
aware of any, why the prongs or fingers described and depicted
in the cited references woul d necessarily produce the outcone
required by the instant clains even if used in the particul ar
cont ext of back-etching tungsten-coated substrate surfaces.

To wit, Cheng et al. is silent wwth regard to the di nensions
of radial fingers 78 F. Thus, it would be sheer specul ation
to postulate that the fingers depicted in Cheng et al. would
necessarily function as clainmed. Simlarly, it would be sheer
specul ation to postulate that the fingers depicted in Turner
et al. would necessarily function as clained since Turner et
al., like Cheng et al., fail to recogni ze or disclose any
critical interrelationship between the shape and di nensi ons of
the fingers which woul d necessarily result in their being
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"back-up free" within the context of the nethod defined by the

i nstant cl ai ns.

For the foregoing reasons, the decision of the exam ner

is reversed.

REVERSED

MARC L. CARCFF
Adm ni strative Patent Judge

TERRY J. OWNENS
Adm ni strative Patent Judge

BEVERLY A. PAW.| KOABKI
Adm ni strative Patent Judge
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