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DECI SI ON ON APPEAL

Steven C. Jepson et al. appeal fromthe final rejection of
clainms 17 through 19, 32, 36 and 39 through 44. dains 27 and
28, the only other clains pending in the application, stand
al | oned.

This is the appellants’ third appeal to this Board invol ving
the cl ai med subject matter. The first appeal (Appeal No. 93-
2729) was taken in grandparent Application 07/639,773, filed
January 10, 1991, and resulted in a decision (Paper No. 42)

sustaining the exam ner’s rejections. The second appeal (Appeal
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No. 96-2889) was taken in parent Application 08/183,110, filed
January, 18, 1994, but was term nated before decision due to the
express abandonnment of the application.

THE | NVENTI ON

The invention relates to “two-part coupling nmenbers with a
first part including a pre-slit septumand a second part
including a blunt cannula. The pre-slit septumslidably receives
the blunt cannula to effect the coupling” (specification, page
1). A copy of appealed clainms 17 through 19, 32, 36 and 39
t hrough 44 appears in the appendix to the appellants’ brief
(Paper No. 72).1

THE EVI DENCE

The itens relied on by the exam ner as evidence of
obvi ousness are:

Garrett et al. (Garrett) 4,197, 848 Apr. 15, 1980
Buehl er 4,610, 374 Sep. 9, 1986

The itens relied on by the appellants as evidence of non-
obvi ousness are:

ed January

The 37 CFR § 1.132 Affidavit of Thomas E. Dudar, fil
the brief as

18, 1994 (part of Paper No. 45; copy attached to
Exhibit C).

! The recitation in clainms 32 and 42 that the distal end
region of the tube extends beyond the “injection site” appears to
be inconsistent with the underlying disclosure which seens to
i ndicate that the distal end region extends beyond the pre-slit
sealing nmeans of the injection site, not the injection site
itself.
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The 37 CFR 8§ 1.132 Affidavit of Madonna J. Ownen, filed Septenber
26, 1994 (Paper No. 50; copy attached to the brief as Exhibit D).

The 37 CFR 8§ 1.132 Affidavit of Maureen R Tierney, filed
Sept enber 26, 1994 (Paper No. 50; copy attached to the brief as
Exhibit E).

The 37 CFR 8§ 1.132 Affidavit of Elinor Barsony filed, Septenber
26,21994 (Paper No. 50; copy attached to the brief as Exhibit
F).

The 37 CFR 8§ 1.132 Affidavit of Nancy Hallgren, filed Septenber
26, 1994 (Paper No. 50; copy attached to the brief as Exhibit §.

The 37 CFR 8 1.132 Affidavit of Tim Huston, filed Septenber 26,
1994 (Paper No. 50; copy attached to the brief as Exhibit H).

THE REJECTI ON

Clainms 17 through 19, 32, 36 and 39 through 44 stand
rejected under 35 U.S.C. 8§ 103 as being unpatentable over Garrett
in view of Buehler.

Attention is directed to the appellants’ brief (Paper No.
72) and the exam ner’s answer (Paper No. 73) for the respective
positions of the appellants and the examner with regard to the
nmerits of this rejection.

DI SCUSSI ON

Garrett pertains to an irrigation site in a urinary drai nage
system The site 30 includes a resilient |atex nenbrane 42
having a normally closed, resiliently deformable slit 56

extendi ng therethrough. As described by Garrett,

> The Barsony “affidavit” has not been executed, i.e., sworn
and subscribed to before a notary public.
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FIGS. 2 and 4 illustrate slit 56 in a closed
position. Wiile in the closed position, nmenbrane 42
prevents entry of air into the urinary drainage system

FIG 3 illustrates slit 56 in a deforned position in
whi ch blunt end [58] of syringe 60 protrudes
t herethrough. In such condition, slit 56 cl oses about

blunt end 58 to prevent entry of air into the urinary
dr ai nage system

Wil e blunt end 58 protrudes through nenbrane 42,

irrigating fluid in syringe 60 may be introduced into

the urinary drainage system. . . \Wen blunt end [58]

is withdrawn from nenbrane 42, slit 56 will close upon

itself inmmediately, thereby continuing to protect the

urinary drai nage system from unnecessary contam nation

[colum 5, lines 1 through 18].°3

Buehl er discloses a systemfor separately storing flowable
materials and m xing themtogether just prior to use. The system
includes a first container 10 having a di spensi ng nenber 28 and a
second container 12 having a closure disc 56 which is adapted to
be pierced by the di spensing nenber to allow the material in the
first container to flowinto and mx with the material in the
second container. As shown in Figures 2 and 4, the di spensing
menber 28 has an interior flow passage 32, an exterior
cylindrical region and a distal end region including a tapered
surface, a pair of apertures and a radiused tip.

In conbining Garrett and Buehler to reject the appeal ed

cl ai ns, the exam ner concludes that it woul d have been obvi ous at

® Garrett is discussed on page 2 in the appellants’
speci fication. The appellants state there that a blunt cannul a
of the type disclosed by Garrett will not pierce the skin of a
user.
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the time the invention was made to a person having ordinary skil
in the art “to have provided the cannula of the Garrett device
with a tapered exterior surface, as taught by Buehler, in order
to have all owed easier set-ups” (answer, page 3).

As to the proposed conbination of Garrett and Buehler, the
panel deciding the appeal in grandparent Application 07/639, 773,
agreed with the exam ner that it would have been obvious in view
of Buehler to provide the blunt-ended cannul a discl osed by
Garrett with a tapered distal end region to facilitate the
insertion of the cannula into its associated injection site (see
Paper No. 42, page 9). The question in this appeal, however, is
whet her the conbi ned teachings of these references justify the
rejection of the current clains which are amended, nore specific
versions of the clains in the first appeal

| ndependent claim 17 now recites a cannul a insertion nenber

conprising, inter alia, a tube having (1) a central bore that

extends throughout the entire length of the tube and term nates
at an aperture that has substantially the sane cross-sectional
circunference as at |east portions of the central bore, and (2) a
di stal end region defining the aperture in the distal end of the
di stal end region and including a tapered exterior surface.
Garrett’s blunt-ended syringe or cannula has such a central bore
and aperture, but no tapered exterior surface on its distal end

region. Al though Buehler’s dispensing nenber constitutes a
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cannul a* having a tapered distal end region, its central bore

does not term nate at an aperture having substantially the sane

cross-sectional circunference as at |east portions of the bore.
| ndependent claim 32 now recites a cannula and injection

site in conbination conprising, inter alia, a blunt cannula

having a tube with (1) a central bore that extends throughout the
tube and term nates at an aperture and (2) a distal end region
with a tapered surface and a blunt radiused tip that
circunscribes the aperture. Garrett’s cannula has a distal end
region with a tip that circunscribes the aperture, but no tapered
surface or radiused tip. Buehler’s cannula has a distal end
region with a tapered surface and a blunt radiused tip, but no
aperture that is circunscribed by the blunt radiused tip.

| ndependent claim 36 now recites a cannul a insertion nenber

conprising, inter alia, a tube having a distal end region (1)

defining at | east one aperture in the distal end of the distal
end region, and (2) including a tapered exterior surface and a
radi used tip adjacent the tapered surface circunscribing and
defining, at least in part, the at |east one aperture. GCarrett’s
cannul a does not have a distal end region with a tapered exterior

surface or a radiused tip. Buehler’s cannula does not have an

* Webster's New Col legiate Dictionary (G & C. Merriam Co.
1977) defines a “cannula” as “a small tube for insertion into a
body cavity or into a duct or vessel.”
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aperture in the distal end of its distal end region or an
aperture which is circunmscri bed and defined, at |least in part, by
a radiused tip.

| ndependent claim41 now recites a cannul a insertion nenber

conprising, inter alia, a tube having a distal end region

termnating in an aperture and including a blunt radiused tip and
a tapered surface. Garrett’s cannula does not have a distal end
region with blunt radiused tip or a tapered surface. Buehler’s
cannul a includes a distal end region having a blunt radiused tip
and a tapered surface, but the distal end regi on does not
termnate in an aperture.

| ndependent claim42 now recites a cannula and injection

site in conbination conprising, inter alia, a blunt cannula

having a tube with a distal end region having a tapered surface
and defining an aperture at an extrene distal end thereof.
Garrett’s cannul a does not have a distal end region with a

t apered surface. Buehler’s cannula has a distal end region with
a tapered surface, but no aperture at the extreme distal end

t her eof .

The exam ner has not cogently explained, nor is it apparent,
how or why the conbi ned teachings of Garrett and Buehler would
have suggested the selective mx of the various prior art
features necessary to arrive at the structure now specified by

claims 17, 32, 36, 41 and 42. W are therefore constrained to
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concl ude that the conbi ned teachings of Garrett and Buehl er do

not establish a prinma facie case of obviousness with respect to

the subject matter recited in these clains.?

Accordingly, we shall not sustain the standing 35 U. S.C
8§ 103 rejection of clains 17, 32, 36, 41 and 42, of clains 18 and
19 which depend fromclaim 17, and of clainms 39 and 40 which
depend from claim 36, as being unpatentable over Garrett in view
of Buehl er.

Clainms 43 and 44 recite a cannula and injection site. The
appel l ants contend (see page 9 in the brief) that these clains
require a cannula that includes an aperture defined by a bl unt
end and that can be used with the injection site so as to allow a
septumto reseal upon renoval of the cannula, and that neither
Garrett nor Buehler teaches or suggests such structure either
alone or in conbination. Garrett, however, discloses this
structure in the formof syringe 60 having blunt end 58 and
injection site 30 having slit, reseal abl e nenbrane or septum 42,
In other words, the subject matter recited in clainms 43 and 44 is
anticipated by Garrett.

Lack of novelty, i.e., anticipation, is the ultimte or
epi tonme of obvi ousness and cannot be rebutted by evi dence of non-

obvi ousness. In re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569,

® This being so, it is unnecessary to delve into the merits
of the appellants’ affidavit evidence of non-obvi ousness.
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571 (CCPA 1982). Thus, the appellants’ affidavit evidence is of
no moment here.

In this light, we shall sustain the standing 35 U.S.C. § 103
rejection of claims 43 and 44 as being unpatentable over Garrett
in view of Buehler, Buehler in this instance being superfl uous.

SUMVARY

The decision of the exam ner to reject clainms 17 through 19,
32, 36 and 39 through 44 is reversed with respect to clainms 17
t hrough 19, 32, 36 and 39 through 42, and affirnmed with respect
to clainms 43 and 44.

No period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED- | N- PART

JOHN P. McQUADE
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

g

) BOARD OF PATENT
NEAL E. ABRANMS ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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