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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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Pat ent Judges.

WALTZ, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 306 fromthe
exam ner’s refusal to allow clains 9 through 12 as anended

after the final rejection (see the anendnent dated Feb. 6,

! This application is a Reexam nation proceedi ng
requested on March 20, 1997 by Dai ken Industries, Ltd., for
U S. Patent No. 4,983,312, issued January 8, 1991, based on
Application No. 07/358,364, filed May 19, 1989.
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1998, Paper No. 15, and the Advisory Action dated Feb. 17,
1998, Paper No. 16). Cdains 1 and 4 are the only other clains
pending in this reexam nation, and the exam ner has i ndicated
that claiml1l is patentable as anended and the patentability of
claim4 is confirmed (see Paper No. 16).

According to appellants, the invention relates to a
certain refrigerant conmposition for use in refrigeration
systens (Brief, page 3). Cdaim9 is illustrative of the
subj ect matter on appeal and is reproduced bel ow
9. A refrigeration system conpri sing:

a condenser;

an evaporator in fluid fl ow communi cation with the
condenser; and

a refrigerant cycled through the condenser and
evapor at or;

wherein the refrigerant consists essentially of 95 to 5%
by wei ght of tetrafl uoroethane and respectively 5 to 95% by

wei ght of either chlorodifl uoronethane or
chl or odi f | uor oet hane.

PROSECUTI ON HI STORY
Appel lants’ U. S. Patent No. 4,983,312 (hereafter, the
*312 patent) issued on Jan. 8, 1991, and contained four clains

to a refrigerant conposition. Appellants submtted a Request
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for Reexam nation dated Mar. 20, 1997 (Paper No. 1), including
proposed addition of new clains 5 through 12. Appellants
cited the “Montedi son References” in this Request for
Reexam nation, which included Bargigia et al. (Bargigia),
British patent 1,529,429. The Order granting Request for
Reexam nation dated May 1, 1997 (Paper No. 8) stated that a
substanti al new question of patentability affecting clains 1-4
of the 312 patent was rai sed by the Request for
Reexam nati on

Subsequent to the Order granting the Request, clainms 1-3
of this reexam nation application were rejected under 35
UusS. C
§ 102/8 103 as anticipated by or, in the alternative, as
unpat ent abl e over Bargigia (Paper No. 11 dated Aug. 11, 1997).
According to the exam ner, Bargigia disclosed an aeroso
conposition that was identical to or rendered obvious the
refrigerant conposition of clains 1-3 (1d.). In addition to
this rejection, clains 5-12 were rejected under 35 U S.C. §

305 as enlarging the scope of the invention and as not being
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drawn to the invention as clainmed in the *312 patent (Id.,
page 3).?2

In response to this rejection, appellants anended cl ai ns
1, 5 and 9 while cancelling clains 2-3 (Anendnent dated Cct.
16, 1997, Paper No. 12). The exam ner issued a fina
rejection dated Dec. 1, 1997 (Paper No. 14), and stated that
the rejection over Bargigia was withdrawn in view of
appel l ants’ anendnent while the rejection under § 305 was
mai nt ai ned (Paper No. 14, pages 2-3). As previously noted,
appel l ants’ amendnent after final rejection was entered by the
exam ner and obviated all rejections except the rejection
under 8 305 (see the amendnent dated Feb. 6, 1998, Paper No.
15, and the Advisory Action dated Feb. 17, 1998, Paper No.
16). A subsequent proposed anendnent was refused entry (see
Paper Nos. 17, 20, and 21) and this appeal ensued.

THE REJECTI ON

2Al so included in this action were rejections of various
claims under the first and second paragraphs of § 112. Since
these rejections were |ater obviated or wi thdrawn and are not
at issue in this appeal, no further discussion of these
rejections i s necessary.
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Clainms 9 through 12 stand rejected under 35 U.S.C. § 305
as not directed to “the invention as clainmed” in the ‘312
patent and for enlarging the scope of the clain(s) of the
pat ent bei ng reexam ned (Answer, pages 3-4).

CPI NI ON

We cannot sustain the exam ner’s decision that the
appeal ed clains do not neet the requirenents of 35 U S.C. 8§
305. Accordingly, the rejection of clains 9 through 12 as
unpat entabl e under 35 U.S.C. 8 305 is reversed for reasons
whi ch fol |l ow

35 U S.C. 8 305 (1984) provides, inter alia:

In any reexam nation proceedi ng under this chapter,

t he patent owner will be permtted to propose any
anendnent to his patent and a new claimor clains thereto, in
order to di stinguish the invention as clainmed fromthe
prior art cited under the provisions of section 301 of
this title, or In response to a decision adverse to the
patentability of a claimof a patent. No proposed
anended or new claim enl arging the scope of a claim of
the patent will be permtted in a reexam nation
proceedi ng under this chapter. (Enphasi s added).

Clainms 9-12 are drawn to a refrigeration system
conprising a condenser, an evaporator, and a refrigerant
cycl ed through the condenser and evaporator where the

refrigerant conposition is recited as originally clained in
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claim1l of the ‘312 patent. As noted by the exam ner on page
3 of the Answer, clains 9-12 drawn to a refrigerant system
were added to this reexam nation application in the response
dated March 20, 1997 (Paper No. 2) and no clains to a
refrigeration system were ever presented during prosecution of
the 312 patent. As previously noted, all of the clains that
issued in the *312 patent were drawn to a refrigerant

conposi tion.

The exam ner relies on Ex parte Wkdahl3 for the
proposition that 8 305 requires that newy added clains to a
reexam nation application (1) be directed to “the invention as
clai med” and (2) do not enlarge the scope of the clains of the
pat ent bei ng reexam ned (Answer, page 4).

“When statutory interpretation is at issue, the plain and
unanbi guous neani ng of a statute prevails in the absence of
clearly expressed legislative intent to the contrary.
[citations omtted].” |In re Donaldson, 16 F.3d 1189, 1192-93,
29 USPRd 1845, 1848 (Fed. Cir. 1994)(in banc). In our view,

the neaning of 8 305 is plain and unanbi guous regardi ng “the

310 USPQRd 1546, 1549 (Bd. Pat. App. & Int. 1989).
6
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invention as clainmed”. W find that there is no requirenent
in 8 305 that a new claimbe directed to “the invention as
claimed”. In our view, this contested portion of 8 305 does
not inpose a requirenent but nerely permts the patent owner
to propose any anmendnent or new claim“to distinguish the
invention as clainmed”, i.e., to distinguish the subject matter
claimed in the patent under reexam nation, fromthe prior art
cited in the reexam nation request.

It is clear that newy presented clains 9-12 were
submtted to distinguish the invention as clained fromthe
aer osol conposition of the Bargigia reference (see the
“Prosecution Hi story” discussed above).* Even assum ng that
being directed to “the invention as clained” is a requirenent
for any anended or new clai munder 8 305, there is an

indication in the original specification of the ‘312 patent

‘See the Reply Brief, pages 4-5. Although the examner is
correct that these new clains were not submtted in response
to a decision adverse to the patentability of a claimof a
pat ent (Answer, page 5), we note that 8 305 also permts the
addition of new clains "to distinguish the invention as
claimed fromthe prior art"” cited in the Reexam nation Request
under 8 301. Since clains 9-12 do distinguish the invention
as clainmed fromBargigia, the presentation of these clains is
not inproper under this sentence of § 305.

7
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that appellants intended or considered their invention to
i ncl ude a conventional refrigeration system (see colum 1,
lines 1-2; colum 2, lines 35-63; colum 3, lines 17-25; and
colum 4, lines 13-17). See Ex parte Wkdahl, 10 USPQ2d at
1549.

Qur review ng court has not inposed the requirenent under
8 305 proposed by the exam ner that the addition of new clains
in a reexam nation application nust be directed to “the
i nvention as clainmed’. See Bl oom Engineering Co. v. North
Ameri can Manufacturing Co., 129 F.3d 1247, 1249-50, 44 USPQd
1859, 1861 (Fed. G r. 1997); Thermalloy Inc. v. Aavid
Engi neering Inc., 121 F.3d 691, 692, 43 USPQRd 1846, 1847
(Fed. Cr. 1997); Quantum Corp. v. Rodine PLC, 65 F.3d 1577,
1580, 36 USPQ2d 1162, 1165 (Fed. Cir. 1995); In re Freeman, 30
F. 3d 1459, 1464, 31 USPQRd 1444, 1447 (Fed. Cir. 1994), cert.
denied, 116 S. C. 1567 (1996) (which cites Ex parte Neuw rth,
229 USPQ 71, 73 (Bd. Pat. App. & Int. 1985)). Once an
anmendnent is made to distinguish the invention as clained from

the prior art, the only requirenent set forth by 8 305 is that
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“[n]o proposed anmended or new claimenlarging the scope of a
claimof the patent will be permtted...”

"A new claimenlarges the scope of a claimof the patent
if it includes within its scope any subject matter that would
not have infringed the original patent”. Thermalloy Inc. v.
Aavid Engineering Inc., 121 F.3d at 692, 43 USPQRd at 1847.

Whet her a new cl ai m enl arges the scope of a claimof the
patent is a matter of claimconstruction. 1d. Appellants
argue that there is no conceivable interpretation of clains 9-
12 which woul d be broader than the clains in the origina
patent (Brief, page 8, and Reply Brief, page 6). It is the
exam ner’s position that the conbinati on of the condenser,
evaporator and the refrigerant conposition recited in claim9
woul d not infringe the clainms of the original patent and, even
if there was infringenment, clains 9-12 nonet hel ess enl arge the
scope of the original clainms of the patent because these
clains additionally require the condenser and evapor at or
(Answer, page 6).

The exam ner has not presented any evidence or reasoning

to support the conclusion that the conbination recited in
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new y added claim9 would not infringe the origina
subconbi nation clains to the refrigerant conposition in the
*312 patent. In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd
1443, 1444 (Fed. Cir. 1992)(“[T]he exam ner bears the initia
burden, on review of the prior art or on any other ground, of
presenting a prim facie case of unpatentability"). Any
refrigerant systemw thin the scope of added clains 9-12 woul d
necessarily include a refrigerant conposition within the scope
of original claiml of the 312 patent. Thus one coul d not
practice the invention as clained in clains 9-12 w t hout
infringing the refrigerant conposition as recited in the
original clainms of the *312 patent. Therefore the scope of
claims 9-12 is nore narrow than the original patent clainms and
clainms 9-12 do not neet the “enlarges” test set forth in
Thermal l oy Inc. v. Aavid Engineering Inc., supra.

For the foregoing reasons, we determ ne that the exam ner
has not established that appealed clains 9-12 fail to conply
with the requirenents of 35 U S.C. 8 305. Accordingly, the

rejection of clainms 9-12 under 35 U.S.C. 8§ 305 is reversed.
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The deci sion of the examner is reversed.

REVERSED

CARCL A. SPI EGEL
Adm ni strative Patent Judge

JOHN D. SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
THOVAS A. WALTZ ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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