THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 15

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JAY M HENRIOTT

Appeal No. 1999-0632
Application No. 08/744, 692!

ON BRI EF

Bef ore FRANKFORT, NASE, and BAHR, Admi nistrative Patent Judges.
BAHR, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 3 and 9 through 12. Cdains 4
through 7 and 13, the only other clains pending in this

application, have been indicated as all owable by the exam ner.

1 Application for patent filed Novenber 7, 1996. According to the
appel lant, the application is a continuation of Application 08/391, 422, filed
February 16, 1995, now abandoned.
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Claim 3 has been anended after the final rejection (see Paper
No. 17 and Paper No. 19).

We REVERSE



Appeal No. 1999-0632 Page 3
Appl i cation No. 08/744, 692

BACKGROUND

The appellant's invention relates to a desk system
conprising a work surface, a cabinet disposed over the work
surface and having a plurality of connected panels defining a
cabinet interior, and a support structure including support
stanchi ons extendi ng upwardly conpl etely through the work
surface and conpletely through a | ower panel of the cabinet.
The cabinet is fixedly attached to the upper end portions of
the stanchions.? A copy of the clains on appeal is contained
in the appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Fri edman 3,125, 385 Mar. 17,
1964
Boundy et al. (Boundy) 4,762,072 Aug. 9,
1988
Sinonton et al. (Sinonton) 5, 130, 494 Jul . 14,
1992

2 |t appears to us that the appellant's Figure 2 may be inconsistent
with other portions of the appellant's disclosure in that the portions (50) of

the stanchions (48) do not appear to be illustrated in Figure 2 as extending
t hrough the cabinet bottom (64) and into the cabinet interior; only the cover
plate (56) seens to be illustrated within the cabinet interior. Figure 3 and

page 5, lines 17-24, of the specification, on the other hand, suggest that the
portions (50) extend through the cabinet bottominto the cabinet interior.

The examiner may w sh to address this issue in the event of any further
prosecuti on.
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The following rejections are before us for review
1. Claims 1 through 3, 9, 10 and 12 stand rejected under 35
U S.C. 8§ 103 as being unpatentable over Friednman in view of
Boundy.

2. Claim 11 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Friedman in view of Boundy, as applied to
claim 1l above, and further in view of Sinonton.

Ref erence is nade to the brief (Paper No. 20, filed
February 19, 1998) and reply brief (Paper No. 22, filed July
6, 1998) and the final rejection (Paper No. 15, nmailed August
18, 1997) and answer (Paper No. 21, mailed April 27, 1998) for
the respective positions of the appellant and the exam ner
with regard to the nmerits of these rejections.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we shall not

sustain the exam ner's rejections.
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Fri edman di scl oses a nerchandi se di splay structure
conprising a base storage cabinet (11) and nodul ar units (10)
supported above and vertically spaced fromthe base storage
cabi net by cylindrical nounting posts (39,40). Each nodul ar
unit (10) conprises a display conpartnent (22) containing a
fluorescent light fixture (23) affixed to the interior of an
upper wall (12) of the nodular unit. As best seen in Figure
2, each nodular unit is provided with a plurality of openings
(29,30) in the upper and | ower walls thereof for receiving the
cylindrical nounting posts and each of the cylindrical
nmounting posts (39) is provided with a central bore for the
passage of electrical wring.

Boundy di scl oses a desk and space dividi ng panel assenbly
conprising a plurality of wall panel nenbers (12, 14, 16, 18)
provided with notches (24) for nounting such itens as a desk
(28) and shelves (26). At |east sonme of the panels are
provi ded at the bottomthereof with a conmuni cati on raceway
(32) covered by a baseplate (34) having spaced openings (137)
surroundi ng power receptacles therein. As best shown in
Figure 2, an electrical upfeed housing (78) conprising

tel escopi cal |y engaged upper and | ower housing sections (80,
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82, respectively) extends from a basepl ate opening (137) to
the bottom of an electrical service trough (54) fixed to the
back edge of the desk (28) to electrically comuni cate the
trough with the raceway. Wen the electrical upfeed assenbly
is assenbl ed as described in colum 4, line 66, to colum 5,
line 26, a slot (100) proximate the upper end (98) of the
upper section (80) engages with an edge of a trough opening
(90) in the trough (54) and tabs (130, 132) provided in the
| oner end of the |ower housing section (82) are received in
t he basepl ate opening (137) to retain the electrical upfeed
assenbly in place.

Si nont on di scl oses a work space managenent system
conprising a desk (12) with a horizontal work surface (22). A
gronmet (100) provided with a pivoting wire access arm (226)
is disposed in the work surface to permt wires routed through
t he desk knee space (41) bel ow the work surface to be brought
to the desk top. The wre access arm (226) nay be pivoted to
an open or closed position dependi ng on whet her access through
the grommet is required (colum 10, lines 15-39).

In rejecting i ndependent claim1l1, the exam ner finds that

Fri edman di scl oses a desk system conprising a support
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structure including support stanchions (cylindrical nounting
posts 39, 40), a work surface (apparently the top surface of
base storage cabinet 11) and a cabinet (nodular unit 10)

di sposed over the work surface (final rejection, page 3). The
exam ner asserts that Friedman discloses the invention as

cl ai med "except the stanchion extending conpletely through the
openings in the | ower panel and work surface.”™ To overcone
this deficiency, it is the exam ner's position that

Boundy et al. teaches the use of stanchions (80)
attached rear corners of [sic] and that extend

conpl etely through an opening (90) of a | ower panel
into an interior space (Figure 2). It would have
been obvious to one of ordinary skill in the art at
the tinme of the invention to nodify the stanchions
of Friedman with the teachings of Boundy et al., to
insure a secure and better nmounting of the stanchion
to a | ower panel of the cabinet. Furthernore, it
woul d have been an obvious nmultiplicity of parts to
nmodi fy the stanchion of Friedman to extend
conpletely through the openings of both the | ower
panel and work surface, as Boundy shows the
conventional use of a stanchion extending conpletely
t hrough an opening, for better stability [final
rejection, pages 3 and 4].

We agree with the appellant (brief, pages 5 and 6) that
t he teachi ngs of Boundy of a nounting arrangenment for an
el ectrical upfeed housing, in a non-weight-bearing

envi ronnent, woul d not have suggested nodification of the
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wei ght - bearing cylindrical nounting posts (39,40) of Friedman.
In our opinion, while it would have been apparent to one of
ordinary skill in the art that the slot arrangenent (100)
taught by Boundy engages one edge of the trough slot (90) to
hel p secure the housing (78) at the upper end thereof, one of
ordinary skill in the art would not have consi dered such a
securenment desirable for a weight-bearing junction between the
upper end of the nmounting post (39,40) and a nodul ar unit of
the Friedman nerchandi se di splay structure.

Mor eover, we do not consider reasonable the exam ner's
characterization of the Friedman nerchandi se di splay structure
as a "desk" system

Where words in the preanble of a claimare essential to
poi nt out the invention defined in the claim those words do
constitute a limtation which nust be accorded weight in

interpreting the scope of the claim See Kropa v. Robie, 187

F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951).

I n our judgenent, the words "desk systent give life and
meaning to the claim for it is only by that phrase that it
can be known that the subject matter defined by the claimis

conprised of a desk system Every structure conprising a work
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surface and support structure is not a "desk system"™ Thus,
we conclude that it is a limtation which nust be observed
when interpreting the scope of claiml1. One of ordinary skil
in the art would understand a desk to be a structure having a
hori zontal work surface and support structure, such as |egs,
defining an opening beneath the work surface to accommodate
the I egs of a seated person and, thus, would not consider the
Fri edman base storage cabinet (11), or any of the nodul ar
units (10) stacked thereon, to be a "desk." It follows then
that we do not consider the Friedman structure to be a "desk
systeni as cl ai ned.

For the foregoing reasons, we shall not sustain the
exam ner's rejection of claim1, or clains 2, 3, 9, 10 and 12
whi ch depend therefrom

We have reviewed the teachings of Sinonton, but find
not hi ng therein which woul d overcone the deficiencies noted
above with regard to the conbination of Friedman and Boundy.
Therefore, we shall also not sustain the examiner's rejection

of claim11.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 through 3 and 9 through 12 under 35 U.S.C. 8 103 is
rever sed

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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JOHN F. HOFFMAN

BAKER & DANI ELS
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