TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte BENJAM N L. GARFI NKLE

Appeal No. 99-0618
Application No. 08/ 797, 496

ON BRI EF

Bef ore COHEN, ABRAMS, and BAHR, Adninistrative Patent Judges.
BAHR, Adnmini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 2, 3, 5, 6 and 15, which are all of the

clainms pending in this application.?

! Application for patent filed February 7, 1997. According
to the appellant, the application is a continuation of
Application 08/ 462,953, filed June 5, 1995, now abandoned.

2 Clainms 1, 4 and 7 through 14 have been cancel ed.
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W REVERSE.
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BACKGROUND

The appellant's invention relates to a detachabl e shel f
extender for extending forward fromthe front edge of a
di spl ay shelf used to store and display nerchandise in a
supermarket or simlar environnent. The shelf is a perf-board
shel f provided with a regular array of holes and a displ ay
channel for accepting pricing and identifying information of
products displayed on the shelf. The shelf extender includes
a horizontally extending top surface provided with at | east
one slot for receiving a fastener which passes through a hole
in the perf-board shelf to fasten the extender to the shelf.
This fasteni ng arrangenent provides a shelf extender which is
easily renovable fromthe shelf and can be accepted by a
variety of shelves. An understanding of the invention can be
derived froma reading of exenplary claim15, which appears in

the appendix to the appellant's brief.3

3 The copies of clains 2 and 3 in the appendix to the
appel lant's brief contain mnor errors relative to the clains
as they appear in the file. Inclaim2, lines 2 and 3, "in
the vicinity of" should be "proximate.” 1In claim3, line 3,
"a" shoul d be del et ed.
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The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Cel este 4, 140, 224 Feb. 20, 1979
Garfinkl e 5,199, 199 Apr. 6,
1993

Gebka et al. (Gebka) 5,394, 632 Mar. 7, 1995

The follow ng rejections are before us for review

Clains 2, 5, 6 and 15 stand rejected under 35 U S.C. §
103 as bei ng unpat entabl e over Celeste in view of Gebka.

Claim3 stands rejected under 35 U. S.C. §8 103 as being
unpat ent abl e over Celeste in view of Gebka, as applied above,
and further in view of Garfinkle.

The conpl ete text of the exam ner's rejections and
response to the argunent presented by the appellant appears in
the answer (Paper No. 21, mailed August 12, 1998), while the
conpl ete statenent of the appellant's argunent can be found in

the brief (Paper No. 20, filed June 29, 1998).

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to the appellant's specification and
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clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we make the
determ nati ons which foll ow

We shall not sustain the rejection of clains 2, 5, 6 and
15 under 35 U . S.C. §8 103 as being unpatentable over Celeste in
vi ew of Gebka.

Cel este discloses a shelf protector (9) having a top
surface (9a) and an overhanging lip (10) extendi ng downwardly
fromthe front edge of the top surface supporting a tag
assenbly (33) (Figure 5). The disclosed purpose of the shelf
protector is to protect a merchandi se-supporting shelf (13),
which is provided with a nmerchandi se information tag strip
(17) (colum 1, lines 23 through 32). As seen in the Figure 5
enbodi nent, the tag assenbly conprises an elongated strip (32)
provided with upper and | ower supporting lips (32a, 32b) for
retai ning a nerchandi se information tag (31). Celeste
di scl oses that the shelf protector "is renovable and may be
secured in place by fastening nenbers 5 such as screws”

(colum 2, lines 14 and 15).
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Gebka di scloses a price channel (10") for placenent in
the C-channel (18) of a steel nerchandise shelf. As
illustrated in Figures 7 and 8, the nerchandi se shelf is
provided with a regular array of hol es.

In rejecting the clains, the exam ner concedes that
Cel este does not disclose at |east one slot in the shelf
protector (9) or a regular array of holes in the shelf (13)
(answer, page 5). The examner's position is that shelves
having an array of holes provided therein were well known in
the art at the tine of appellant's invention, as illustrated
by CGebka, and that, in view of the teachings of Gebka, it
woul d have been obvious to nodify the shelf of Celeste by
pl acing an array of holes in the shelf to allow for easy

attachnment of the protector and other articles to

the shelf (answer, page 5). Further, the exam ner asserts:

The idea of making openings in the form of
slots for the purpose [of allow ng] an
article to be adjusted is well known in the
art. It would have been obvious to one in
the art to nodify Cel este by naking the
openings in the formof slots since this
woul d al |l ow t he extender (9) to be adjusted
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relative to the shelf in an easi er manner
[ answer, page 5].

We have carefully reviewed the prior art (Celeste and
Gebka) relied upon by the exam ner as evidence of obvi ousness
and we find therein neither a teaching to provide a slot
within the top surface of the shelf protector of Celeste nor
any suggestion to use one of the holes in a regular array of
holes in a shelf in association with a fastener and a slot in
the protector, to fasten the shelf protector to the shelf.
Further, we do not find that either Celeste or Gebka
appreci ated any advantage in providing an adjustable
connection of the shelf protector to the shelf.

Rej ections based on 35 U.S.C. § 103 nust rest on a
factual basis. |In nmaking such a rejection, the exam ner has
the initial duty of supplying the requisite factual basis and
may not, because of doubts that the invention is patentable,
resort to specul ati on, unfounded assunptions or hindsight

reconstruction to supply deficiencies in the factual basis.

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177-78 (CCPA

1967).
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The exam ner has not supplied the factual basis for the
conclusion that it would have been obvious to provide a sl ot
in the top surface of the shelf protector of Celeste for
receiving a fastener passing through the slot and a hole in
the shelf. Accordingly, while we fully appreciate the
exam ner's reasoning and the manner in which the teachings of
Cel este and Gebka have been conbined in rejecting the clains,
we are constrained to reverse the exam ner's deci sion
rejecting i ndependent claim 15, and clains 2, 5 and 6 which
depend therefrom as being unpatentable over Celeste in view
of Cebka.

Further, with regard to claim3, we have reviewed the
teachings of Garfinkle, but find nothing therein which alters
our view wth regard to the basic conbination of Cel este and
Gebka. In other words, Garfinkle does not overcone the
deficiencies of the conbination of Celeste and Gebka noted
above.

Accordingly, we nust |ikew se reverse the exam ner's
deci sion rejecting claim3 as being unpatentable in view of

Cel este in view of Gebka and Garfi nkl e.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 2, 3, 5, 6 and 15 under 35 U. S.C. 8§ 103 i s REVERSED.

REVERSED

JENNI FER BAHR
Adm ni strative Patent Judge

| RWN CHARLES CCHEN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
NEAL E. ABRANS ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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