The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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JERRY SM TH, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe examner’s rejection of clains 1-38. Added cl aim 39
stands wi thdrawn from consideration as being directed to a
different invention fromthe invention already exam ned. An
amendnent after final rejection was filed on April 27, 1998

but was denied entry by the examn ner.

19



Appeal No. 1999-0574
Application No. 08/583, 588

The di scl osed invention pertains to a wi ndow covering
and lighting systemfor a wi ndow which are independently
control | abl e.

Representative claim1l is reproduced as foll ows:

1. A window covering and lighting systemfor a w ndow in
a room conpri si ng:

a cornice nounted to a wall supporting a w ndow covering
novabl e bet ween an open position and a cl osed position,

an actuator operatively associated with the cornice for
nmovi ng the w ndow covering between the open position and the
cl osed position,

a lighting systemoperatively associated with the
cornice; and

a programmabl e logic control unit for operating the
actuator and the lighting systemindependently from one
anot her upon demand.

The exam ner relies on the follow ng references:

Cl emmons et al. (d emmons) 4,544, 866 Cct. 01, 1985
Zerillo 4,958, 112 Sep. 18, 1990
Lin 5,247, 232 Sep. 21, 1993

The adm tted prior art set forth in appellants’ specification.
Clainms 1-6, 8, 10-15 and 20-23 stand rejected under
35 U.S.C. §8 103 as bei ng unpatentabl e over the teachi ngs of
Zerillo and the admtted prior art. Cdains 7, 9 and 16-19
stand rejected under 35 U.S.C. 8 103 as being unpatentabl e
over the teachings of Zerillo and the admtted prior art in
view of Lin. Clains 24-38 stand rejected under 35 U S.C. §
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103 as bei ng unpatentabl e over the teachings of Zerillo and
the admtted prior art in view of C emmons.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon does not support the
rejections as formul ated by the exam ner. Accordingly, we
reverse

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,
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837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent
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and/ or evidence. (Oobviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually made by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR

§ 1.192(a)].

Wth respect to independent claim1, the exam ner cites
Zerillo as teaching a drapery actuator controlled by wrel ess
renmote. The examner cites the admtted prior art as teaching
lighting associated with a wi ndow covering. The exam ner
asserts "[t]hus, it would have been obvious to one of ordinary
skill in the art to utilize the admtted prior art with
Zerillo as it is stated as known within the art" [answer,
pages 6-7].

Appel l ants argue that Zerillo does not teach or
suggest a systemutilizing a cornice or a lighting system

5



Appeal No. 1999-0574
Application No. 08/583, 588

operatively associated with the cornice. Appellants also
argue that they have not identified or admtted to prior art
directed to the clainmed conbination. Finally, appellants
argue that persons skilled in this art could not conbine the
teachings of Zerillo with the admtted prior art unless

i mproper hindsight is applied [brief, pages 5-6]. The

exam ner sinply disagrees.

W will not sustain the rejection of the clains based
on Zerillo and the admtted prior art as formul ated by the
exam ner because the examiner has failed to establish a prim
facie case of obviousness. As noted above, the exam ner has

the burden of initially presenting a prinma facie case of

obvi ousness. The exam ner cannot satisfy this burden by
sinply dismssing differences between the clainmed invention
and the teachings of the prior art as being obvious. The

exam ner cannot identify individual features of the clained
invention in the prior art and sinply assert obviousness based
on conbi ning these individual features. 1In this case, the
exam ner must either present a cogent rationale why the
artisan woul d have been notivated to conbine the teachings of
the individual prior art, or the exam ner nust present us with
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an evidentiary record which supports the finding of
obvi ousness. It does not matter how strong the exam ner’s
convictions are that the clainmed invention would have been
obvi ous, or whether we m ght have an intuitive belief that the
cl ai med i nvention woul d have been obvious within the nmeani ng
of 35 U S.C. 8 103. Neither circunstance is a substitute for
evidence lacking in the record. Wether there is prior art
avai | abl e whi ch woul d render these appeal ed cl ai ns
unpat ent abl e we cannot say. Wether the exam ner could have
devel oped a reasonabl e basis for asserting the obvi ousness of
the clained invention based on the present record we wll not
specul ate. W can say, however, that the record presently
before us does not support the rejection as formul ated by the
exam ner. Therefore, we do not sustain the exam ner’s
rejection of independent claim 1l based on Zerillo and the
admtted prior art.

Wth respect to the clains which depend fromclaima1,
t he exam ner has sinply asserted the obvi ousness of these
clainms without any cogent rationale. Also, since Lin does not
overcome the basic deficiencies in the record with respect to
Zerillo and the admtted prior art, we also do not sustain the
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rejection of any clainms based on the additional teachings of
Lin. Accordingly, we do not sustain the rejection of any of
appeal ed clains 1-23.

Wth respect to independent claim 24, the exam ner
cites Zerillo and the admtted prior art in the same manner
di scussed above. Clemmons is cited as teaching the
obvi ousness of providing nultiple controllers for nmultiple
actuators. The examner finds that it would have been obvi ous
to conmbi ne the teachings of Cemons with the teachi ngs of
Zerillo and the admtted prior art.

This rejection fails for the sanme reason di scussed
above with respect to claiml1l. C emobns does not overcone the
basic deficiencies in the record with respect to Zerillo and
the admtted prior art. Therefore, we do not sustain the

rejection of clains 24-38 as formul ated by the exam ner based

on Zerillo, the admtted prior art and C emmons.

In summary, we have not sustained any of the
rejections of the appealed clains as fornul ated by the
exam ner. Accordingly, the decision of the exam ner rejecting
clains 1-38 is reversed.

REVERSED
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KENNETH W HAI RSTON

Adm ni strative Patent Judge

JERRY SM TH

Adm ni strative Patent Judge

STUART S. LEVY

Adm ni strative Patent Judge
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