The opinion in support of the decision being entered
today was not witten for publication and is not
bi ndi ng precedent of the Board.
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FLEM NG Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 2-3 and 5-9, all the clains pending in the present
application. Cdains 1 and 4 have been cancel ed.
The invention relates generally to a conputer systemto

detect and record security related events (specification, page
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1,

lines 1-3). In particular, the conputer system conprises a
data transm ssion network (figure 1, item12), a plurality of
operator termnals (figure 1, item 10) connected to the
network, a control conmputer (figure 1, item 13) connected to
the network, and at |east one closed circuit television camera
(figure 1, item 15) and video recorder (figure 1, item 16)
connected to the control conputer. Each term nal includes
means for generating event data (figure 1, item 24) and
nmonitoring nmeans (figure 1, item27) for filtering event data
to detect predeterm ned security-related events and, upon
detection of such event, sending an alert nmessage and the
event data over the network to the control conputer. The
control conputer responds to the alert nessage and activates
the canera and recorder to record a view of the operator
termnal, along with the event data (specification, pages 3-
5).

| ndependent claim 7 is reproduced as follows:

7. A conputer system conpri sing:

(a) a data transm ssion network;
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(b) a plurality of operator term nals connected
to the network;

(c) a control conputer connected to the network;
and

(d) at least one closed circuit tel evision
camera and video recorder connected to said
control conputer;

(e) wherein each of said term nals includes
(1) means for generating event data, and

(1i) nonitoring neans for filtering said
event data to detect predeterm ned
security-rel ated events and, upon detection
of such an event, for sending an alert
nmessage and said event data over the
network to said control conputer

(f) and wherein said control conputer includes
means for responding to said alert nessage by
activating said canmera and recorder to record a
view of the operator termnal, along with said
event dat a.

The Exam ner relies on the follow ng references:

d ever 4,237, 483 Dec. 02, 1980
May GB 2 182 224 May 07,
1987

Sensormatic, publication! “POS/ EM® Val ue, Point-O -

! This reference was not of record in the Final Rejection, and was first
noted by the Examiner in an Advisory Action (paper no. 8) by reference to a

3
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Sal e, Exception Mnitoring, RI VAL Series”,

Sensormatic El ectronics Corporation. pp. 1-4.

Clains 2 and 7-8 are rejected under 35 U.S.C. § 102(b) as
anti ci pat ed? by May.

Clains 3, 5-6 and 9 stand rejected under 35 U S.C. § 103
as bei ng unpatentabl e over May when taken C ever.

Clains 2, 3, 7 and 9 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over C ever.

Clains 5, 6 and 8 stand rejected under 35 U . S.C. § 103 as
bei ng unpatent abl e over C ever when taken with My.

Rat her than reiterate the argunents of Appellants and the

Exam ner, reference is made to the Brief3 Reply Brief?* and

PTO- 892 form Prior to the Exam ner’s Answer this reference was not applied to
any pending rejection.

We note In re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ 406, 409 n.3 (CCPA
1970) (" "Wiere a reference is relied upon to support a rejection, whether or
not in a "mnor capacity,' there would appear to be no excuse for not
positively including the reference in the statement of the rejection.''); E.
|. du Pont de Nenmours & Co. v. Berkley & Co., 620 F.2d 1247, 1266-67, 205 USPQ
1, 15-16 (8th Cr. 1980) (" The PTO s function entails a thorough scrutiny of
prior art references. ..."''). Accordingly, we will not consider this
reference. as a basis for the Exam ner’s rejection

2 Al'though the Final Rejection at page 2, section 3, incorrectly bases
this rejection upon a public use or sale of the invention, Appellants have
correctly addressed the rejection (brief, page 4)as based upon prior
publicati on.

3 The Brief was received March 11, 1998.

4 The Reply Brief was received July 27, 1998.

4
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Exam ner's Answer®, for the respective details thereof.
OPI NI ON
After careful review of the evidence before us, we wll

not sustain any of the rejections.

A. Rejection of clains 2 and 7-8 under 35 U S.C. §8 102(b) as
antici pated by My

W w il not sustain the rejection of clains 2 and 7-8
under 35 U. S.C. 8§ 102(b) as anticipated by Muy.

It is axiomatic that anticipation of a claimunder 35
U S. C 8 102 can be found only if the prior art reference
di scl oses every elenent of the claim See In re King, 801
F.2d 1324, 1326, 231 USPQ 136, 138 (Fed. Cr. 1986) and
Li ndemann Maschi nenfabri k GVBH v. Anerican Hoist & Derrick
Co., 730 F.2d 1452, 1458, 221 USPQ 481, 485 (Fed. Cir. 1984).
"Anticipation is established only when a single prior art

reference discloses, expressly or under principles of

5 Mail ed June 23, 1998.
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i nherency, each and every el enent of a clainmed invention."
RCA Corp. v. Applied Digital Data Systems, Inc., 730 F.2d
1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984), cert.
di sm ssed, 468 U. S. 1228 (1984), citing Kal man v. Kinberly-
Clark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cr
1983) .

Appel lants submt® that “there is clearly absolutely no

suggestion in UK 224 that the POS term nals 11 perform any

filtering of event data.”(Appellants’ enphasis). Furthernore,
Appel l ants contend that it is clear that in May each PGS
termnal sends all its event data over the network w thout any
prior filtering, and that selection of event data occurs only
at the central processor 12. Therefore, Appellants assert’
that May does not teach or suggest any nonitoring neans for
filtering event data and for sending an alert nessage over the
net wor k upon detection of such an event, as cl ai ned.

As regards May’'s disclosure at page 2 lines 10 et seq.,

6 Brief, page 4.

" Brief, page 5.
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which is directed to switching to video recordi ng upon the
‘total’ key being depressed or the accumul ator reaching 10
pounds Sterling, Appellants assert that this operation is

carried out by central processor 12 as described by My at
page 2, lines 27-30.

The Exam ner first points® to May’ s° statenent that
“nmonitoring a cash till at a retail checkout in which a video
canmera nonitors events in the checkout area, events for
nmoni toring being selected by cash till actuation . . . " The
Exam ner also points to May's statenent? that “the recorder

switched on to record (if it is not already) as soon as the

‘total’ key is pressed . . . “ for a given action (Examner’s

enphasis). Finally, the Exam ner points! to May’ s statenent?!?
that, “The nmethod may be applied to nonitoring a cash till at
a retail checkout in which a video canmera nonitors events in

t he checkout area, events for nonitoring being sel ected by

8 Answer, page 4.

® Page 1; see lines 94-97.

10 page 2, [sic] lines 79 et seq; however, see lines 12-14.

11 Answer, page 5.

12 page 2 [sic], lines 94 et seq.; see page 1, lines 94 et seq.
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cash till actuation.”

The Exam ner then asserts®® that May thus discloses that
actuation of the cash register till keys generates an alert
message, which causes the control processor to activate the
vi deo canera and record the events, and that random or
unel ected events occurring at the till do not activate
recording. Therefore, the Exami ner finds! that “the system
(cash till) has filtered out the generation of an alert
message for other key actions not of interest.”

Turning to claim7, we find that the subparagraph (e)

thereof recites "wherein each of said term nals includes

(1i) nonitoring neans for filtering said event data to detect

predeterm ned security-related events and, upon detection of

such an event, for sending an alert nessage and said event
data over the network to said control computer . . . "
(Enphasi s added). Appellants’ specification® provides that
t he correspondi ng apparatus to the “nonitoring nmeans” is the

security monitor 27, which filters the incom ng data, | ooking

13 Answer, page 4.
4 Answer, pages 4-5.

15 Page 4, l|ines 25-29.
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for predeterm ned security-related events, and upon detection
of such events sends an alert nessage over the LAN 12 to the
control conputer.

Considering all the citations from May which are relied
upon by the Examiner, we fail to find the term nals including
nmonitoring nmeans for filtering event data to detect
predeterm ned security-related events. Wile May provides
that pressing the “total” key or having the accunul ator reach
10 pounds Sterling would trigger recording, this does not
provi de nonitoring nmeans for filtering event data as clai ned.
Al t hough ot her signals generated by the till may not trigger
recording, there is no requirenent or suggestion in My that
they are actually filtered out.

As the termnals including nonitoring nmeans for filtering

event data to detect predeterm ned security-related events as

recited in independent clains 7 and 8 are not disclosed by My
this rejection is reversed.

B. Rejection of clains 3, 5-6 and 9 under 35 U.S.C. § 103 as
bei ng unpatent abl e over May when taken C ever

W will not sustain the rejection of clains 3, 5-6 and 9
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under 35 U. S.C. § 103.

The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clained
i nvention by the express teachings or suggestions found
in the prior art, or by inplications contained in such
t eachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,
217 USPQ 1, 6 (Fed. Cir. 1983).

Appel l ants assert'® that neither C ever nor May descri bes
or suggest filtering of the event data at the term nal side of
a network, rather than at the control conputer side of the
net wor K.

The Exam ner asserts? that May discloses filtering at the
till for the sanme reasons given in the rejection under 35
U S.C. § 102(b).

In addition the Exam ner’s states?®, as regards C ever
“the Exam ner has not relied upon this reference to teach the

di scl osed feature of filtering.” However, the Exam ner cites

16 Brief, page 8.
7 Answer, page 6.

8 Answer, page 5.
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Clever’s® statenments that a “surveillance system capabl e of
storing video information which is edited in accordance with
prescribed criteria.” and?® “an edited recording of salient or
specific classes of transactions is devel oped by processing
the data signal in accordance with certain criteria.” The
Exam ner then points to Clever’s suggestion? that a control
conputer may be |ocated at each termnal. The Exam ner then
states?® “The Exam ner took official notice that the conbi ned
effects of placing a control conputer at each el ectronic cash
regi ster for generating and filtering a selected criteria

woul d have been obvious to one of ordinary skill in the art.”

The Federal Circuit states that "[t]he nere fact that the
prior art may be nodified in the manner suggested by the

Exam ner does not make the nodification obvious unl ess the

19 Colum 2, line [sic] 60 et seq; see colum 1, line 63 et seq.
20 Colum 2, lines 34 et seq.
2l Colum 3, line 19 et seq.

22 Answer, page 5.

11
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prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. GCir. 1984). "Ooviousness may not be
est abl i shed using hindsight or in view of the teachings or
suggestions of the inventor." Para-Odnance, 73 F.3d at 1087,
37 USPQ2d at 1239, citing W L. Gore & Assocs., 721 F.2d at
1551, 1553, 220 USPQ at 311, 312-13. I n addi tion, our
reviewi ng court requires the PTOto nmake specific findings on
a suggestion to conbine prior art references. 1In re

Denbi czak, 175 F.3d 994, 1000-01, 50 UsSPQd 1614, 1617-19
(Fed. Cir. 1999).

The Exam ner has failed to provide any teaching or
suggestion fromthe prior art to provide nonitoring neans for
filtering of the event data at each termnal. Therefore, the
rejection of clains 3, 5-6 and 9 under 35 U S.C. 8 103 is

rever sed.

C. Rejection of lainms 2-3, 7 and 9 under 35 U.S.C. § 103

12
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over O ever

W will not sustain the rejections of clainms 2-3, 7 and 9
under 35 U. S.C. 8§ 103 over O ever.

Appel l ants assert? that in Cever neither the PCS
termnals 14 nor their associated control devices 27 perform
any filtering of event data. Appellants contend that C ever
does not describe using a signal fromthe cash register as an
enabling signal for the activation of the surveillance system
but provides using the signals to formthe selection or
rejection identifiers which are recorded along with the video
data. Thus Cever’s surveillance systemrecords al
transacti ons, whether selected or not.

I n addition, Appellants again argue?® that C ever
conpletely fails to disclose anything that would teach or
suggest filtering of event data at the term nals.

The Exam ner states? “Not explicitly taught is the
term nal bei ng conposed of the nonitoring (filtering) neans

whi ch are perfornmed by the conputer control.” The Exam ner

2 Brief, page 6.
24 Brief, page 7.
2> Final rejection, page 5, section a.
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t hen states

“The Exam ner takes official notice of the benefits and
notivations, for integrating a device which was off-chip, on-
chip, and that this concept is notoriously well known in the
data processing art. It would have been obvious to one of
ordinary skill in the art at the tinme of the invention to
nmodi fy by integration, either firmvare or software or
har dware, the incorporation of the separate control devices
(27) within each of the respective termnals. One of ordinary
skill would have been notivated to performsuch a
nodi fi cation, because one of ordinary skill would have readily
realized that the functions of the control devices and the
termnals are not affected by the | ocation of the control
devi ce ”

The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clainmed
i nvention by the express teachings or suggestions found

in the prior art, or by inplications contained in such

t eachi ngs or suggestions. The Exam ner has not set forth any

14
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evidentiary basis in the prior art for providing nonitoring

means for filtering of event data at the term nals.

Therefore, the rejection of clains 2-3, 7 and 9 under
35 U.S.C. 8 103 over Cever is reversed.
D. Rejection of Clains 5, 6 and 8 under 35 U. S.C. 8§ 103 over

Cl ever and May

Appel I ants address? this rejection with the sane
argunents as those set forth regarding the rejection of clains
3, 5-6 and 9 over May when taken with Clever, as set forth in
section B above.

The Exam ner’s Answer presents no additional argunments as
regards this rejection, and the Final Rejection? does not
provi de any additional basis for finding obvious the clained
monitoring nmeans for filtering of event data at the term nals.

Therefore, the rejection of clains 5, 6 and 8 under 35
U S C 8§ 103 over Cever and May is reversed for the reasons

set forth supra in sections B and C, above.

26 Brief, pages 7-8.
2! pPage 6, section 7.
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We have not sustained any of the rejections of clains 2-3
and 5-9. Accordingly, the Exam ner's decision is reversed.

REVERSED

JERRY SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
M CHAEL R. FLEM NG ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
JOSEPH F. RUGE ERO )
Adm ni strative Patent Judge )
)

mrf/vsh
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LEE, MANN, SM TH, MCW LLI ANS,

SWEENEY & OLSON
P. 0. BOX 2786
CH CAGO, |IL 60690-2786
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