The opinion in support of the decision being entered
today was not witten for publication and is not
bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore THOVAS, JERRY SM TH and BLANKENSHI P, Administrative
Pat ent Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 2-7, 9-13, 24 and 25.
Clains 1 and 8 have been canceled. dains 14-23 stand

w t hdrawn from consi deration as being directed to a nonel ected
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i nventi on.

The di scl osed invention pertains to a channel plate
for a flat display device conprising el ongated channels and
el ectrodes in each of the channels. The invention is
particularly directed to the manner in which the channel
regi ons are forned.

Representative claim24 is reproduced as foll ows:

24. A channel plate for a flat display device conprising
el ongat ed channel s and el ectrode surfaces in each of the
channel s, said channel plate conpri sing:

a) a dielectric substrate having a surface;

b) a dielectric sheet on the surface of the substrate,
the dielectric sheet conprising a plurality of laterally
spaced spacer nenbers defined by through-holes in the sheet,

t he spacer nenbers defining flanking wall portions; and

c) a thin dielectric sheet-1ike nmenber on the
di el ectric sheet;

wher eby each of the channels is forned by adjacent
flanki ng wall portions of the spacer nenbers, and the portions
of the substrate surface and the thin dielectric sheet
ext endi ng between the adj acent spacer nenbers.

The exam ner relies on the follow ng references:

Martin et al. (Martin) 5, 440, 201 Aug. 08, 1995

I[lcisin et al. (llcisin) 5,528, 109 June 18, 1996
(filed Apr. 19,

1995)
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Clainms 24, 25, 2-5, 7, 9 and 13 stand rejected under
35 U.S.C. 8§ 102(e) as being anticipated by the disclosure of
Martin., Cainms 2-4, 9, 13, 24 and 25 stand rejected under 35
U S C

8 102(e) as being anticipated by the disclosure of Ilcisin.

Clains 6 and 10-12 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over the teachings of Martin and Il cisin.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of anticipation and obvi ousness relied upon by the
exam ner as support for the rejections. W have, |ikew se,
revi ewed and taken into consideration, in reaching our
deci sion, the appellants’ argunments set forth in the brief
along with the examner’s rationale in support of the
rejections and argunents in rebuttal set forth in the

exam ner’'s answer.
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It is our view, after consideration of the record
before us, that the disclosures of Martin and Ilcisin
anticipate the invention as set forth in the clains
respectively rejected on these references. W are also of the
view that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclains 6 and 10-12. Accordingly, we affirmin-part.

We consider first the rejections nade under 35 U. S. C
§ 102. Anticipation under 35 U . S.C. § 102 is established only
when a single prior art reference discloses, expressly or
under the principles of inherency, each and every el enent of a
clainmed invention as well as disclosing structure which is

capabl e of performng the recited functional limtations. RCA

Corp. v. Applied Digital Data Systenms, Inc., 730 F.2d 1440,

1444, 221 USPQ 385, 388 (Fed. Cir.); cert. dismssed, 468 U. S.

1228 (1984); WL. Gore and Associates, Inc. v. Garlock, Inc.,

721 F.2d 1540, 1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert.

deni ed, 469 U. S. 851 (1984).
The first anticipation rejection rejects clains 24,
25, 2-5, 7, 9 and 13 based on the disclosure of Martin.
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According to appellants, these clains stand or fall together
as a single group [brief, page 7]. W note that claim7
depends fromclaim®6 which is not subject to this rejection.
Therefore, claim7 wll stand or fall with claim6 which wll
be considered below. W wll consider independent claim24 as

the representative claimfor the other clains of this group.

The exam ner indicates how he perceives the invention
of claim24 to be fully nmet by the disclosure of Martin
[ answer, pages 3-4]. Appellants argue that el enments 120a of
Martin are not spacer nenbers in a dielectric sheet defined by
t hrough-holes in that dielectric sheet as recited in claim 24.
Appel l ants al so argue that elenents 110c and 110d are al so not
spacer nenbers, but are only channel sidewalls fornmed by
bondi ng |1 ong, narrow glass fibers 106 to the surface of the
substrate [brief, pages 7-8]. The exam ner’s response appears
to be that nenbers 110c of Martin's Figure 4B are spacer
menbers defined by through holes or elongated channels in the
sanme manner as appellants’ spacer nenbers shown in Figure 3 of
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the application [answer, page 6].

We agree with the examner’s finding that Martin
anticipates the invention of claim?24. W note that claim 24
is drawn to the structure of a channel plate. Appellants’
argunent appears to be directed nore to the manner in which
appel l ants create spacer nenbers within the dielectric sheet
rather than to the clainmed resulting structure. As the
exam ner points out, the dielectric sheet of appellants’

di scl osed invention is conpletely m ssing between the spacer

menbers [note Figure 3]. Thus, the

dielectric sheet of the clained invention consists of only a
series of separated spacer nenbers after the through hol es
have been formed. There is no “sheet” remaining after the

t hrough hol es have been fornmed. W interpret the exam ner’s
position to be that the structure resulting fromMartin's
added spacer nenbers 110c in Figure 4B is the sanme as the
structure resulting fromappellants’ dielectric sheet after
t he through hol es have been fornmed. W agree with the

exam ner that the structure of claim24 is the sanme as
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Martin's structure even though they are nmade by different
techniques. There is no evidence on this record that the
structure resulting from spacer nenbers fornmed by through-
holes in a dielectric sheet is any different fromthe
structure resulting fromsinply placing a plurality of
di el ectric spacer nenbers on the surface of the substrate.
Since claim?24 is directed to a structure rather than to a
met hod of making the structure, we find that the structure of
claim?24 is fully met by the disclosure of Martin. Therefore,
we sustain the rejection of clainms 24, 25, 2-5, 9 and 13 as
antici pated by Martin.

The second anticipation rejection rejects clainms 24,
25, 2-4, 9 and 13 based on the disclosure of IIlcisin.
According to appellants, these clains stand or fall together
as a single group [brief, page 7]. |Ilcisin is assigned to the
same conpany as Martin, and it appears to show a structure
simlar to that of Martin. Appellants note the simlarity
between Martin and Ilcisin and assert |ack of anticipation for
t he sane reasons considered above with respect to Martin
[brief, page 8]. Since the anticipation issue with respect to
Martin was deci ded adversely to appellants, we al so sustain
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the rejection of clains 24, 25, 2-4, 9 and 13 as antici pated
by I'lcisin.

We now consider the rejection of clainms 6 and 10-12*
under 35 U. S.C. § 103 based on the teachings of Martin and
Ilcisin. In rejecting clains under 35 U S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references

to arrive

at the clained invention. Such reason nust stem from sone
t eachi ng, suggestion or inplication in the prior art as a

whol e or know edge generally avail able to one having ordi nary

1 As noted above, claim7 depends fromclaim®6 and shoul d
have been included with this rejection. As also noted above,
claim7 will stand or fall with claim®6 since it is not
separatel y argued.
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skill in the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.

denied, 488 U. S. 825 (1988); Ashland QI, Inc. v. Delta Resins

& Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664

(Fed. GCr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. (Oobviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been

considered in this
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deci sion. Argunents which appellants coul d have nade but
chose not to make in the brief have not been considered [see
37 CFR

8§ 1.192(a)].

Clains 6, 11 and 12 recite a spaced crossbar which
extends laterally between flanking wall portions. Caim10
recites specific dinmensions of the width, height and pitch of
the walls. Wth respect to clains 6, 11 and 12, the examn ner
asserts that crossbars woul d be an obvi ous desi gn expedi ent
for increasing nechanical strength. Wth respect to claim 10,
the exam ner finds that the clained wi dth, height and pitch of
the flanking walls would have resulted fromroutine
experinmentation by the artisan [answer, pages 5-6]. Wth
respect to all of these clains, appellants argue that the
claimed crossbars and the claimed di nensions are not nere
obvi ous desi gn expedi ents, and that neither reference teaches
the specific details of these clains [brief, pages 9-10]. The
exam ner sinply repeats his position on these questions
[ answer, page 7].

We find ourselves conpelled to agree with appellants
on this rejection. The exam ner has the responsibility to
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provide us with a factual record which supports his position

on

obvi ousness. The exam ner cannot provide such a record by
nmerely concluding that claimlimtations are obvi ous w thout
evi dence on the record which supports that conclusion. In
this case, appellants have argued that there is no suggestion
of crossbars in either of the applied references and that the
applied references woul d have no need for crossbars because of
their different structural properties. The exam ner has not
rebutted these argunents, but instead, the exam ner has sinply
repeated his bare assertion of obviousness w thout any factual
support. In addition, although the prior art acknow edges
that the walls will have di nensions of wi dth, height and pitch
whi ch are sel ectable by the user, there is no teaching in the
applied prior art that the three dinensions should have the
specific ranges of values recited in the claimor that the
ranges should be related in the manner set forth in the claim
We are unpersuaded by this record that the clainmed dinmensions
are the result of routine experinentation as asserted by the
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exam ner.

In summary, we find that the exam ner has failed to
provi de a factual record which supports the rejection of the
clainms under 35 U.S.C. 8§ 103. Therefore, we do not sustain

the examner’s rejection of clains 6, 7 and 10-12.

I n concl usion, we have sustained the exam ner’s
rejection of the clainms under 35 U.S.C. § 102, but we have not
sustained the examner’s rejection of the clains under 35
U S . C 8§ 103. Therefore, the decision of the exam ner
rejecting clainms 2-7, 9-13, 24 and 25 is affirned-in-part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

JAMES D. THOVAS
Adm ni strative Patent Judge

N N N N N N

JERRY SM TH BOARD OF PATENT
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Adm ni strative Patent Judge

HOMRD B. BLANKENSHI P
Adm ni strative Patent Judge

JS/ ki
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Cor por at e Patent Counsel
US Phillips Corporation
580 Wiite Pl ains Road
Tarrytown, NY 10591
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