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WARREN, Administrative Patent Judge.

Decision on Appeal
Thisis an gpped under 35 U.S.C. § 134 from the decison of the examiner finaly rgjecting
dams 5 through 7, 10, 11 13 through 15, 18, 19, 22 and 23. Claim 22, asit stands of record,* is
illudrative of the claims on gpped:

22. A method for preparing a composition containing uniformly mixed elemental carbon and an
elementd oxide, which condsts essantidly of:

! See the amendments of August 22, 1997 (Paper No. 24) and of January 7, 1998 (Paper No. 26). It
is gpparent from a comparison of claim 22 reproduced here and as copied in the gppendix to the brief
that there are differences in addition to those cited in the answer (page 2).
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a) introducing, into a gas having atemperature of at least about 600°C, adisperson conssting
essentialy of, in a decomposable carbon-containing compound, an eemental oxide sdlected from the
group COﬂSﬂlng of g02, TiOZ, WO3;, B,O3, MNO,, Fe,03, ZrO,, Hf02, MoOs, Cr,0O3, VO,, V505,
szOs and Ta,Os;

b) decomposing said dipersion into said gas, thereby forming a compaosition containing
uniformly mixed eementa carbon and said eementd oxide; and

¢) recovering the formed uniformly mixed compaosition.

The appedled claims, as represented by claim 22, are drawn to a method for preparing a
composition containing uniformly mixed dementd carbon and an dementd oxide which congss
essentidly of at least the steps of introducing a dispersion conssting essentialy of at least a specified
elementa oxide in a decomposable carbort containing compound, decomposing the disperson in agas
having the stated temperature, and recovering the uniformly mixed composition. The product can be
heated in an inert amosphere to form elementa carbide powder (claim 23).

The references relied on by the examiner are:

Dean et d. (Dear) 3,686,347 Aug. 22, 1972
Yodaet d. (Yoda) 4,752,456 Jun. 21,1988

The examiner has rgjected al of the appealed claims under 35 U.S.C. § 103(a) as being
unpatentable over Y oda taken with Dean.

Wereverse.

Rather than reiterate the respective positions advanced by the examiner and gppellants, we refer
to the examiner’ s answer and to gppellants brief and reply brief for a complete exposition thereof.

Opinion

The dispositive issue in this gpped is whether gppedled clams 22 and 23 are, as framed by the
examiner, “broad enough to embrace introducing the meta oxide by forming it in-Situ, which isthe
process of Yoda’ (answer, page 3). The examiner, however, does not explain why the claims should
be so interpreted in the answer. Appellants, on the other hand, point out that claim 22 requires
“introducing ameta oxide’” which is“the direct addition of metal oxideand . . . [not] a precursor
compound” (reply brief, pages 1-2; emphasisin the origind deleted).

It seemsto us that when considered in light of the written description in the specification as
interpreted by one of ordinary kill inthisart, see, e.g., Inre Morris, 127 F.3d 1048, 1054-55, 44
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USPQ2d 1023, 1027 (Fed. Cir. 1997), we must agree with appellants that the plain language of
gppeded claims 22 and 23 requires that the dispersion of the dementa oxide in the decomposable
carboncontaining compound is introduced into a gas, and thus the required dispersion containing the
meta oxide isformed before, and not after, the introduction step. Indeed, the specification essentia
describes two embodiments based on whether the metal oxide or a precursor compound is dispersed in
the decomposable carbon compound prior to the introduction step, and appellants have restricted the
clamsto the former embodiment.

Accordingly, snce the examiner has not addressed the issue of whether one of ordinary kill in
this art would have modified Y oda by initidly adding the metal oxide rather than a precursor to the
dispersion introduced to the gas through one nozzle of the apparatus as described in the reference (e.g.,
col. 8, lines 63-68) in gating and explaining the ground of reection of record, he has not established a
prima facie case of obviousness by showing that some objective teaching, suggestion or motivation in
the applied prior art taken as awhole and/or knowledge generdly available to one of ordinary skill in
the art would have led that person to the claimed invention as awhole, including each and every
limitation of the clams, without recourse to the teachings in appdlants disclosure. See generally, Inre
Rouffet, 149 F.3d 1350, 1358, 47 USPQ2d 1453, 1458 (Fed. Cir. 1998); Pro-Mold and Tool Co.
v. Great Lakes Plastics Inc., 75 F.3d 1568, 1573, 37 USPQ2d 1626, 1629-30 (Fed. Cir. 1996); In
re Fine, 837 F.2d 1071, 1074-76, 5 USPQ2d 1596, 1598-1600 (Fed. Cir. 1988); In re Dow Chem.
Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531-32 (Fed. Cir. 1988). Therefore, wereversethis
ground of rgjection.
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The examiner’ s decison is reversed.
REVERSED

CHARLESF. WARREN
Adminigrative Patent Judge

PETER F. KRATZ BOARD OF PATENT
Adminigrative Patent Judge APPEALS AND
INTERFERENCES

BEVERLY A. PAWLIKOWSKI
Adminidrative Patent Judge
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