The opinion in support of the decision being entered
today was not witten for publication and is not
bi ndi ng precedent of the Board.
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ON BRI EF

Before JERRY SM TH, LALL and LEVY, Admi nistrative Patent
Judges.

JERRY SM TH, Adnmini strative Patent Judge.

fromthe examner’s rejection of clains 1,

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

constitute all the clains remaining in the application. Al

amendnents filed by appellants have been entered by the

exam ner. The di sclosed invention pertains to a

systemwi th optical or radio renote control for initializing a
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system for | ocking and/or unlocking the doors of a notor

vehi cl e.

Representative claim1l is reproduced as foll ows:

1. A systemw th optical or radio renote control for
initializing a systemfor |ocking and/or unlocking doors of
not or vehicl es, conprising:

a portable transmtter corresponding to a key for a notor
vehicle, said transmtter broadcasting a digital code upon
actuation by a user for |ocking and/or unl ocking doors of the
not or vehi cl e;

sai d broadcast digital code received by a receiver in the
not or vehicle, which receiver controls a relevant | ock or
| ocks of the doors of the notor vehicle after a conparison and
correlation of the received digital code with a predeterm ned
code stored in the receiver

the digital code being initialized a the predeterm ned
code at | east when the notor vehicle is first used and,
possi bly when changes are later nmade to the digital code,
being reinitialized, that is fixed for foll ow ng actuati ons,
by storing in the receiver the broadcast digital code as a new
predeterm ned code that replaces a previous predeterm ned
code, the broadcast digital code being also storable in the
transmtter;

an external diagnostic device for supplying at |east an
external signal for (re)initialization, that is for
initialization and/or for (re)initialization, the receiver
being switched only after reception of the external signal to
a (re)initialization readi ness status before the receiver is
(re)initialized,

the notor vehicle having a diagnostic interface for
electrical testing of notor vehicle units in the notor

-2-



Appeal No. 1999- 0497
Appl i cation 08/ 760,922

vehicle, said diagnostic interface connected to said receiver;
and

the receiver being switchable to the (re)initialization
readi ness status only after reception of the external signal
fed to the receiver via the diagnostic interface fromthe
external diagnostic device;

wherein a new code signal is generated using the
transmtter and is transmtted to the receiver, the new code
signal then being stored as a new predeterm ned code signal in
t he receiver.
The exam ner relies on the follow ng references:

Lut z 4, 366, 466 Dec. 28, 1982
Sanders et al. (Sanders) 4,754, 255 June 28, 1988
Kel | er 4,847,614 July 11, 1989
De Vaul x 4, 888, 575 Dec. 19, 1989
Sues et al. (Sues) 5,229, 648 July 20, 1993
(filed Jan. 04,

1991)

Bat ey GB 2, 144, 249 Feb. 27, 1985

Clainms 1, 4, 6-8, 12, 14 and 17 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over the teachings of
Sanders and Lutz and either Sues or De Vaulx. Cainms 2, 5,
10, 11 and 13 stand rejected under 35 U . S.C. §8 103 as being
unpat ent abl e over the teachings of Sanders and Lutz and either
Sues or De Vaul x and further in view of Batey. Cdainms 9, 15
and 16 stand rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over the teachings of Sanders and Lutz and either

-3-



Appeal No. 1999- 0497
Appl i cation 08/ 760,922

Sues or De Vaul x and further in view of Batey and Keller.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the brief along with the examner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clainms 1, 2 and 4-17. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,
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837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent
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and/ or evidence. (Oobviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasiveness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually made by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR

§ 1.192(a)].

We consider first the rejection of clains 1, 4, 6-8,
12, 14 and 17 based on the teachings of Sanders and Lutz and
ei ther Sues or De Vaul x. These clains stand or fall together
as a single group [brief, page 3]. Therefore, we wll
consider the examner’s rejection with respect to claim1l as
representative of all the clainms subject to this rejection.

Wth respect to representative, independent claiml1,

the exam ner finds that Sanders teaches all the features of
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the clained invention except for the diagnostic interface to
switch or control the receiver in a (re)initialization state
fromthe external of the vehicle. The examner cites Sues or
De Vaul x as teaching the use of external equipnent for
(re)initializing the status of a vehicle |ocking and unl ocki ng
system The exam ner finds that it would have been obvious to
the artisan to have utilized an external apparatus as taught
by Sues or De Vaul x to send signals to the | ocking/unlocking
system of Sanders. The exam ner cites Lutz as teaching the
use of a vehicle diagnostic interface. The exam ner finds
that use of the Lutz diagnostic interface would have been

obvi ous because it woul d reduce the nunber of conmunication

interfaces required for the vehicle [answer, pages 4-5].

After pointing out the individual deficiencies of the
applied prior art, appellants argue that none of the applied
references teach the last feature of claim1, specifically,
“wherein a new code signal is generated using the transmtter
and is transmtted to the receiver, the new code signal then
bei ng stored as a new predeterm ned code signal in the
receiver.” According to appellants, since none of the applied
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references teach this feature of claim11, then no conbination
of these references can be said to teach this feature of claim
1. Appellants also argue that there is no notivation for

conmbi ning the disparate teachings of the applied prior art.

The exam ner responds that the argued feature of claim
1 is nmet by Sues and De Vaul x which “attach external equi pnment
to the vehicle systemso that the external equipnment can
(re)initialize the status of the | ocking and unl ocki ng system
to set a new code” [answer, page 7]. The exam ner al so
di sagrees with appellants’ assertion that there is no
notivation to conbine the applied prior art.

We agree with appellants that none of the applied
prior art references teach the last feature of claim1, and
the exam ner has failed to properly consider this feature of
claiml1. Specifically, this last feature of claim1l requires
that “the transmtter” generate the new code to the receiver.
The phrase “the transmitter” of claiml refers to the portable
transmtter corresponding to the key for a notor vehicle.

Thus, even though the clained invention uses an external
di agnostic device for supplying an external signal for
(re)initialization, the new code signal cones fromthe
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portable transmtter and not fromthe external device. The
exam ner has never addressed this particular feature of the
i nvention.

In responding to appellants’ argunment that this
feature is not taught by the applied references, the exam ner
notes that the external equipnent of Sues and De Vaul x can
(re)initialize the system This is not, however, what is
recited in the claimed invention. The fact that Sues and De
Vaul x generate a new code signal fromthe external equipnent
does not nmeet the claimrecitation that the new code signal is
generated using the portable transmtter. The exam ner has
not addressed the obviousness of this actual claimlimtation
relating to this particular feature of the clained invention.
Since the rejection does not address the fact that this claim
[imtation is not net by any of the applied references, the

rejection fails to establish a prima facie case of the

obvi ousness of the clainmed invention.

Based on the di scussi on above, we do not sustain the
rejection of the clainms based on the collective teachings of
Sanders, Lutz, Sues and De Vaul x as set forth by the exam ner.
Since neither Batey nor Keller overcones the deficiency in the
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rejection noted above, the rejections based on the additional
teachi ngs of Batey or Batey and Keller are al so not supported
by the current record. Therefore, we do not sustain any of
the rejections as set forth by the exam ner.

The decision of the exam ner rejecting clains 1, 2 and
4-17 is reversed.

REVERSED

JERRY SM TH )
Adm ni strative Patent Judge )
)
)
PARSHOTAM S. LALL ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
STUART S. LEVY )
Adm ni strative Patent Judge )

JS/ ki
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Schiff, Hardin & Waite
Pat ent Depart nent
7100 Sears Tower
Chicago, IL 60606-6473
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