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DECI SI ON ON APPEAL
This is a decision on an appeal under 35 U. S.C. 8§ 134 from
the examner’'s refusal to allow clains 1 through 4, 6, 7, 9, 11
and 13 through 32 as anmended subsequent to the final rejection
(see the anendnent dated Mar. 27, 1998, Paper No. 8, entered as

per the
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Advi sory Action dated Apr. 20, 1998, Paper No. 9).! dains 1-4,
6, 7, 9, 11 and 13-32 are the only clains renmaining in this
appl i cation.

According to appellants, the invention is directed to an
el ectronic assenbly that includes a force bearing nenber that
mai nt ai ns contact between conponents in the assenbly where this
menber is made froma specific elastonmeric conposition that is
curable at roomtenperature in |l ess than about 20 m nutes
(Brief, page 1). A copy of illustrative independent claim1l is
attached as an Appendi x to this decision.

The cl ains on appeal stand rejected under 35 U S.C. 8§
103(a) as unpatentabl e over appellants’ own admni ssion
(specification, page 1, line 22 to page 5, line 25) in view of
Yoshino et al. (Yoshino), U S. Patent No. 4,879, 339, issued on

Nov. 7, 1989. W reverse this rejection essentially for the

! The rejections of various clains under the first and
second paragraphs of 35 U S.C. § 112 as set forth in the final
O fice action (Paper No. 6, mailed Dec. 22, 1997) have been
overcome in view of the entry of this anmendnent (Brief, page
1). Al reference to and citation fromthe Brief is fromthe
suppl emental or anended Brief dated Aug. 12, 1998, Paper No.
14.
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reasons stated in the Brief (pages 4-11) and the reasons set

forth bel ow
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OPI NI ON

The exam ner finds that appellants admt that the clained
assenblies with force bearing nenbers nade from silicone rubber
are known but that there is no adm ssion that the specifically
cl ai med room tenperature-curable silicone rubber is known
(Answer, page 3). Accordingly, the exam ner applies Yoshino for
t he di sclosure of a roomtenperature-curabl e organopol ysil oxane
conposition which is “simlar” to the conposition clained (id.).
From t hese findings, the exam ner concludes that it woul d have
been obvious “to utilize [the] disclosure of Yoshino et al to
produce known el ectronic assenblies at roomtenperature.”
Answer, page 4.

Even assum ng arguendo that the room tenperature-curable
or ganopol ysi | oxane conposition of Yoshino is the sane as the
cl ai med force bearing nmenber conposition, we determ ne that the
exam ner has not presented any convincing evidence or reasoning
to make the proposed conbination (see the Brief, pages 4-7).

“We have noted that evidence of a suggestion, teaching, or
notivation to conbine may flow fromthe prior art references

t hensel ves, the knowl edge of one of ordinary skill in the art,
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or, in sone cases, fromthe nature of the problemto be sol ved.

[Citations omtted].” |In re Denbiczak, 175 F.3d 994, 999, 50

UsP2d 1614, 1617 (Fed. Cir. 1999). Broad conclusory statenents
regardi ng the teachings of the references are not “evidence” but
t he show ng nust be “clear and particular.” 1In re Denbiczak,
supr a.

The exam ner finds that the room tenperature-curable
or ganopol ysi | oxane conposition of Yoshino is useful as “electric
insulation,” citing col. 6, Il. 15-16 (Answer, page 3).2 The
exam ner makes no finding as to the utility of appellants’
admtted prior art (Answer, pages 3-5), but inplicitly the
“known el ectronic assenblies” (Answer, page 4) use the room
tenperature curable silicone conposition to produce a force
bearing nenber, i.e., an electrical connector (see the
specification, page 1, |. 22-page 2, |. 13). On this record, we

find no “clear and particul ar” evidence or reasoni ng why one of

W note that Yoshino teaches a room tenperature-curable
or ganopol ysi | oxane conposition “suitable for use as a materi al
for inmprinting or blocking of formi (col. 1, |Il. 10-11),
specifically “useful as a material for inprinting or blocking
of teeth fornms and inserts of external auditory canals,
crimnal identification, electric insulation, and so on.” See
col. 6, Il. 13-16.
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ordinary skill in the electrical connector art at the tine of
appel l ants’ invention would have substituted the room

t enperat ure-curable silicone conposition of Yoshino, taught to
be useful as electrical insulation, for the silicone conposition
of the admtted prior art which was useful as an electrical
connector or force bearing nenber. Accordingly, we nust

concl ude that the proposed conbination is inproper and the

exam ner has not nmet the initial burden of establishing a prim

faci e case of obviousness. Therefore the rejection of the

cl aims on appeal under 35 U S. C
8 103(a) over appellants’ adm ssion in view of Yoshino is
reversed

The decision of the exam ner is reversed.

REVERSED
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APPENDI X
An el ectroni c assenbly conpri si ng:

a first electronic conponent with a first contacting

a second el ectronic conmponent with a second contacting
site;

a force bearing nenber which nmaintains contact between

t he

first contacting site on the first el ectronic conponent
and the second contacting site on the second el ectronic
conponent, wherein the force bearing nenber is nade of

cured conposition conpri sing:

a) an addition curable silicone polynmer conprising
an average of at l|least 2 unsaturated functional
groups per nol ecul e;

b) a crosslinker conprising an average of at |east 2
si licone-hydrogen |inkages per nol ecul e, wherein,
prior to cure, the ratio of Si-H Ilinkages to
functional groups on the silicone polymer (SiHF
ratio) is about 1:1 to about 20:1; and

c) a catalyst, wherein said catalyst is present in
an amount sufficient to permt curing of the
conposition in |less than about 20 mnutes at a
t enperature of about 30°C.



