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JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clainms 1-37, which constitute
all the clains in the application. An amendnent after final
rejection was filed on February 17, 1998 but was denied entry
by the exam ner.

The di sclosed invention pertains to an el ectrographic
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printing nethod and apparatus for formng a toner inage on a
recording medium More particularly, the invention uses a
print head which defines an array of mcrochannels for formng
a plurality of parallel lines of devel oper in the
m crochannel s.

Representative claim1l is reproduced as foll ows:

1. Electrographic printing apparatus for formng a
toner image on a recording nmedium conprising:

a) a nmagnetic brush having a rotatable magnetic core
and a stationary outer shell;

b) a devel oper supply for supplying a nagnetic
devel oper powder to the magnetic brush

c) a print head on the outer shell, the print head
defining an array of mcrochannels for formng a plurality of
parallel |ines of devel oper in the m crochannels, the

m crochannel s being at |east 10 tinmes |onger and at | east
tw ce as deep as they are wide and incl uding nmeans for
selectively transferring devel oper fromthe lines to a
recei ver; and

d) a receiver electrode arranged in spaced relation to
the array of mcrochannels to define a recording region
t hrough which the receiver can be nobved.

The exam ner relies on the follow ng references:

Masuda et al. (Masuda) 4,875, 060 Cct. 17, 1989
Tange 5, 030, 974 July 09, 1991
Nakayama et al. (Nakayamm) 4-141459 May 14, 1992

(Japanese Kokai)
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Clains 1-37 stand rejected under 35 U S.C. § 112,
first paragraph, as being based on an i nadequate disclosure.
Cains 1-9, 14-18, 20-24, 26, 27, 32 and 33 also stand
rejected under 35 U . S.C. 8§ 103 as bei ng unpatentabl e over the
teachi ngs of Tange in view of Nakayama. C ains 34-37 al so
stand rejected under 35 U . S.C. 8§ 103 as bei ng unpatentable
over the teachings of Tange in view of Nakayama and further in
vi ew of Masuda.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the prior art rejections. W have, |likew se, reviewed and
taken into consideration, in reaching our decision, the
appel l ants’ argunents set forth in the brief along with the
exam ner’s rationale in support of the rejections and
argunents in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
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before us, that the specification of this application
adequately supports the clainmed invention under 35 U. S.C. §
112. W are also of the view that the evidence relied upon
and the level of skill in the particular art would not have
suggested to one of ordinary skill in the art the obviousness
of the invention as set forth in clains 1-9, 14-18, 20-24, 26,
27 and 32-37. Accordingly, we reverse.

Appel I ants have indicated that for purposes of this
appeal the claims will all stand or fall together as a single
group [brief, page 2]. Consistent with this indication
appel l ants have nade no separate argunents with respect to any
of the clainms on appeal. Accordingly, all the clains before

us will stand or fall together. Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cr. 1983).
Therefore, we will consider the rejections against independent
claim1l as representative of all the clains on appeal.
We consider first the rejection of clains 1-37 under
the first paragraph of 35 U.S.C. 8§ 112. The rejection states:
Clainms 1-37 are rejected under 35 U S.C. 112,
first paragraph, as containing subject matter

whi ch was not described in the specification in
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such a way as to reasonably convey to one

skilled in the relevant art that the

inventor(s), at the time the application was

filed, had possession of the clainmed invention

[answer, third page].
This rejection relates to the witten description requirenent
of 35 US.C 8§ 112. Specifically, the exam ner focuses on the
recitation in claiml that the mcrochannels are at |east 10
tinmes longer and at |east twice as deep as they are wde. The
exam ner notes that the specification indicated that the
m crochannel s coul d be 50-200 m crons deep, 6, 000-30, 000
m crons |long and have a width of 42 mcrons. The exani ner
i ndi cates that no specific relationship of |ength, height and
width is disclosed. The exanm ner notes that the relationships
recited in claim1 enconpass di nensi ons which are outside of
t he ranges described in the specification.

Appel l ants argue that the I ength and depth ratio
[imtations were added to the clainms to avoid the disclosure
of Nakayama. Appellants also argue that the original clains
had no restrictions on the length or depth ratios with respect
to wdth so that the original clains supported any |length or
depth ratio, and the amended clains nerely restrict the

| anguage of the original clains [brief, pages 2-3].

5



Appeal No. 1999-0427
Appl i cation 08/782,272

The purpose of the witten description requirenent is
to ensure that the applicants convey with reasonable clarity
to those skilled in the art that they were in possession of
the invention as of the filing date of the application. For
t he purposes of the witten description requirenent, the

invention is "whatever is now claimed." Vas-cath, Inc. v.

Mahur kar, 935 F.2d 1555, 1564, 19 USPQ2d 1111, 1117 (Fed. G
1991). The key fact in this case is that the clainmed |length
to wdth ratio and depth to width ratio include val ues which
are within the ranges originally disclosed in the
specification, but also include values which fall outside of
the originally disclosed range. Thus, even though appellants
di scl osed val ues of length, depth and width which fall within
the ranges now clained, the rejection is based on the fact
that the clainmed range is broader than the disclosed range,
and thereby, includes values not originally disclosed.

As not ed above, the proper question to consider is
whet her appell ants’ original specification would have
suggested that they were in possession of the invention now
being clainmed. The original specification nerely noted a
range of di nensions of manufactured m crochannels which had
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been found to be acceptable in tests for practicing the
invention [page 7]. As noted by the examner in the prior art
rejection, the specification does not assign any criticality
to these disclosed ranges. In fact, it appears to us that the
nmost critical dinension of the print head is the space between
t he adj acent channels so that they do not interfere with each
other. The length of the m crochannel woul d appear to be
| east relevant to the practice of the invention and only
determ nes the length of a Iine of devel oper that can be
transferred to a receiver. Thus, the fact that the clained
channel length to width ratio includes |engths which are much
smal l er or larger than the disclosed range appears
i nconsequential to us. The original specification indicates
that higher walls are preferred within the tested range. Once
again, the fact that the claimed depth to wdth ratio includes
dept h val ues larger than the disclosed range does not indicate
| ack of conpliance with 35 U S.C. § 112. The artisan reading
the specification of this application would not have | ooked to
the di scl osed exenplary ranges as establishing alimt on the
di mensi ons of the m crochannel s.

In summary, our view of the original specification is
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that it set forth exenplary ranges for the di nensions of the
m crochannel s, but the specification does not indicate that
t he di nensions should be otherwise limted in any manner to
practice the invention. Therefore, we do not sustain the
exam ner’s rejection of clains 1-37 as being based upon an
i nadequate witten description under the first paragraph of 35
Uus C § 112.

We now consider the rejections under 35 U. S.C. § 103.
In rejecting clains under 35 U.S.C. §8 103, it is incunbent
upon the exam ner to establish a factual basis to support the

| egal concl usion of obviousness. See In re Fine, 837 F.2d

1071, 1073, 5 USPQ@d 1596, 1598 (Fed. GCir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley
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Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been

consi dered [see 37 CFR
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§ 1.192(a)].

Wth respect to representative, independent claiml,
t he exam ner indicates how he conbi nes the teachings of Tange
and Nakayama to support the rejection [answer, fourth-fifth
pages]. This rejection makes no nention of the di nmensions
recited in claiml1l. Appellants argue that the recitation that
the grooves in the clainmed print head are at |east 10 tines
| onger and twice as deep as they are wide clearly
di stingui shes the clainmed invention fromthe applied prior
art. The exam ner acknow edges that Nakayama is silent as to
t he di mensi ons of the channels and that Figures 5-9 of
Nakayama woul d appear to support appellants’ argunents.
Nevert hel ess, the exam ner finds that draw ng di nensions are
not necessarily drawn to scale, and that appellants have
disclosed no criticality for the clained di nensions. The
exam ner also notes that the clainmed dinensions achieve the
sanme result as the relative magnetic perneabilities of
Nakayama [ answer, seventh-ninth pages].

W w il not sustain either of the examner’s
rejections of the clains under 35 U.S.C. 8§ 103 because the

exam ner has failed to establish a prima facie case of
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obvi ousness. The exam ner has not established that the
applied prior art teaches or suggests the di nensional

rel ati onships specifically recited in the clains. The fact
that the applied prior art may achieve a result simlar to the
clainmed invention is not relevant to the question of

obvi ousness. The exam ner has essentially ignored certain
limtations of the clained invention and shifted the burden to
appellants to show criticality of these [imtations. As noted
above, however, the exam ner has the initial responsibility to
denonstrate how the clainmed invention is taught or suggested
by the applied prior art. The examner has failed to satisfy

this responsibility in this case.

11



Appeal No. 1999-0427
Appl i cation 08/782,272

In sunmary, we have not sustained any of the
examner’s rejections of the clains on appeal. Therefore, the
deci sion of the examner rejecting clains 1-37 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
JOSEPH F. RUGAE ERO

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge
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THOVAS H. CLCSE

EASTVMAN KODAK COVPANY
PATENT LEGAL STAFF
ROCHESTER, NY 14650-2201
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