THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 15

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KEVIN W SM TH and EDGAR S. HAFFNER

Appeal No. 1999-0348
Application No. 08/663, 471"

ON BRI EF

Bef ore MEI STER, McQUADE, and NASE, Adm nistrative Patent Judges.
NASE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of clainms 1 and 3 through 29, which are all of the

clainms pending in this application.

We AFFI RM | N- PART.

! Application for patent filed June 13, 1996.
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BACKGROUND

The appellants' invention relates to an electrically
heat ed i nsecticide delivery system An understanding of the
i nvention can be derived froma reading of exenplary clains 1,
12 and 19, which appear in the appendix to the appellants

bri ef.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Lai bow 2,616, 024 Cct. 28,

1952

Mel anson et al. 4,687,904 Aug. 18,

1987

(Mel anson)

Zei t oun 556, 003 Apr. 15, 1957
(Bel gi um

Claims 1, 5to 7, 10, 11, 14 and 27 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Lai bow.

Clains 3, 4, 8 and 9 stand rejected under 35 U. S.C. § 103

as bei ng unpatentabl e over Lai bow in view of Ml anson.
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Clains 12, 13, 19 to 26, 28 and 29 stand rejected under

35 U.S.C. 8 103 as bei ng unpatentabl e over Lai bow

Clainms 15 to 18 stand rejected under 35 U.S.C. 8 103 as

bei ng unpat ent abl e over Lai bow in view of Zeitoun.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the first Ofice action
(Paper No. 2, mailed April 2, 1997) and the exam ner's answer
(Paper No. 12, mailed August 18, 1998) for the examner's
conpl ete reasoning in support of the rejections, and to the
appel l ants' brief (Paper No. 11, filed June 1, 1998) and reply
brief (Paper No. 13, filed Cctober 19, 1998) for the

appel l ants' argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the

respective positions articulated by the appellants and the
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exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

In the brief (p. 4), the appellants stated that

Clains 1, 3-11 and 27-29 stand or fall together; Cains

12-13 stand or fall together; Cains 14-18 stand or fal

together; and C ains 19-26 stand or fall together.

I n accordance with the appellants grouping of clains and
argunents provided, we need to review only the rejections of

clains 1, 12, 14 and 19 to decide the appeal on the rejections

set forth above.

Caim1l
The exam ner determned that claim1 was antici pated by
Lai bow. The exam ner found (first O fice action, p. 2) that
Lai bow shows
a chemcal delivery systemwith a can, a thermally
activated chem cal (not shown) an electrical heater
assenbly 19 with a resistance wire heater 22 and a
thermal cut-off device 23.

The appel lants argue (brief, pp. 4-7) that while Lai bow

does di sclose thernostat-unit 23 which cuts off current when a
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predeterm ned tenperature is reached, Lai bow does not disclose
an additional separate secondary thermal cut-off device as

recited in claim1l.

The exam ner responded to the appellants argunent
(answer, pp. 3-4) by asserting that Lai bow s resistance heater

wire inherently wll act as a thermal shut-off when it nelts.

The appel |l ants responded (reply brief, pp. 1-2) to the
effect that while Laibow s resistance wire of course will nelt
at sone tenperature, this does not nake it a thermal cut-off.
In this regard, the appellants cite the definition of "thernal
cut-off" as being a device that "automatically opens the
circuit of an electric notor or other device when the

operating tenperature exceeds a safe valve."

Initially we note that anticipation by a prior art
reference does not require either the inventive concept of the
cl ai med subject matter or the recognition of inherent
properties that nmay be possessed by the prior art reference.

See Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633,
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2 USPQ2d 1051, 1054 (Fed. Cir.), cert. denied, 484 U S. 827

(1987). A prior art reference anticipates the subject of a
cl aimwhen the reference discloses every feature of the

clainmed invention, either explicitly or inherently (see Hazan

V. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd 1358,

1361 (Fed. Cir. 1997) and RCA Corp. v. Applied Digital Data

Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cir. 1984)); however, the law of anticipation does not require
that the reference teach what the appellants are claimng, but
only that the clains on appeal "read on" sonething disclosed

in the reference (see Kalman v. Kinberly-dark Corp., 713 F.2d

760, 772, 218 USPQ 781, 789 (Fed. GCir. 1983), cert. denied,

465 U.S. 1026 (1984)).

Claim1l recites a chem cal delivery system conprising,
inter alia, a can, a thermally activated chenmi cal, and an
el ectrical heater assenbly. Caim1l further recites that the
el ectrical heater assenbly includes a resistance heater wire
connected with a primary thermal cut-off device and that the
resi stance heater wire be conprised of a material "having a

melting tenperature defining a secondary thermal cut-off."
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Thus, the sole issue presented by the appellants in this
appeal is whether the clainmed limtation that the resistance
heater wire be conprised of a material having a nelting
tenperature defining a secondary thermal cut-off inherently
"reads on" Laibow s electrical resistance wiring (see colum

3, lines 20-37).

It is axiomatic that, in proceedings before the PTQ
clainms in an application are to be given their broadest
reasonabl e interpretation consistent with the specification,
and that claimlanguage should be read in light of the

specification as it would be interpreted by one of ordinary

skill inthe art. 1n re Sneed, 710 F.2d 1544, 1548, 218 USPQ
385, 388 (Fed. Cir. 1983). Moreover, limtations are not to
be read into the clainms fromthe specification. [In re Van

Geuns, 988 F.2d 1181, 1184, 26 USPQ2d 1057, 1059 (Fed. Grr

1993) citing In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320,

1322 (Fed. Gir. 1989).

Upon review of the appellants' specification, we have

determned the followng. First, the tenperature at which the
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primary thermal cut-off device 38 is designed to operate is
dependent upon the activation tenperature of the thermally
activated chem cal, which as disclosed is approximately 275°C
for permethrin (the only disclosed thermally activated

chem cal). Second, the only disclosed material for the

resi stance heater wire is nickel-chrom umwhich has a nelting

tenperature of approximately 1395°C,

It is our determnation that the clained [imtation that
the resi stance heater wire be conprised of a material having a
melting tenperature defining a secondary thermal cut-off
i nherently "reads on" Laibow s electrical resistance wiring
for the reasons that follow Accordingly, we sustain the
examner's rejection of claiml1l. Wile the exact material and
its nmelting tenperature of Laibow s electrical resistance
Wi ring has not been specifically disclosed, it is our opinion
that it is inherent that Laibow s electrical resistance wiring
has a nelting tenperature, and thus, ipso facto, defines a
tenperature that will function as a thermal cut-off secondary
to his thernostat-unit 23. Wile this tenperature may be

substantially higher then the activation tenperature of the
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thernostat-unit 23 (i.e., primary cut-off), this is equally
true of the appellants' device wherein the nelting tenperature
of 1395°C of the resistance heater wire is substantially

hi gher than the activation tenperature of the primary cut-off
(1.e., about 275°C). In addition, it is our view that an
artisan in applying the appellants submtted definition of
"thermal cut-off" to their device would determ ne the safe
val ue tenperature to be sonewhat higher than the activation
tenperature of the thermally activated chem cal (i.e.
approximately 275°C for pernethrin) and the activation
tenperature of the primary thermal cut-off. Therefore, the
melting tenperature of 1395°C disclosed by the appellants for
the resistance heater wire functions as a thermal cut-off
since 1395°C exceeds the safe value tenperature (i.e.,
somewhat hi gher than 275°C). In the sanme fashion, it is
apparent that the nelting tenperature of Laibow s electrical
resi stance wiring would exceed the safe val ue tenperature of
Lai bow s el ectrical heater assenbly (i.e., a tenperature

slightly higher than the activation tenperature of the
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thermal ly activated chem cal and the activation tenperature of

the thernostat-unit 23).

For the reasons stated above, the decision of the
exam ner to reject claiml1l under 35 U . S.C. § 102(b) is

affirned.

Claims 3 to 11 and 27 to 29

As set forth previously, the appellants have grouped
claims 1, 3 to 11 and 27 to 29 as standing or falling
together. Thereby, in view of the affirmance of the rejection
of claim1l above, clainms 3 to 11 and 27 to 29 fall with claim
1. Thus, it follows that the decision of the exam ner to
reject claims 5 to 7, 10, 11 and 27 under 35 U.S.C. § 102(b)
and clainms 3, 4, 8, 9, 28 and 29 under 35 U.S.C. 8§ 103 is al so

af firned.

Claim 14
Claim 14 reads as foll ows:
The chem cal delivery systemof claim1, nmanufactured by

the process of overnolding said electrical heater
assenbl y.
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The appel lants argue (brief, pp. 8-9, and reply brief, p.
3) that Lai bow does not disclose or suggest an electrical

heat er assenbly manufactured by the process of overnol ding.

The exam ner's position (answer, p. 4) is that "Lai bow

shows all the structure recited."

In our view, the overnolding of the electrical heater
assenbly step recited in claim 14 defines a structural
[imtation (i.e., that the electrical heater assenbly is
over nol ded) not disclosed by Laibow. Since all the
limtations of claim 14 are not disclosed by Lai bow, the
deci sion of the exam ner to reject claim14 under 35 U. S.C. §

102(b) is reversed.

Clains 15 to 18
Clainms 15 to 18 depend fromclaim 14 and were rejected
under 35 U. S.C. § 103 as bei ng unpatentabl e over Laibow in

view of Zeitoun. W will not sustain this rejection.
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We have reviewed Zeitoun additionally applied in this
rejection of clains 15 to 18 but find nothing therein which
makes up for the deficiencies of Laibow di scussed above
regarding claim14. Accordingly, the decision of the exam ner

toreject claims 15 to 18 under 35 U . S.C. 8§ 103 is reversed.
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Claim 12

Claim12 recites a chem cal delivery system conpri sing,
inter alia, a can, a thermally activated chem cal, an
el ectrical heater assenbly, and a thermally rupturabl e seal
closing an open end of the can. Caim12 further recites that
the electrical heater assenbly includes a resistance heater

wire connected with a primary thermal cut-off device.

The exam ner determ ned that claim 12 was obvi ous over
Lai bow. The exam ner found (first Ofice action, p. 3) that
Lai bow does not disclose "a thermal seal closing the open end
of the can." The exam ner then concluded that "it woul d have
been obvious to provide a seal to retain the thermally
activated chemcal in the can while handling and during

transport.”

The appel l ants argue (brief, pp. 15-17) that the prior
art (i.e., Laibow) fails to disclose or suggest a thermally

rupturabl e seal closing an open end of a can.
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In rejecting clains under 35 U. S.C. § 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@d 1955, 1956 (Fed. Cir. 1993). The conclusion that the

cl ai med subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally available to one of

ordinary skill in the art that would have | ed that individua
to conbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQRd 1596, 1598 (Fed. Cir. 1988). Rejections based
on 8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt

that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In

re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).
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The applied prior art (i.e., Laibow) fails to disclose or
suggest a thermally rupturable seal closing an open end of a
can. \Wile it may have been obvious to one of ordinary skil
inthe art at the tinme the invention was made? to have
provided a lid, closure or seal to retain the thermally
activated chemcal in Laibow s cup 29 prior to its use in his
vaporizer, we see no evidence, absent the use of inperm ssible
hi ndsight, as to why it woul d have been obvious to one of
ordinary skill in the art at the tinme the invention was nmade
to have utilized a thermally rupturable seal to close the open
end of Laibow s cup 29 prior to its use in his vapori zer.
Accordingly, the decision of the exam ner to reject claim 12

under 35 U . S.C. 8 103 is reversed.

Claim19

2 An artisan is presuned to know sonet hi ng about the art
apart fromwhat the references disclose (see In re Jacoby, 309
F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962)) and the
concl usi on of obvi ousness may be made from "common know edge
and common sense" of the person of ordinary skill in the art
(see In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA
1969)).
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Claim19 recites a chem cal delivery system conpri sing,
inter alia, a can, a thermally activated chenmi cal, and an
el ectrical heater assenbly. Caim19 further recites that the
el ectrical heater assenbly includes a resistance heater wire
having a parallel shunt at one end thereof which bypasses a

portion of the heater wre.

The exam ner determ ned that claim19 was obvi ous over
Lai bow. The exam ner found (first O fice action, p. 3) that
Lai bow does not disclose "a parallel shunt.”™ The exam ner
then concluded that "it woul d have been obvious to enploy a
paral |l el shunt such as, for exanple, to operate a single |ight

to display that the heating elenent is operational."

The appel lants argue (brief, pp. 17-18) that the cl ai nmed
paral l el shunt (i.e., a resistance heater wire having a
paral l el shunt at one end thereof which bypasses a portion of
the heater wire) is not taught, disclosed nor suggested by

Lai bow, or any of the other cited references.
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The applied prior art (i.e., Laibow) fails to disclose or
suggest a resistance heater wire having a parallel shunt at
one end thereof which bypasses a portion of the heater wre.
Once again, the exam ner has not applied any evi dence? absent
the use of inpermssible hindsight, as to why it would have
been obvious to one of ordinary skill in the art at the tine
the invention was made to have utilized a parallel shunt as
recited in claim19. Accordingly, the decision of the

examner to reject claim19 under 35 U . S.C. 8§ 103 is reversed.

3 Evidence of a suggestion, teaching, or notivation to
nodi fy a reference may flow fromthe prior art references
t hensel ves, the know edge of one of ordinary skill in the art,
or, in some cases, fromthe nature of the problemto be
solved, see Pro-Mdld & Tool Co. v. Geat Lakes Plastics, Inc.,
75 F.3d 1568, 1573, 37 USPQ@d 1626, 1630 (Fed. Cir. 1996),
Para- Ordi nance Mg. v. SGS lnports Intern., Inc., 73 F.3d
1085, 1088, 37 USPQRd 1237, 1240 (Fed. G r. 1995), although
"the suggestion nore often conmes fromthe teachings of the
pertinent references,” In re Rouffet, 149 F.3d 1350, 1355, 47
UsP2d 1453, 1456 (Fed. Cir. 1998). The range of sources
avai |l abl e, however, does not dimnish the requirenent for
actual evidence. See, e.q., CR Bard, Inc. v. M3 Sys., Inc.,
157 F.3d 1340, 1352, 48 USPd 1225, 1232 (Fed. Cir. 1998). A
broad concl usory statenent regarding the obvi ousness of
nodi fying a reference, standing alone, is not "evidence."
E.9., MElnmurry v. Arkansas Power & Light Co., 995 F.2d 1576,
1578, 27 USPQ2d 1129, 1131 (Fed. Cr. 1993); In re Sichert,
566 F.2d 1154, 1164, 196 USPQ 209, 217 (CCPA 1977).
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Clainms 13 and 20 to 26

Claim 13 depends fromclaim 12 and clains 20 to 26 depend
fromclaim19. The decision of the exam ner to reject clains
13 and 20 to 26 under 35 U.S.C. § 103 is reversed for the

reasons set forth above with respect to clains 12 and 19.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1, 5 to 7, 10, 11 and 27 under 35 U.S.C. § 102(b) is
affirmed; the decision of the examner to reject claim14
under 35 U. S.C
8§ 102(b) is reversed; the decision of the exam ner to reject
claims 3, 4, 8, 9, 28 and 29 under 35 U.S.C. § 103 is
affirnmed; and the decision of the examner to reject clains

12, 13, 15 to 26 is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JEFFREY V. NASE
Adm ni strative Patent Judge

JAMES M ©MEI STER )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
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