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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 29 through 68, which are all of the clains

pending in this application.?

W AFFI RM | N- PART.

2 Cains 54 and 63 were anended subsequent to the fina
rejection.
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BACKGROUND

The appellants' invention relates to an asphalt paver
with rem xi ng conveyor system An understanding of the
i nvention can be derived froma readi ng of exenplary cl ai m 54,

whi ch appears in the appendi x to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Brown et al. (Brown) 5,002, 426 Mar. 26,
1991
MIller 5, 240, 321 Aug. 31,
1993
Reed 5, 553, 969 Sep.
10, 1996
(filed Feb. 13, 1995)

Hof f man?3 1, 584, 435 (Ger many) Sep. 9,
1971
Pietro 1,011, 358 (Canada) May 31, 1977
CGer ard* 2,648, 168 (France) Dec. 14, 1990

®In determning the teachings of Hoffrman, we will rely on

the translation provided by the PTO A copy of the
translation is attached for the appellants' conveni ence.

“1In determning the teachings of Gerard, we will rely on
the translation provided by the PTO A copy of the
translation is attached for the appellants' conveni ence.
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The rejections before us on appeal as set forth in the
exam ner's answer (Paper No. 22, mailed Oct. 26, 1998) are:
(1) Cdainms 29 to 35, 37, 38 and 49 to 52 under 35 U.S.C. § 103
as being unpatentable over Brown in view of Reed,

(2) Adaim36 under 35 U.S.C. § 103 as bei ng unpatentabl e over
Brown in view of Reed and Hof f man;

(3) Clains 39 to 43 under 35 U.S.C. §8 103 as being
unpat ent abl e over Brown in view of Reed and Pietro;

(4) Cdainms 44 and 53 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Brown in view of Reed and M Il er;

(5) Clains 45 to 48 under 35 U. S.C. §8 103 as being
unpat ent abl e over Brown in view of Reed and Gerard,

(6) Cainms 54 to 58, 60 and 61 under 35 U. S.C. 8 103 as being
unpat ent abl e over Brown in view of Gerard and Reed,

(7) Adaim59 under 35 U.S.C. § 103 as bei ng unpatentabl e over
Brown in view of Gerard, Reed and Hof f man; and

(8) Cdaim62 under 35 U.S.C. § 103 as bei ng unpatentabl e over

Brown in view of Gerard, Reed and MIler.?®

® The following rejections were wthdrawn by the exam ner
in the answer (pp. 2, 4, 5, 7 & 15): (1) claim66 under 35
U s C

(continued. . .)
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer for the
exam ner's conpl ete reasoning in support of the rejections,
and to the appellants' brief (Paper No. 21, filed Septenber 4,

1997) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

In the brief (p. 4), the appellants stated that

Clainms 29-43 and 45-48 stand or fall together. Caim44
stands alone. Cains 49-53 stand or fall together.

°C...continued)
§ 112, 1; (2) claim63 under 35 U.S.C. 8§ 112, 12; and (3)
clains 63 to 68 under 35 U. S.C. § 103. The status (e.g.,
all owed) of clains 63 to 68 (which are not subjected to any
rejection) was not set forth by the exam ner in the answer.
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Clainms 54-61 stand or fall together. Caim62 stands
al one.

In addition, on pages 5 to 9 of the brief, the appellants have
provi ded separate argunents as to the patentability of clains
29, 44, 49, 54 and 62. In accordance with the appellants
groupi ng of clains and argunents provi ded, we need to review
only the rejections of clains 29, 44, 49, 54 and 62 to decide
the appeal on the rejections under 35 U.S.C. § 103 set forth

above.

In rejecting clains under 35 U S.C. 8§ 103, the exam ner
bears the initial burden of presenting a case of obvi ousness.

See In re Rjckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956

(Fed. Cir. 1993). A case of obviousness is established by
presenting evidence that woul d have | ed one of ordinary skil
in the art to conbine the rel evant teachings of the references

to arrive at the clainmed invention. See Inre Fine, 837 F.2d

1071, 1074, 5 USPQd 1596, 1598 (Fed. G r. 1988) and In re

Lint ner, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972).

Claim 29
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We sustain the rejection of claim29 under 35 U S.C. 8§

103.

The appel | ants have not contested the exam ner's
determination that it woul d have been obvious to provide Brown
with a pug mll as suggested and taught by Reed's pug ml|
122. The appellants only argue that such conbination fails to
arrive at the clainmed conbination. Specifically, the
appel | ants argue (brief, pp. 5-6) that nothing in either Brown
or Reed "even renotely suggests that a single structura
conmponent may be arranged to convey the nmaterial as well as

mx the material as the material is being conveyed."

The exam ner responded to this argunent (answer, p. 12)
by stating that Reed's pug mll 122 "receives paving
conponents received from conveyor 80, m xes them and conveys

themto spreader box 136."

In our view, Reed's pug mll 122 clearly is a single

structural conponent which conveys the material as well as
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m xes the material as the material is being conveyed. In that
regard, Reed teaches (colum 4, lines 19-22) that
[c] onveyor 80 then passes m xed conponents into pug ml|
122 which thoroughly distributes the conponents before
passing the sane into chute 132 and spreader box 136 for
use on surface 142.
Reed al so teaches (colum 3, lines 55-58) that as shown in
Figures 3, 7, and 8
[plug m Il 122 conprises a pair of counter rotating
augers 124 and 126 which are driven by hydraulic notor
128 through gear drive 130.
Additionally, as shown in Figure 1, the conveyor 80 drops the
m xed conponents into the left side of the pug mll 122 which
passes the conponents into chute 132 at the right side of pug
mll 122. Accordingly, it is our determ nation that Reed's
pug mll 122 clearly conveys the m xed conmponents fromthe
| eft side of the pug mll where the conponents are deposited
fromconveyor 80 to the right side of the pug mll 122 for
deposit in chute 132. Thus, Reed's pug mlIl 122 clearly is a
single structural conmponent which conveys the conponents as

wel | as m xes the conponents as the conponents are being

conveyed.
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For the reasons stated above, the decision of the

examner to reject claim?29 under 35 U S.C. 8 103 is affirned.

Claim44

W will not sustain the rejection of claim44 under

35 U.S.C. § 103.

We agree with the appellants' argunment (brief, pp. 6-7)
that the applied prior art does not suggest the clained

subj ect matter of claim44.

Caim44 requires the feed augers to have "a tapered
peri pheral dianeter.” However, this limtation is not
suggested by the applied prior art. In that regard, while
M|l er does teach screw nmi xers each having a tapered
peri pheral dianeter, it is our viewthat MIler does not teach
or suggest nodifying the augers in the pug mll of Reed to

each include a tapered peripheral dianeter.
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In our view, the only suggestion for nodifying the
applied prior art in the nmanner proposed by the exam ner to
neet the above-noted limtation stens from hindsi ght know edge
derived fromthe appellants' own disclosure. The use of such
hi ndsi ght know edge to support an obvi ousness rejection under
35 U.S. C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469

US 851 (1984). It follows that the decision of the exam ner

to reject claim44 under 35 U S.C. 8§ 103 is reversed.

Claim49

We sustain the rejection of claim49 under 35 U S.C. 8§

103.

Once again, the appellants have not contested the
exam ner's determ nation that it would have been obvious to
provide Brown with a pug mll as suggested and taught by
Reed's pug m |l 122. The appellants only argue (brief, p. 7)

that such conmbination fails to suggest a kit in which an
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exi sting conventional slat conveyor is replaced with a pair of
feed augers arranged to convey the hot asphalt material and to
rem x the hot asphalt naterial as the material is being

conveyed.

This argunent is unpersuasive for the follow ng reasons.
First, it is not conmmensurate in scope with the subject matter
claimed. |In that regard, we note that claim49 is drawn to a
"kit" conprised of the recited elenents (i.e., feed augers,
securing devices, and notors) not the nmethod of replacing an
exi sting conventional slat conveyor with a pair of feed
augers. Accordingly, the fact that the applied prior art may
not have rendered it obvious to have replaced an existing
conventional slat conveyor with a pair of feed augers does not
equate to a conclusion that the "kit" recited by claim49 is
pat ent abl e over the applied prior art. Second, as set forth
above in our discussion of claim?29, Reed's pug mll 122
clearly is a single structural conmponent which conveys the
conmponents as well as m xes the conponents as the conponents

are bei ng conveyed.
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For the reasons stated above, the decision of the

examner to reject claim49 under 35 U S.C. 8 103 is affirned.

Clainms 30 to 43, 45 to 48 and 50 to 53

As set forth previously, the appellants have grouped
claims 29 to 43 and 45 to 48 as standing or falling together
and has grouped clains 49 to 53 as standing or falling
together. Thereby, in view of the affirmance of the rejection
of clainms 29 and 49 above, clains 30 to 43, 45 to 48 and 50 to
53 fall with clainms 29 and 49. Thus, it follows that the
decision of the examner to reject clains 30 to 43, 45 to 48

and 50 to 53 under 35 U.S.C. 8 103 is also affirned.

Cl ai m54

W will not sustain the rejection of claimb54 under

35 U S.C. § 103.

We agree with the appellants' argunment (brief, pp. 8-9)
that the applied prior art does not suggest the clained
subject matter of claim54 (i.e., the auger clause of claim

54).
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Claimb54 requires the feed augers to be "di sposed within
sai d hopper"” and to define "a rem xi ng zone therebetween
wherein the material is desegregated laterally relative to the
path as the nmaterial is conveyed by said augers.” However,
these limtations are not suggested by the applied prior art.
In that regard, while Reed does teach feed augers having the
recited m xing zone, the augers are not disposed within the
hopper. Simlarly, while Gerard does teach feed augers
di sposed within the hopper, the augers do not have the recited
m xing zone. It is our viewthat while Gerard may have
suggested replacing Brown's slat conveyors w th auger
conveyors as taught by Gerard, the applied prior art woul d not
have further suggested nodifying those augers to define "a
rem xi ng zone therebetween wherein the material is
desegregated laterally relative to the path as the naterial is
conveyed by said augers.” In our view, the only suggestion
for nodifying the applied prior art in the nmanner proposed by
the exam ner to neet the above-noted limtations stens from
the use of inperm ssible hindsight. It follows that the
deci sion of the exam ner to reject claimb54 under 35 U. S. C

8§ 103 is reversed.
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Clains 55 to 62

Clainms 55 to 62 depend from i ndependent claimb54 and are
pat ent abl e over the applied prior art for the reason set forth
above with respect to claim54.% Thus, it follows that the
decision of the examner to reject clains 55 to 62 under

35 US.C. § 103 is al so reversed.

® W have reviewed the references additionally applied in
the rejection of clains 59 and 62 (i.e., Hoffman and M1l er)
but find nothing therein which nakes up for the deficiencies
of Brown, Cerard and Reed di scussed above with respect to
cl ai m 54.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 29 to 43 and 45 to 53 under 35 U.S.C. 8 103 is affirned
and the decision of the examner to reject clains 44 and 54 to

62 under 35 U . S.C. § 103 is reversed.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JOHN F. GONZALES
Adm ni strative Patent Judge

JEFFREY V. NASE )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
MURRI EL E. CRAWFORD ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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