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DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner’'s final rejection of clains 1-27, which are al

of the clains pending in this application.

BACKGROUND

The appellant's invention relates to a sel ective cal
system for reduci ng power consunption in renote pagers. An
under st andi ng of the invention can be derived froma reading

of exenplary claiml1l, which is reproduced as foll ows:
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1. A method for transmtting data froma transmtter to
a plurality of receivers, the nethod conprising the steps of:

at the transmtter,

(a) transmtting first signals each having a first tinme
period which is divided into a plurality of franes,

each of the frames conprising:
a synchroni zation field;

an address field conprising a plurality of addresses
associated wth the receivers, respectively; and

a nmessage field conprising a plurality of messages
corresponding to the addresses, respectively, each of the
messages conprising a nessage and a nessage header which
i ncl udes an address transm ssion nunber of an address
corresponding to the nessage, said address transm ssion nunber
indicating a transm ssion order of each of the addresses
Wi thin said address field, and

at each of the receivers,

(b) receiving a frane of at |east one of the first
si gnal s;

(c) sequentially searching the address field for an
address of the receiver itself while increnenting an address
count at each address searched,;

(d) storing the address count when the address of the
receiver itself is found; and

(e) selecting a nessage addressed to the receiver itself
fromthe nmessage field by conparing the address count stored
with the address transm ssion nunber included in the nessage
header .
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The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

DeLuca et al. (DelLuca) 5, 089, 813 Feb. 18,
1992
Kane et al. (Kane) 5, 315, 635 May 24,
1994

Clainms 1-27 stand rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over DelLuca in view of Kane.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ant regardi ng the above-noted
rejection, we make reference to the exam ner’s answer (Paper
No. 15, mailed July 17, 1998) for the exam ner’s conplete
reasoning in support of the rejection, and to appellant’s
brief (Paper No. 14, filed June 23, 1998) and reply brief
(Paper No. 17, filed Septenber 17, 1998) for appellant’s

argunent s thereagai nst.

CPI NI ON
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In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rejection advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellant's
argunments set forth in the briefs along wwth the examner's
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the art would not have suggested to one of ordinary skill in
the art the invention as set forth in clainms 1-27.
Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467
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(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland Q1. Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prinma facie

case of obviousness. Note In re Cetiker, 977 F.2d 1443, 1445,
24 USPQ2d 1443, 1444 (Fed. Cr. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prim
facie case with argunent and/or evidence. Cbviousness is then
determ ned on the basis of the evidence as a whole. See id.;

In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.
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Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,

788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 ( CCPA 1976).

We begin with claim1l. The exam ner takes the position
(answer, page 5) that DelLuca teaches all of the claim
[imtations, with the exception of "a nessage header having a
message whi ch includes an associ ated address transm ssi on
nunber and conparing an address count with the address
transm ssion nunber."” To overcone this deficiency of Deluca,
the exam ner relies upon Kane for a teaching (answer, page 6)
of "a message which includes an associ ated nessage sequence
nunber (address transm ssion nunber) and conpare[s] such with
an address count." According to the exam ner (answer,
par agr aph bridgi ng pages 5 and 6) "one skilled in the art
recogni zes there nust be sone neans of associating an address
count and a nessage sequence nunber. One such neans woul d be
to conpare the count with the nunber.™

Appel I ant asserts (brief, page 4) that DeLuca and the
present invention are directed to a system which sends
mul ti pl e nessages grouped in a frame, whereas Kane is directed

to an entirely different transm ssion system which sends and
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receives only one nessage at a tine. Appellant notes (brief,
page 5) that in Kane, each of the sequence nunbers represents
a single nessage addressed to a specific receiver. In
contrast to Kane, appellant's invention provides for each of
the address transm ssion nunbers to correspond with a nessage
in a received frame of nessages, which could be addressed to
any receiver. According to appellant (brief, page 4), because
of this fundanmental difference of sending multiple nessages in
a frame versus sendi ng single nessages, Kane does not suggest
the clained feature m ssing from DelLuca.

We find that DelLuca discloses (col. 1, lines 6-9) a
selective call receiver, such as a pager. Messages are
grouped into correspondi ng address and information fields by
base station transmtter 50 (Figure 1 and col. 2, line 65 -
col. 3, line 10). Upon receiving a nessage having an address
mat chi ng t he pagi ng receiver, the nessage nay be stored in
message nenory 60 after being decoded by a m croconputer in
decoder 58. The nessage sequence of each data packet (Figure
3 and col. 3, lines 44-55) begins with a 2 digit format
signal. A "00" format signal reflects that no additional

informati on associated with the nessage follows. A "01"
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format signal reflects a continuation signal, indicating that
the foll ow ng packet contains additional information
associated with the nessage. Figure 4a discloses a selective
call signal protocol received by a pager. It includes (col

3, line 67 - col. 4, line 14) a synchroni zation signal, as
wel | as address and data fields. The address field has a
predet erm ned nunber of address slots. Additionally, the data
field contains a correspondi ng nunber of data packets. |If the
pager receives the signal of Figure 4a and finds its own
address, i.e., Al, it receives the associ ated nessage
information only in the data packet D1, in the data field.
However, in DelLuca, a nessage is not selected by conparing an
address count with an address transm ssion nunber that is
stored in the nessage header by the transmtter. |In Deluca,
(Figure 5) the program sequentially increments through each
address searched (step 210). |If the address of the selective
call receiver is found, step 208 is executed, setting the
programto receive the data packet corresponding to the
address count. After increnenting through each address to see
if the address corresponds to the pager, the nessages are

sequentially incremented in a simlar fashion (steps 218, 220,
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222, and 226). The increnented nunber of the packet is
conpared with the increnented nunber of the address, i.e., if
the third address corresponds to the address of the pager, the
third data packet is received. Fromthese teachings of
DeLuca, we find that DelLuca sel ects a data packet
corresponding to the pager address by increnenting
sequentially through each of the nessages until the packet to
be received is reached.

We find that in Kane, central term nal 102 stores
nmessages for transmission to a selective call receiver. The
messages are sent and received sequentially (col. 2, lines 45-
48). Each nmessage 200 includes identification and control
information 202, as well as data information 204. The

identification and control information includes, inter alia,

address information 206, nessage sequence nunber 208, and
nmessage repetition count 210 (Figure 2). Each of the nessages
for a selected call receiver are given a nessage sequence
nunber which identifies the relative sequence of the nessage
in the transm ssion sequence (col. 8, lines 39-44). The
nmessage sequence nunbers for the received nessages are put

into alinked list (Figure 3) and are ordered according to
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their transm ssion sequence nunber (col. 10, lines 2-11 and
24-28). To ensure that all of the nmessages sent by the
central term nal have been received, the nessages may be
resent. Upon receiving a nmessage corresponding to the
selective call receiver, 130, the nessage is stored in nmenory
140 (col. 8, lines 20-23). |If, after a predeterm ned period
of tinme, a nessage in the sequence has not been received, a
message reconciliation request is sent to central term nal 102
t hrough path 152 (col. 7, lines 28-35) and the nessage is
resent (Figure 10 and col. 13, line 58 - col. 14, line 33).

From t hese teachings of Kane, we find that because Kane
sequentially transmts and receives each nessage, Kane does
not sel ect a nessage by conparing an address count with an
address transm ssion nunber that is stored in the nessage
header. 1In Kane, if the address of the nessage corresponds to
t he address of the selective call receiver, the nessage is
stored. W find that Kane uses nessage sequence nunbers
because the nessages are sequentially transmtted. The
nmessage sequence nunbers ensure that all of the nessages have
been received and are properly ordered. Because DelLuca

transmts nmessages that are grouped together, we see no
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t eachi ng or suggestion, nor has any persuasive |ine of
reasoni ng been provided by the exam ner, for utilizing
transm ssi on sequence nunbers in DeLuca and then conparing the
address count with the transm ssion sequence nunber in order
to select a nessage. We find that DeLuca and Kane teach away
fromthe proposed conbi nati on advanced by the exam ner because
of their different nethods of transm ssion, i.e., grouped
nmessages versus single nessages sent sequentially. W
additionally find that DeLuca and Kane teach away fromthe

cl ai med i nvention because Kane teaches providing a separate
sequence for each selective call receiver, whereas in DelLuca,
each signal received, as shown in Figure 4a, includes
addresses and nessage data intended for nore that one

sel ective call receiver.

The exam ner asserts (answer, page 9) that "one skilled
in the art recogni zes including a neans for associating an
address count with address transm ssion nunber would be to
conpare the two for the purpose indicating a transm ssion
order of each addresses wthin the nessage field." CQur
reviewi ng court has stated that "[o]bviousness may not be

establ i shed using hindsight or in view of the teachings or
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suggestions of the inventor." Para-Ordnance Mg. v. SGS

| nporters Int’l, 73 F.3d 1087, 37 USPQ 2d at 1239 (Fed. Gr

1995), citing W _L. Gore & Assocs., v. Garlock, Inc., 721 F.2d

at 1551, 1553, 220 USPQ at 311, 312-13 (Fed. Cr. 1983). W
find the exam ner's assertion of what is known by one of
ordinary skill in the art to be concl usionary and unsupported
by evidence. Fromour review of the record, we find no
suggestion, other than from appellant's disclosure, of
replacing the increnental sequencing of the nessages with a
nmessage sequence in a nmessage header, and then conparing the
address count with the transm ssion nunber stored in the
nmessage header. Accordingly, we conclude that the exam ner

has failed to establish a prima facie case of obviousness with

respect to claima1l.

Wth respect to the other independent clainms 9, 12, 17,
and 22, we note that appellant asserts (brief, page 4) that
all of the independent clainms include selecting a nessage by
conparing an address count with an address transm ssion nunber
that is stored in the nessage header by the transmtter. W
find that independent clains 12, 17, and 22 contain | anguage

simlar to claim1. Accordingly, we find that the exam ner
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has failed to establish a prima facie case of obviousness with

regard to i ndependent clainms 12, 17, and 22. Upon revi ew of
claim9, we find that the claim9 is directed toward a net hod
of signal transmission froma transmtter to a plurality of
receivers, and therefore does not recite conparing a stored
address count with the address transm ssion nunber included in
t he nmessage header, as the "conparing"” takes place in the

sel ective call receiver. Turning to claim9, we find that
even though the claimdoes not recite conparing a stored
address count with the address transm ssion nunber included in
t he message header, we find that claim9 contains | anguage
regardi ng the nessage frane that is neither taught nor would
have been suggested by the conbi ned teachings of DeLuca and
Kane. For the reasons discussed, supra, we find that the
limtation of claim9 that the nessage header "includes the
address transm ssion count of an address signal correspondi ng
to the nmessage signal, said address transm ssion count
indicating a transm ssion order of each of the addresses
within said address field" is not taught or suggested by
DeLuca considered with Kane. W therefore conclude that the

exam ner has failed to establish a prima facie case of
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obvi ousness of independent claim9. As the rejection of each
of the independent clains has been reversed, the rejection of
each of the clains dependent upon independent clains 1, 9, 12,
17, and 22 is also reversed. Accordingly, the decision of the
examner to reject clains 1-27 under 35 U.S.C. 8§ 103 as
unpat ent abl e over the conbi ned teachings of DeLuca and Kane is

rever sed

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clainse 1-27 under 35 U.S.C. 8 103 is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT

ANI TA PELLMAN GROSS APPEALS
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Adm ni strative Patent Judge

STUART S. LEVY
Adm ni strative Patent Judge
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