THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and

(2) is not binding precedent of the Board.
Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 99-0228
Application 08/ 721, 5041

Bef ore MElI STER, ABRAMS, and FRANKFORT, Adm nistrative Patent
Judges.

ABRAMVS, Admini strative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed Septenber 26, 1996.
According to appellant, this application clains the benefit
under 35 U. S.C. 8§ 119(e) of the filing date of Provisiona
Application No. 60/005,476, filed October 16, 1995.
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This is an appeal fromthe decision of the exam ner
finally rejecting clains 1-16, which constitute all of the
clainms of record in the application.

The appellant's invention is directed to a hole cutting
apparatus (clainms 1-12) and nethod (clains 13-16). The
invention is illustrated by reference to clains 1 and 13,
whi ch read as follow

1. A hole cutting apparatus, conprising:

a hol | ow tube having:

a distal end termnating in a cutting edge;

a proxi mal end;

a lumen, extendi ng between said distal and proxi nal
ends, said |lunen being of smaller dianeter near said

di st al end than at said proxi mal end; and

ej ection nmeans constructed and arranged for urging a
slug of material cut by said hollow tube froma piece of
said material and | odged in said distal end towards said
proxi mal end.

13. In the nethod of cutting a hole in material having a
t hi ckness by forcing the distal end of a hollow cutting tube
havi ng di stal and proximal ends through said material to
renmove a discard slug having said thickness of said materi al,
renoving said tube fromsaid material, and ejecting said slug
fromsaid tube, the inprovenent conpri sing:

providing said cutting tube in the formof a hollow tube
having a | unen, extendi ng between said distal and proxi nal
ends, said lunmen being of snaller diameter near said distal

end than at said proxi mal end; and
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ej ecting slugs of material from said proximal end.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

MacG egor 2,424,474 Jul .
22, 1947
Dann 2,463, 455 Mar .
1, 1949

THE REJECTI ON

Clainms 1-16 stand rejected under 35 U S.C. 8 103 as being

unpat ent abl e over Dann in view of MacG egor

OPI NI ON
Rat her than reiterate the exam ner’s expl anation of the
rejection and the appellant’s argunents in response thereto,
we refer to the Exam ner’s Answer (Paper No. 10) and the

Appeal Brief (Paper No. 7).
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The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skill
inthe art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina
faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbi ne
reference teachings to arrive at the claimed invention. See
Ex parte Capp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nust stemfrom sone
teachi ng, suggestion or inference in the prior art as a whol e
or fromthe know edge generally avail able to one of ordinary
skill in the art and not fromthe appellant's disclosure.

See, for exanple, Uniroyal, Inc. v. Rudkin-Wley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1439 (Fed. Cr.), cert.
deni ed, 488 U.S. 825 (1988).

The appellant’s invention is directed to hol |l ow punches
and hole cutters, and focuses on the problem of renoving the
cut-out portion of a substrate (the slug) fromthe substrate,
especially when the substrate is a nmedical catheter or the

like. The invention is nmanifested in i ndependent apparatus
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claim1 by the recitation of a hollow tube termnating at its

distal end in a cutting surface and being of a snaller

di aneter near the distal end than at the proxi mal end, and

ej ection nmeans for urging the slug cut by the holl ow tube and

| odged in the distal end of the tube toward the proximl end.

| ndependent nethod claim 13 contains the sane limtation.
Dann, the primary reference, discloses a punch for

cutting slugs froma semsolid material such as bacterial

culture nedia and formng theminto cups into which liquid can

be placed. The apparatus for acconplishing this conprises

coaxi al inner (1) and outer (4) hollow tubes, each of which

termnates at its distal end in a cutting edge (2 and 6). Air

inlet holes (7) are provided in the outer tube at a point

adj acent to the cutting edge, and a source of vacuumis

connected to the proxinmal end of the inner tube to pull the

slug through the inner tube. |In operation, the cutting edge

of the outer tube creates a disc-shaped slug formthe

sem solid nmedia which, when pulled through the inner tube by

the vacuum is formed into a cup-like configuration inasnuch

as the distal opening in the inner tube is of a | esser

di aneter than the slug. Dann does not disclose a single
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hol | ow tube having a dianeter that is |ess near the distal end
than at the proximal end.

MacGregor is directed to a holl ow punch for piercing soft
materials such as |eather. The punch has a sharp edge at its
di stal end and the holl ow opening tapers towards the cutting
edge so that the slugs can gradually nove along the interior
of the punch w thout becom ng wedged therein (colum 2). It
Is the examner’s position that it woul d have been obvious to
one of ordinary skill in the art to provide the Dann punch
with a tapered interior opening in view of the teachings of
MacG egor,
suggestion being found in permtting the slugs to nove through
the Dann interior opening wthout becom ng wedged therein. W
do not agree.

One of the key aspects of the Dann invention is to
subject the slug to a nore restricted opening as it noves away
fromthe cutting edge of the tube, in order to cause it to
becone cup-shaped. Elimnating this feature would destroy the
Dann i nvention, which in our view would operate as a
di sincentive to nake the changes proposed by the examner. In

addi tion, such a nodification would appear to require a
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whol esal e reconstruction of the Dann device, which constitutes
a second disincentive. The nmere fact that the prior art

structure could be nodified does not nake such a nodification

obvi ous unless the prior art suggests the desirability of
doing so. See In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125,
1127 (Fed. Cir. 1984). W fail to perceive any teaching,
suggestion or incentive in either of the applied references
whi ch woul d have | ed one of ordinary skill in the art to
nodi fy the Dunn punch in such a fashion as to neet the terns
of claiml1l. These references fail to establish a prina facie
case of obviousness with regard to the subject natter recited
In

i ndependent clains 1 and 13, and we therefore will not sustain
the rejection of these clains or, it follows, of clains 2-12

and 14-16, which depend therefrom

NEW REJECTI ON

Pursuant to our authority under 37 CFR § 1.196(b), we
make the follow ng new rejection:
Clainms 13 and 14 are rejected under 35 U. S.C. 8§ 102(b) as

bei ng anti ci pated by MacG egor.
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The preanbl e of claim 13 establishes that the invention

Is directed to an inprovenent in the nmethod of cutting a hole

in material by forcing the distal end of a hollow cutting tube
through a material to renove a discard slug, renoving the tube
fromthe material, and ejecting the slug fromthe tube. The
I mprovenent conprises, according to the body of the claim

providing said cutting tube in the formof a holl ow

tube having a |unmen, extending between said distal

and proxi mal ends, said |unmen being of snaller

di aneter near said distal end than at said proxinal

end; and

ejecting slugs of material from said proximal end.
In Figures 5-8 MacG egor discloses a punch conprising a
cutting tube in the formof a hollow tube (18) having a | unen
(20) extending betwen the proxi mal and distal ends and bei ng
of a smaller dianeter near the distal end than at the proxinal
end (colum 2, lines 8-11). To the extent that the preanble
I's not considered as establishing that slugs of material are
ejected fromthe proximal end of the prior art punches to
which the clained nethod is an i nprovenent, it is apparent
that such is the case in the MacG egor punch (colum 2, |ines

12-15). Thus, the method inherent in the use of the MacG egor

punch antici pates the nethod recited in claim13. Wth regard
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to dependent claim 14, a shoul der (unnunbered) separates the
tapered first portion (21) extending fromthe cutting edge
froma second portion (20) extending to the proximal end. It
appears clear to us fromthe disclosure that the cross
sectional configuration of the first portion is “substantially
congruent” with the cross sectional shape of the slug cut by
the edge (19), and the cross sectional configuration of the
seond portion is of such increased size as to permt free

travel of the slug, which is of |esser size.

SUMVARY

The exam ner’s rejection is not sustained.

The decision of the examner is reversed.

A new rejection of clainms 13 and 14 under 35 U.S.C. §
102(b) has been entered.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
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8§ 1.196(b) provides that, “A new rejection shall not be
consi dered final for purposes of judicial review”
37 CFR 8§ 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of
the following two options with respect to the new ground of
rejection to avoid term nation of proceedings (8 1.197(c)) as
to the rejected cl ai ns:
(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8§ 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

PATENT

tdc

REVERSED § 1.196(b)

Janes M Meister
Adm ni strative Patent Judge

Neal E. Abrans

Adm ni strative Patent Judge

Charl es E. Frankfort
Adm ni strative Patent Judge
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David V. Trask

TRASK BRI TT and ROSSA

P. O Box 2550

Salt Lake Gty, UT 84110
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