THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF*

Before METZ, NASE, and BAHR, Adninistrative Patent Judges.
NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection (Paper No. 8, mailed July 31, 1997) of clainms 1 to

20, which are all of the clains pending in this application.

W REVERSE

1 On February 28, 2000 the appellants waived the oral
heari ng (see Paper No. 19) scheduled for March 6, 2000.
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BACKGROUND

The appel lants' invention relates to nedical prostheses,
particul arly those nedical prostheses used for a breast or
testicular prosthesis (specification, p. 1). A copy of the
cl ai ms2 under appeal is set forth in the appendix to the

appel lants' reply brief (Paper No. 16, filed May 14, 1998).

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Cohen 4,143, 428 Mar. 13, 1979
Schépel 4,404, 296 Sep. 13, 1983
Van Aken Redinger et al. 4,455, 691 June 26, 1984
(Van Aken Redi nger)

Pet er son 5, 246, 454 Sep. 21, 1993
Taut vydas et al. 5,407, 445 Apr. 18, 1995
( Taut vydas)

Scopel i anos et al. 5,411,554 May 2, 1995

( Scopel i anos)

Claims 1, 3, 4, 7, 9, 11, 12 and 16 stand rejected under

2 Dependent clainms 10 to 15 each recite "[t]he prosthesis
of claim9." |Independent claim9 does not recite a prothesis.
Instead claim9 recites "[a] seal ed conpliant water
i nper neabl e envel ope or capsule which is filled with an
aqueous sol ution of polyethylene glycol." The appellants
shoul d correct this discrepancy.
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35 U.S.C. §8 102(e) as anticipated by Tautvydas or, in the
alternative, under 35 U.S.C. 8 103 as obvi ous over Tautvydas

in view of Scopelianos.

Claims 2, 5, 6, 8 10, 13 to 15 and 17 to 19 stand
rejected under 35 U . S.C. 8§ 103 as bei ng unpat ent abl e over
Tautvydas as applied to clains 1, 3, 4, 7, 9, 11, 12 and 16

above, and further in view of Van Aken Redi nger.

Claim 20 stands rejected under 35 U . S.C. §8 103 as being
unpat ent abl e over Tautvydas as applied in the rejection of

claim 16 above, and further in view of Cohen.

Clainms 1, 9 and 16 stand rejected under 35 U S.C. § 103

as being unpatentabl e over Peterson in view of Schapel.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 14,
mai |l ed March 11, 1998) for the exam ner's conplete reasoning

in support of the rejections, and to the brief (Paper No. 13,
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filed February 4, 1998) and reply brief for the appellants

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to the appellants' specification and
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clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The anticipation rejection
W will not sustain the rejection of clains 1, 3, 4, 7,
9, 11, 12 and 16 under 35 U S.C. 8 102(e) as being anticipated

by Taut vydas.

To support a rejection of a claimunder 35 U.S.C. §
102(e), it nust be shown that each elenment of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalnman v.

Kinberly-d ark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Gr. 1983), cert. denied, 465 U S. 1026 (1984).

Al'l the clainms under appeal recite a water inperneable
envel ope/ capsul e filled or containing "an aqueous sol ution of

pol yet hyl ene gl ycol ."
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The appel |l ants argue (brief, pp. 4-7, and reply brief,
pp. 3-6) that Tautvydas does not teach or suggest "an agueous
sol ution of polyethylene glycol.” W agree. |In that regard,
it is our determnation that contrary to the position of the
exam ner® the cl ai med "aqueous sol ution of polyethylene
glycol"” is not readable on* the gel conpositions disclosed by
Tautvydas for the reasons set forth by the appellants.
Specifically, the claimed "aqueous sol ution of polyethyl ene
glycol"™ is not readable on the pol yoxyet hyl ene-

pol yoxypropyl ene bl ock copol yners di scl osed by Tautvydas.

Since all the limtations of clains 1, 3, 4, 7, 9, 11, 12

and 16 are not found in Tautvydas for the reasons set forth

3 See page 5, first paragraph, of the answer and the first
t hree paragraphs of the exam ner's Response to Argunent (pages
7-9 of the answer).

* The inquiry as to whether a reference anticipates a
cl ai m must focus on what subject matter is enconpassed by the
cl ai m and what subject matter is described by the reference.
As set forth by the court in Kalman v. Kinberly-d ark Corp.
713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert.
deni ed, 465 U. S. 1026 (1984), it is only necessary for the
clainms to "'read on' sonething disclosed in the reference,
i.e., all limtations of the claimare found in the reference,
or 'fully nmet'" by it."
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above, the decision of the examner to reject clains 1, 3, 4,
7, 9, 11, 12 and 16 under 35 U.S.C. 8 102(e) as being

antici pated by Tautvydas is reversed.
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The obvi ousness rejections utilizing Tautvydas
W w il not sustain the rejection of clains 1 to 20 under

35 U.S.C. 8 103 utilizing Tautvydas as the primary reference.

As set forth above, the clained "agueous sol ution of
pol yet hyl ene glycol" is not disclosed by Tautvydas. W have
reviewed the references to Scopelianos, Van Aken Redi nger and
Cohen but find nothing therein which would have rendered it
obvious at the tinme the invention was nade to a person having
ordinary skill in the art to have nodified Tautvydas to arrive
at the clainmed invention. Accordingly, we cannot sustain the
exam ner's rejection of appealed clains 1 to 20 under 35
U s C

8 103 utilizing Tautvydas as the primary reference.

The obvi ousness rejections utilizing Peterson
W w il not sustain the rejection of clainms 1, 9 and 16
under 35 U.S.C. 8 103 utilizing Peterson as the primary

r ef erence.
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The exam ner determ ned (answer, p. 7) that (1) Peterson
fails to teach the use of polyethylene glycol as the filling
material as clained; (2) Schapel teaches that pol yethyl ene
gl ycol s have been used as filler materials for breast
prothesis; and (3) it would have been obvious to use the gel
of Schépel in the prothesis of Peterson so as to provide it

with greater gel stability and elasticity.

The appel lants argue (brief, pp. 11-12) that the gels
di scl osed by Schapel are far renoved fromthe claimed "aqueous
sol ution of polyethylene glycol." Thus, the appellants
conclude that the rejection based on Peterson in view of

Schapel is overcone.

I n our opinion the conbined teachings of Peterson and
Schapel are not suggestive of the clained invention.® In that

regard, we have reviewed the disclosure of Schapel and fail to

> The test for obviousness is what the conbi ned teachings
of the references woul d have suggested to one of ordinary
skill inthe art. See In re Young, 927 F.2d 588, 591, 18
USP2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F. 2d
413, 425, 208 USPQ 871, 881 (CCPA 1981).
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find therein any teaching that an aqueous sol ution of

pol yet hyl ene gl ycol has been used as a filler material for a
breast prothesis. Wile Schapel does teach that polyol gels
according to his invention can be used as a filling substance
for breast protheses (see colum 14, lines 57-67) and that a
sol ubi l'i zi ng agent such as pol yethyl ene glycol can be used as
an auxiliary agent in the gel conposition if pharmaceuticals
are to be incorporated in the gel conposition (see colum 12,
lines 10-20), Schépel does not specifically disclose that an
aqueous sol ution of polyethylene glycol has been used as a
filler material for a breast prothesis.® Mreover, it is our
opinion that the only suggestion for nodifying Peterson in the
manner proposed by the exam ner to nmeet the clainmed "aqueous
sol ution of polyethylene glycol™ limtation stens from

hi ndsi ght know edge derived fromthe appellants' own

di scl osure since the applied prior art |acks any teaching,
suggestion or incentive supporting the conbination of Peterson

and Schapel to arrive at the claimed invention. The use of

¢ Schapel discloses many uses for his gel conposition
ot her than being used as a filling substance for breast
pr ot heses.
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such hi ndsi ght know edge to support an obvi ousness rejection

under 35 U.S.C. 8§ 103 is, of course, inpermssible. See, for

example, W L. Gore and Associates, Inc. v. Garlock, Inc., 721

F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. GCr. 1983), cert.

deni ed, 469 U. S. 851 (1984).

For the reasons set forth above, the decision of the
examner to reject clains 1, 9 and 16 under 35 U.S.C. 8§ 103

utilizing Peterson as the primary reference is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1 to 20 is reversed.

REVERSED

ANDREW H. METZ
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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ROBERT M O KEEFE
ARNCLD WHI TE & DURKEE
P O BOX 4433

HOUSTON, TX 77210-4433



Appeal No. 1999-0226 Page 15
Appl i cation No. 08/447, 217

JVN dI



