THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and

(2) is not binding precedent of the Board.
Paper No. 44

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1999-0221
Appl i cation 08/766, 847

Bef ore ABRAMS, NASE, and GONZALES, Admi nistrative Patent
Judges.

ABRAMS, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-3, 9-13 and 22-35, which constitute

all of the clainms remaining of record in the application.
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The appellant's invention is directed to a brake shoe for
di sk brakes (clainms 1-3 and 9-13) and to a nethod of
manuf acturing a brake shoe (clainms 22-35). The subject matter
before us on appeal is illustrated by reference to claiml1,
whi ch reads as foll ows:

1. A brake shoe for disc brakes, conprising a pad back
plate provided with a friction pad and retaining spring of
spring sheet which, on a side of the pad back plate facing
away fromthe friction pad, is fixed to the pad back pl ate,
and wherein a section of the retaining spring intended for
abutnment with the pad back plate includes an angul ar or oval
opening, and a projection nolded to the pad back plate and
projecting fromthe plate plane and protrudi ng through the
opening is riveted to the retaining spring, characterized by
t he brake shoe being nade by a process including: the
projection of the pad back plate, prior to riveting, is of a
substantially circul ar cross-section, the dianmeter of which is
smal l er than the smallest width of the opening, wherein the
projection of the pad back plate does not initially occupy, in
form| ocki ng manner, the opening, and the cross-section of the
projection, after riveting, substantially has the formof the
opening and, due to the riveting, is so deforned as to occupy,
in formlocking manner, the opening.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Fel | er 3,769, 676 Nov. 6,
1973
Qunkowski et al. 4,560, 037 Dec. 24,
1985

(GQunkowski )
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Japanese Pat ent 61- 266838 Nov. 26,
1986
Publ i cati on

THE REJECTI ONS

Clainms 1-3, 9-13, 22-25, 27-33 and 35 stand rejected
under 35 U. S.C. 8 103 as bei ng unpatentabl e over Gunkowski in
view of Feller.

Clainms 26 and 34 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Gunkowski in view of Feller and the
Japanese publication.

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and the
appel l ant regarding them we nake reference to the Exam ner’s
Answer (Paper No. 41) and to the Appellant’s Briefs (Paper
Nos. 38 and 42).

CPI NI ON

W note that the appellant has not argued the nerits of
any particular claimapart fromthe others in the Brief.
Therefore, the clains wll stand or fall with representative
claiml. See 37 CFR 8 1.192(c)(7) and Section 1206 of the

Manual of Patent Exam ning Procedure (MPEP)
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The appellant’s invention is directed to the attachnment
of aretaining spring to a friction pad of a disc brake. The
appel l ant characterized the state of the prior art to include
attaching these two el enents together by providing the
friction pad with a projection having a D shaped cross
section, which was installed in a D shaped opening in the
spring plate, whereafter the elenents were fixed together by
riveting the projection. According to the appellant, this
t echni que had a nunber of disadvantages, including requiring
that a high level of force be applied to deformthe projection
during riveting and very close tol erances in the manufacture
of the parts, while producing a poor anti-rotation connection
between the two el enents (see substitute specification, pages
3-5; Brief, pages 14-17).

Al of the clains stand rejected under 35 U . S.C. § 103.
The gui dance provided by our reviewing court in evaluating the
i ssue of the obviousness of the invention in view of the
teachings of the applied prior art is as follows: The initial
burden of establishing a basis for denying patentability to a

clainmed invention rests upon the exanminer. See Inre

Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr
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1984) The question under 35 U.S.C. §8 103 is not nerely what
the references expressly teach but what they woul d have
suggested to one of ordinary skill in the art at the tine the
invention was nmade. See Merck & Co. v. Biocraft Labs., Inc.,
874 F.2d 804, 807, 10 USPQ2d 1843, 1846 (Fed. Cir.), cert.
denied, 493 U S. 975 (1989) and In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). Wile there nmust be sone
suggestion or notivation for one of ordinary skill in the art
to conmbi ne the teachings of references, it is not necessary
t hat such be found within the four corners of the

references thensel ves; a concl usion of obviousness nay be
made from common know edge and common sense of the person of
ordinary skill in the art w thout any specific hint or
suggestion in a particular reference. See In re Bozek, 416
F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969). Further, in
an obvi ousness assessnent, skill is presuned on the part of
the artisan, rather than the lack thereof. |In re Sovish, 769
F.2d 738, 743, 226 USPQ 771, 774 (Fed. Cr. 1985). Insofar as
t he references thensel ves are concerned, we are bound to
consi der the disclosure of each for what it fairly teaches one

of ordinary skill in the art, including not only the specific
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t eachi ngs, but also the inferences which one of ordinary skill
in the art woul d reasonably have been expected to draw
therefrom See In re Boe, 355 F.2d 961, 965, 148 USPQ 507
510 (CCPA 1966) and In re Preda, 401 F.2d 825, 826, 159 USPQ
342, 344 (CCPA 1968).

It is the examner’s view that all of the subject matter
recited in independent claim1l is disclosed by Gunkowski,
except for the specific cross-sections of the opening in the
retaining spring and the projection of the pad back plate,
whi ch are shown by Feller, and that it would have been obvi ous
to nodi fy GQunkowski to nmeet the terns of the independent
clainms in view of the teachings of Feller. |In the argunents
pl aced before us in the Brief, the appellant has not disputed
this conclusion by the exam ner, but has chosen only to argue
that the decision that the claimis obvious is overcone by
evi dence of unexpected results. From our perspective,
therefore, the appellant has acknow edged that the references
properly are conbi nable and that their conbined teachings
establish a prima facie case of obviousness wth regard to the
subject matter of the clains to which this rejection has been

appl i ed.
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The appel |l ant has offered evidence in rebuttal to the
exam ner’s decision in the formof two declarations fromthe
i nventor, one of which was filed on March 20, 1996 (in a
parent application) and the other on February 10, 1997 (in the
present application). |In view of the presentation of such
evi dence, we nust reweigh the entire nerits of the matter of
obvi ousness and hence consider all of the evidence of record

anew (In re Piasecki, supra). W also are m ndful that

evi dence of non-obvi ousness in any given case may be entitled
to nore or | ess weight, depending upon its nature and its
relationship with the nerits of the invention. Stratoflex
Inc. v. Aeroquip Corp., 713 F.2d 1530, 1539, 218 USPQ 871, 879
(Fed. Cir. 1983).

The first issue raised by the appellant with regard to
the declarations is that the exam ner erroneously has taken
the position that the evidence of unexpected results nust be
conpared to Feller, the secondary reference, rather than to
Gunkowski, the primary reference (Answer, page 6). On this
i ssue, we find ourselves in agreenent with the appellant, for
the reasons presented on pages 8-14 of the Brief. To

sumari ze for purposes of this decision, we agree that the



Appeal No. 1999-0221
Appl i cation No. 08/766, 847

cl osest prior art is the disc brake of Gunkowski and not the
nmet hod of attaching applique to a dial, which is disclosed by
Fel l er.

Not wi t hst andi ng t he above, rather than remand the
application to the exam ner to apply the evidence to
Gunkowski, in the interest of judicial econony and in the
light of the fact that the appellant has presented extensive
argunments concerning the evidence as it mght so apply, we
have considered this issue on the basis of the record before
us. To insure that the appellant is given the opportunity to
coment upon the positions we have set forth bel ow, we
designate our affirmance of the standing rejections as new
grounds of rejection under 37 CFR
§ 1.196(b).

Qur understanding of the appellant’s position with regard
to the evidence supplied in the two declarations is that it
purports to establish that the invention provides unexpected
results when conpared to the brake shoe attachnment neans of
Gunkowski (Brief, page 14, line 7; page 19, line 6). It is
the exam ner’s contention that the evidence cannot be accorded

sufficient weight to overcone the prima facie case of
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obvi ousness establish by the conmbi ned teachings of the two
references. Wile we agree with the exam ner’s concl usion, we
focus upon GQunkowski as being the closest prior art.

Al t hough there are two decl arations of record, the
evi dence provided in both is described in the |atter one. The
words of the declarant on page 2 of the second declaration
sumari ze the tests and the results:

This first test [reported initially in the earlier
decl aration] conpared the wobbl e! force, wobble
angl e, and wobble tine required to achieve an anti -
rotation connection between: (a) an initially round
pin and a retaining spring having a square hol e
(representative of the clained invention); and (b)
an initially D-shaped pin and a retaining spring
havi ng a D shaped opening (representative of the
‘037 patent). As discussed again bel ow, the brake
shoe representative of the ‘037 patent required a
greater wobble force, at a greater wobble angle, for
a longer wobble tinme to attain the sane | evel of
torsion resistance as that of the brake shoe
representative of the claimed invention. The second
test, newy disclosed below, conpares the torsion
strength required to rotate a retaining spring
relative to a pad back for both: (a) an initially
round pin and a retaining spring having a square
hol e (representative of the clainmed invention); and
(b) aninitially D-shaped pin and a retaining spring
havi ng a D shaped opening (representative of the
‘037 patent). The second test revealed that a
significantly higher torsion force was required to
rotate the retaining spring of the clainmed invention
than that of the ‘037 patent, even though

'Ri veti ng.
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substantially the sane wobbl e force, wobble tine,
and wobbl e angle was applied to the two speci nens.

At this point, we nust direct attention to the fact that
claim1 recites “an angul ar or oval opening” in the back plate
and a pin of “substantially circular cross-section” whereas,
in the words of the appellant, the tests are directed to a pin
having a circular cross-section and an openi ng havi ng a square
cross-section. Wile the tests therefore may be relevant to
several of the dependent clains, which contain these
l[imtations, they clearly have no nexus to the nore broad
recitation of the invention presented in representative claim
1 or, for that matter, wth regard to any of the other
i ndependent clains. Therefore, the scope of the evidence
supplied is not commensurate with the breadth of
representative claiml1l, to which it purports to apply, and it
fails at the outset to be worthy of any wei ght when set off
agai nst the prima facie case of obviousness established
agai nst the subject matter of this claim Nevertheless, in
keeping with our desire to expeditiously adjudicate the issues
in this case, we shall press forward and eval uate the evi dence
as if it were applicable to the invention of all the clains,
as apparently was the appellant’s intent.

10
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Looking for the nonent to the teachings present in the
prior art, there is no question that Gunkowski discloses the
basic structure recited in claim1, over which the appellant
believes his invention to be an inprovenent. 1In our opinion,
one of ordinary skill in the art would have been cogni zant of
the fact that relative rotation between the retaining spring
and the brake pad is undesirable, and would have recogni zed
t hat anong the purposes in Gunkowski for providing the hole
and the nmounting projection with conplenentary D shaped
configurations is the prevention of such relative rotation.
Feller states that his industry was “well aware” of the
probl em of relative notion between el enents attached by neans
of a circular opening and a circular foot or stem (colum 1,
line 12 et seq.), for even after riveting they “tend[ed] to
rotate within their bore” (colum 1, line 32). This gave rise
to the requirenent for “a very precise and fixed attachnent”
(colum 1, lines 46 and 47), which Feller acconplished by
mai ntai ning the circular cross-section of the stem but
replacing the circular cross-section of the hole with a “non-
circul ar cross-sectional configuration” (colum 2, lines 8 and

9). As shown in Figure 5, this conprised a square hole and a

11
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round stem I n describing the manufacturing process, Feller
explains that in deformng? the stemthe material of the stem
“tends to fill-out the cross-section of the associ ated openi ng
3, thereby assum ng the shape or configuration of such
associ at ed opening” (columm 3, lines 33-35). The result is
that the applied elenent “can no longer rotate within its
openi ng” (colum 3, lines 40 and 41).

We share the exam ner’s opinion that one of ordinary
skill in the art would have been taught by Feller that the
rotation that could result when a round projection is
installed in a round hole is elimnated by placing the round
projection in a non-circular hole, such as one having a square
cross-section, because the subsequent deformation of the
projection causes the netal to fill in the boundaries of the
opening, thus creating a non-circular portion of the
projection in a matching non-circular hole. Suggestion for
such a nodification is found in the explicit teachings of
Feller, which were referred to above. It is our further view

that the artisan woul d have recogni zed fromthe teachi ngs of

’Fel | er establishes that riveting was a known neans for
acconplishing this deformation (colum 1, line 33).

12
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Feller that the nore non-circular the conpl enentary
configurations, the nore resistance is provided to rotation.
Therefore, we do not share the appellant’s opinion that the

i nprovenent to resistance of rotation of one element with
regard to the other achieved by utilizing an openi ng of square
configuration rather than the substantially rounded one

di scl osed by Gunkowski woul d have been unexpect ed.

For the foregoing reasons, even if this factor of the
rebuttal evidence is considered to apply to the subject matter
of claiml, it can be accorded little if any wei ght.

The ot her test presented by the appellant was offered as
showi ng that the clained invention required |l ess riveting
force, angle and tinme, which also is alleged to be unexpected.
Even considering this evidence in its nost favorable |ight,
and as being applicable to claim1, it is our opinion that it
cannot be accorded sufficient weight on its own, or in concert
with the other evidence, to outweigh the evidence case of
obvi ousness. A distraction with regard to this factor is that
claim1l is a product-by-process claimand the second proffered
unexpected result concerns the process and not the resulting

pr oduct .

13
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Thus, it is our conclusion that, on bal ance, the evidence
and argunent provided by the appellant fails to outweigh the
evi dence of obvi ousness established by the prior art. This
being the case, we will sustain the exam ner’s rejection of
representative claiml1. The rejection of the other clains
also is sustained, in that they fall therewith

We have carefully considered all of the argunents and the
evi dence presented by the appellant as it mght apply to the
concl usi ons we have expressed above. However, they have not
convinced us that the rejections should not stand. CQur
position with regard to each of them should be apparent from

t he expl anati ons we have provi ded.

SUMVARY

Both rejections are sustai ned.

The decision of the examner is affirned.

The rejections are denomnated as falling within the
scope of 37 CFR 8§ 1.196(b) new grounds of rejection (anmended
effective Dec. 1, 1997, by final rule notice, 62 Fed. Reg.
53, 131, 53,197 (CQct. 10, 1997), 1203 Of. Gaz. Pat. &

Trademark O fice 63, 122 (Cct. 21, 1997)). In this regard, 37

14
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CFR 8 1.196(b) provides, “a new ground of rejection shall not
be considered final for purposes of judicial review?”

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori ginal decision

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the

claims so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record.

Shoul d appell ant el ect to prosecute further before the
Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in order to
preserve the right to seek review under 35 U S.C. 88 141 or
145 with respect to the affirnmed rejection, the effective date

of the affirmance is deferred until conclusion of the

15
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prosecution before the exam ner unless, as a nere incident to
the limted prosecution, the affirnmed rejection is overcone.

| f the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent
or a second appeal, this case should be returned to us for
final action on the affirmed rejection, including any tinely
request for rehearing thereof.

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED; 37 CFR § 1.196(b)
Neal E. Abrans )
Adm ni strative Patent Judge )
)
)
)
Jeffrey V. Nase ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
John F. Gonzal es )
Adm ni strative Patent Judge )
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tdl
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